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7 SECTIONS 8, 10, 12 & 37

INTRODUCTION

7.01

7.02

7.03

7.04

7.05

7.06

Within the Patents Act 1977, three sections deal specifically with the question

of who is entitled to a patent or patent application. These are:

e Section 8 which relates to GB patents that have not yet been granted
and applies whether or not a patent application, has been filed.

e Section 12 which relates to patents under foreign or international law
which have not yet been granted

e Section 37 which relates to patents granted under the Patents Act
1977.

Where a European patent application is concerned, section 82 lays down the
jurisdiction of the court and the comptroller to determine such questions. Thus
before proceeding with an EP reference under section 12, the B2/B3 should

check section 82 provides the appropriate jurisdiction.

A granted European patent designating the UK ie a European patent (UK), is
treated as if it were a patent under the 1977 Act resulting from an application
made under the 1977 Act. Questions with regard to entitlement may therefore

be referred to the comptroller under section 37.

Section 12 applies to applications under the Patent Co-operation Treaty (PCT),
during the international phase while section 8 applies during the national phase
(see section 89B(4) of the Patents Act 1977).

In addition to these sections, section 10 of the Act provides that certain
disputes between joint applicants for a patent may be resolved by the

comptroller on request from any of the parties involved.

Occasionally entitlement references refer to sections 9 and 82 of the Patents
Act 1977. These do not provide for proceedings to be filed. Rather they
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simply affect the extent to which the other sections are applicable.

7.07  The procedures in relation to entitlement actions and for requests made under
section 10 or section 12(4) by a joint applicant, are set out in the Patents Rules
2007.

INITIAL ACTION

Formal Requirements

7.08 Follow procedures at 1.04 to 1.07.

Action by Litigation Assistant (A1)

7.09 Follow procedures at 1.08 to 1.09.

7.10 Using the OPTICS function REG ENT, a free text entry in relation to a
reference section 8,12 and 37 should be made as follows:

‘Reference as to entitlement under Section .................... filed on

Where a request is made under section 10 or section 12(4), the free text entry
should read:
‘Request by joint applicants for directions under Section .......................

filedon ...cooovveveeienan. ’

STATEMENT OF GROUNDS

What should the statement of grounds contain?

7.11 Follow procedures in paragraphs 1.11 to 1.12.

Relief under section 8

7.12 For a reference made under section 8(1), the comptroller will determine the

question and will make such orders as he thinks fit to give effect to the
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7.13

7.14

determination see section 8(2).

Where a question is referred to the comptroller under section 8(1)(a), section
8(3) provides, at the discretion of the comptroller, for the making of a new
application by the claimant when the original application is no longer
proceeding or no longer contains the matter to which the claimant is held to be
entitted. The question of third party terms may need to be raised and

considered.

Where a person refers a question under section 8(1)(b), the comptroller may
make an order giving directions to any person in relation to transferring or

granting any right in or under the application.

Relief under section 12

7.15

For a reference under section 12(1)(a) or 12(1)(b), the comptroller may make
such orders as he thinks fit to give effect to the determination; however, the
extent to which the comptroller is able to determine the question may be
affected by a number of factors, for example, the particular foreign or
international law under which the application has been made and the stage

reached in the prosecution of the application.

Relief under section 37

7.16

717

For a reference under section 37(1)(a),(b) or (c), the comptroller may again
determine the question and make such orders as he thinks fit. Examples of
the type of relief available are mentioned in section 37(2). directing that the

claimant should be included on the register as a proprietor

Whilst a reference may be referred to the comptroller under section 37 at any
time after the publication of the mention of its grant, the remedies available
may be restricted if the reference is made more than two years after the
mention of grant (section 37(5)). In such circumstances, although, for

example, the claimant may claim a proprietary interest, the HO may not make

June 2011



an order that satisfies the relief sought.

Section 10, 12 (4)

718 For a request made under section 10 or 12(4), the statement should again set
out fully the facts relied upon and also the directions sought. Under section 10
of the Act, the comptroller may give such directions as he thinks fit for
enabling the application to proceed in the name of one or more of the parties
alone or for regulating the manner in which the application should proceed or

both as the case requires.

What happens if the statement does not comply?

7.19 Follow procedures at 1.13 to 1.18.

7.20  Where the reference has been made under section 8(1)(a) or 12(1)(a), the

letter pointing out the defects in the statement should be copied for example to:

e any person (other than the claimant) alleged in the reference to be
entitled to be granted a patent for the invention

e any person, not being a party to the reference, who is shown in the
register as having a right in or under the patent

e where the application for the patent has not been published, any person
who is an applicant for the patent or has given notice to the comptroller
of a relevant transaction, instrument or event

e every person who has been identified in the patent application or a
statement filed under section 13(2)(a) as being, or being believed to be,
the inventor or joint inventor of the invention

e any other persons who it appears are likely to have an interest in the

case

7.21 Where the reference has been made under section 8(1)(b) or 12(1)(b), the

letter should be copied for example to:
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7.22

7.23

7.24

each proprietor who is not a party to the reference and who has not
otherwise indicated his consent to the making of the order sought
any person to whom it is alleged in the reference that any right in or
under an application for a patent should be transferred or granted
any person, not being a party to the reference, who is shown in the
register as having a right in or under the patent application

where the application for the patent has not been published, any person
(not being a party to the reference) who has given notice to the
comptroller of a relevant transaction, instrument or event

every person who has been identified in the patent application or a
statement filed under section 13(2)(a) as being, or being believed to be,
the inventor or joint inventor of the invention.

any other persons who it appears are likely to have an interest in the

case

Where the reference is made under section 37(1), the letter should be copied

for example to:

a person who is shown on the register as having any right in or under
the patent

a person who is alleged in the reference to be entitled to a right in or
under the patent

any other person who it appears is likely to have an interest in the case

Where a request is made under section 10 or section 12(4), the letter should
be copied to each joint applicant and anyone else likely to have an interest in

the case.

A covering letter should be sent with the copy letter. This should point out to
the parties concerned that they are not being invited to file a counter-statement

until the issues raised with the claimant have been resolved.

Serving the Statement of Grounds

7.25

Follow procedures at 1.19 - 1.24
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Conversion of a Section 8 Reference into a Section 37 Reference

7.26 Occasionally a reference under section 8 will need to be converted to one
under section 37 because the patent application in question has proceeded to
grant. A letter should be sent to the claimant and copied to the other side (see
Annex 1 and Chapter 16). If entittement proceedings are filed between the
date on which the grant letter is issued and the date on which the notice of
grant appears in the Journal, no action can be taken under either section 8 or
37. Instead, the proceedings should be treated as having been filed under

section 37 on the date on which the notice of grant appears in the Journal.

PECS:- Letter is created and imported using manual import (doc code is
LETTER-LIT)

COUNTER-STATEMENT

7.27  Follow procedures at 1.25 to 1.26.

MANAGEMENT OF PROCEEDINGS

7.28  Follow procedures at 1.28 to 1.40

EVIDENCE ROUNDS

7.29 Follow procedures at 1.41 to 1.53.

DECISION

7.30 Follow procedures at 1.54 to 1.55.

Updating the Register (B3 action) - free text entries (below the line):

7.31 If the reference has been allowed:
e use REG ENT free text and type in a register entry. Examples are

below:
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7.32

‘In a decision of the comptroller dated day.month.year,
......................................... [insert name] was removed as a named

proprietor of the patent.

‘In a decision of the comptroller dated day.month.year, the comptroller
ordered that .........ccoooviiiiiiii e, [insert name and address]

should be named as joint applicant/proprietor

If the reference is refused:

use REG ENT free text and type in a register entry as in the following

example:

In a decision of the comptroller dated day.month.year, the reference

under section .......... filed on day.month.year, was refused.

Updating the Register (B3 action) - adding proprietor’s details (above the line):

7.33

Check if the proprietor you wish to add has an ADP number - use
OPTICS function SEA NAM.

If no ADP number exists, contact Assignments Section who will arrange
for one to be created. The person’s/company’s full name and address
need to be supplied.

Use OPTICS function CHA ROL. From the CHA ROL 1 screen, make a
note of the start date of the other proprietors mentioned. Scroll through
the rest of the screens inserting ‘Y’ at the bottom.

On screen CHA ROL 2, enter in Role Code 1, the start date and the
ADP number of the person/company you are adding. When this is
confirmed, the name and address details should appear on screen.
Once this is confirmed as correct, the update is complete.

To check this, go back into the CHA ROL 1 screen. The added
proprietor details should also appear on the DIS FUL print

Updating the Register (B3 action) - removing proprietor’s details (above the line):
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7.34
e Use OPTICS function CHA ROL. Rather than removing details from
the register, the action taken will close them down. On screen CHA
ROL 1, insert end date. This should be the date of the Hearing/Office
decision and should be the same date as referred to in the free text

entry initially carried out.

Note: The screen on which the free text register entry is typed provides
an option to move directly to the ‘CHA ROL’ screens. Simply
change the ‘Roles to Record’ to “Y’. From the following pages,

select the appropriate options.

REGISTRATION OF ASSIGNMENTS WITHIN ENTITLEMENT PROCEEDINGS

7.35 Where entitlement proceedings are pending before the comptroller, a request
to register an assignment should be referred to a HO. Unless special
circumstances apply, the HO will direct the B2 to contact the claimant to
determine if he is content with the registration. If the claimant is not content,
the registration should be stayed until the proceedings have been settled.

The assignment request will be recorded on the register.

PECS:- Minute is created and imported using manual import (doc code is
MINUTE-LIT)
Create and send message to HO. Message is PSM

Letter created and imported using manual import (doc code is LETTER-LIT).

WITHDRAWAL/TERMINATION OF GB PATENT APPLICATIONS BEFORE
PUBLICATION

Follow procedures in chapter 16, (16.35 to 16.37).
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Annex 1

Patents Directorate
Concept House

Cardiff Road, Newport
South Wales NP10 8QQ

Direct Line: 01633 81xxxx

E-mail: XXXXXXXXKXXXXX
Switchboard: 01633 814000
Fax: 01633 814491
Minicom: 08459 222250
Your Reference: DX: 722540/41 Cleppa Park 3
Our Reference: 3Y31/name/number ref Internet:  www.ipo.gov.uk
Date
Dear Sirs
Title
1. Patent application number............. has now been granted.

2. By virtue of section 9 of the Patents Act 1977, we will treat the entitlement
reference you have made under section 8 as though it had been made under section
37. This may affect the relief available to you if you are successful, but should not
otherwise affect the course of the proceedings. Unless | hear from you or the
defendant to the contrary, | shall assume you are both happy to defer dealing with
the question of relief until the substantive hearing

3. A letter in identical terms is being sent to the other side.

Yours faithfully

Name
Litigation Section
Patents Directorate
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