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Unrepresented applicants are more likely to rely on the offi cial search. However, some utilise 
the SAS service or the offi ce’s search facilities (e.g. the on-line search facility).

Whether/Where to fi le

The primary factors infl uencing whether and where to fi le were commercial considerations 
and client needs – geographic spread of the clients business together with the speed and cost 
of the respective services.  Some fi rms advise a client to take the CTM route (irrespective of 
scope of business) where pre-fi ling searches reveal confl icting earlier marks. 

Some stated that they simply preferred to use the UK offi ce as it provides a better and faster 
service. For others, reduced likelihood of facing opposition did have some infl uence, but the 
geography of the business was still the main factor. 

Proof of use

Whilst some felt that it was undesirable for the Registry to object without knowing if the earlier 
mark is revocable for non-use others felt that the present system works well. 

It was emphasised that any new system should not be overly bureaucratic, burdensome or 
costly for brand owners (particularly SMEs). On the fl ip side, some stressed that the current 
system is already burdensome in requiring an application for revocation – this entails signifi cant 
expense for small businesses.

Some respondents felt that the Registry should be more receptive to evidence from the applicant 
that an earlier mark is not in use, while others then questioned whether this would mean 
informing the earlier owner and asking for submissions/evidence.  Others suggested that the 
Registry could ask for use on a mark that is over 5 years old before citing. Some respondents 
were opposed to any use procedure occurring at examination stage, suggesting instead that 
the Registry follows the US model which requires a statement of use upon renewal. 

Consent
 
Expensive consents are rare and the threat of revocation is often used as a tool to lever it. Cost 
can however become a problem when dealing with numerous cited marks. Other diffi culties in 
obtaining consent were identifi ed as:

• some nationalities appearing to be adverse to allowing the request or simply 
misunderstanding the request;  

• Not being able to gain a response to a request;

• The cost of investigating earlier use;

• Where earlier rights holder cannot be contacted or the company has gone into 
liquidation

• CTMs more complicated and costly – translation costs. Problem will worsen with 
expansion of the EU

Most respondents felt that owners of earlier marks were fair when deciding on the costs of 
providing consent. However, some felt that excessive fees were being charged and that a request 
for consent was seen by the owner of the earlier mark as a money making opportunity.



Notice

A number of respondents agreed that waiving citations on notice was a viable option and could 
be particularly useful in relation to CTM marks. There was, however, caution expressed about 
taking such an approach; comments include:

• Should not be overly bureaucratic and involve mounds of paper

• Should not follow the system used by OHIM

• Should not create unnecessary and confusing options

• Could create similar risks to consent

• The reality of market place should be a paramount consideration

• Notifi cation should only be sent to the owners of the earlier marks which are genuine 
citations – i.e. after a Hearing or discussion with a Hearing Offi cer

It was generally agreed that notifi cation could help where: 

- already duplicate, overlapping rights

- citation pending a long time (although some caution was exercised over this 
situation) 

- citation borderline

- evidence earlier mark unused and over 5 year old

Enforcement of Private Property Rights – who should be responsible? 

There were mixed views on who should enforce the rights of trade mark owners. Those who 
felt the Trade Marks Registry should continue to “search and cite” said that this was particularly 
benefi cial for SMEs. 



ANNEX E - Facts and Figures

Volumes

The number of national and Community trade mark applications over the last few years is 
shown below:

Year 2002 2003 2004 2005 
(projected)

UK* 36007 34096 34756 35500
OHIM* 45104 57637 58848 65000

*includes designations under the Madrid Protocol 
 
The make-up of the UK Registry’ search fi les

The search records currently contain details of 950k earlier trade marks. Just over 60% of 
these are national marks or international marks protected in the UK. Nearly 40% are made 
up of Community trade marks. These trade marks are together registered for (or applied for 
protection for) goods and services covering a total of 1.9m classes. Over half (50.5%) of these 
classes are accounted for by Community marks.

43% of the relative grounds objections raised by the UK Registry are based upon earlier 
Community marks. In 2001 the fi gure was less than 30%.

Proportion of Applications Refused on Relative Grounds

30% of applications made to the UK Registry attract objections on relative grounds. The vast 
majority of these objections are raised by the Registrar during examination. In 2004, 2586 
national applications were fi nally refused on relative grounds. This represents approximately 
7% of all national applications.

18-20%** of applications for Community trade marks are opposed, all on relative grounds. 
Approximately 2%** of applications are fi nally refused on relative grounds.

** information provided by OHIM
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