
 

 

   
   

   
   

  
   

 

 
 

 

   
  

 
 

 
 

 

 

 
 

 

 
 

 

 

                                            
  

BL O/291/15 
23 June 2015 

PATENTS ACT 1977 

PATENTEE	 Ability International Limited 

OPPONENT 	 Monkey Tower Limited 

ISSUE Application to revoke UK Patent 
GB2432573B under section 72 and an 
application to amend under section 75 

HEARING OFFICER	 H Jones 

FINAL DECISION
 
Introduction 


1 	 This decision is primarily concerned with the question of whether or not to allow 
amendment of UK patent GB2432573 under section 75 of the Act, which will allow a final 
determination to be made as to whether the patent should be revoked under section 72. 
My interim decision on revocation was issued in August 2013 under the reference BL 
O/334/13. The application for revocation was filed by Monkey Tower Limited (MTL), who 
now oppose the proposed amendments. 

2 	 The question of whether the patentee should be allowed to propose amendments to the 
patent under section 75 was considered by the High Court early last year (Monkey 
Tower v Ability International)1, where Mr Henry Carr QC (sitting as deputy judge) ruled 
that the patentee, Ability International Limited (AIL), should be allowed to propose 
amendments to the patent given the circumstances of the case. After amendments were 
filed, I issued a preliminary decision (BL O/484/14) concerning the scope of opposition to 
amendments under section 75 in which I decided the nature of the question to be 
addressed here, i.e. whether the proposed amendments overcome the various defects 
identified in my interim decision on revocation and also meet the requirements of section 
76 (no added matter). This preliminary decision was not appealed. 

3 	 Statements of case have been filed by both sides. Given the nature of the dispute, I 
suggested to both sides that it would be possible to decide the matter on the basis of 
written submissions only, without the need for further evidence or oral hearing. This 
decision is made on the basis of the initial statements and the further written 
submissions. 

The proposed amendments 

4 	 Amendment is being proposed to claims 1, 19 and 20, and to the corresponding 
statements of invention on pages 1, 2 and 4 of the specification. These amendments are 

1 Monkey Tower Limited v Ability International Limited [2014] EWHC 18 (Pat) 



 
 

 

 
  

 
 

 

 

 
 
 

 

set out at Annex A. The conditional amendments proposed as part of revocation 
proceedings are set out at Annex B. The apparatus defined by the proposed new claim 1 
is limited in use to effecting maintenance in an open plan office and over desks; it has a 
mast assembly which includes rungs which are permanently spaced apart and enable a 
workperson to climb from the bottom of the mast to a platform set at a desired height, 
and the mast is offset from the centre of a base section and is positioned at a rear part of 
the base section. 

The initial defects  

5 	 Conditional amendments were initially proposed by AIL as part of revocation 
proceedings, and I gave reasons why these did not meet requirements in my interim 
decision, namely that the invention defined by amended claims 1 and 2 were anticipated 
by US2961060 and the scope of claim 2 was unclear. I said in this decision that it should 
be possible to amend claim 2 in order to overcome these deficiencies. 

Argument and analysis 

6 	 On the basis of the conditional amendments proposed in revocation proceedings and the 
amendments now proposed under section 75, I am satisfied that the minor changes to 
the text in these proposed amendments are made in order to overcome the deficiencies 
identified in my interim decision on revocation. In other words, the proposed 
amendments meet the requirement for allowing amendments to be made under section 
75 such that the opportunity for re-litigation is limited (cf. paragraph 26 of Monkey Tower 
v Ability International). Some of the arguments advanced by MTL for refusing AIL’s 
application to amend cover ground already addressed in earlier decisions. The question I 
need to answer here is whether the proposed amendments avoid anticipation by 
US2961060, that they are clear and that they do not add subject matter.  

7 	 Amended claim 1 requires the mast to include rungs which are permanently spaced 
apart and which enable a workperson to climb from the bottom of the mast to the 
platform. The mast is positioned offset from the centre of the base section. The scaffold 
arrangement in US2961060 is shown in the figures below: 



 
  

 

 
 

 

 
 

 
 
  
 
 
 
 
 
 
 
 
 
 
 
 
 
 
  
 
  
 
 
  
 

 

 

8 	 The telescopic ladder and scaffold arrangement in US2961060 has two sets of rungs 
(34) and (35), with rungs (34) being fixed steps associated with the platform arrangement 
and rungs (35) being movable steps whose number and position vary depending on the 
position of the platform. In my interim decision on revocation I found that the word 
“includes” does not require the whole of the mast section to have permanently spaced 
apart rungs. 

9 	 AIL say that the scaffold arrangement set out in the proposed claim 1 must now 
comprise permanently spaced apart rungs which extend from the base section to the 
platform. MTL argue that the wording “includes rungs....which enable the workperson to 
be able to climb from the bottom of the mast means” still does not require the whole of 
the mast to have permanently spaced apart rugs. They say that US2961060 includes 
permanently spaced apart rungs and that its rungs allow a workperson to climb from the 
base of the mast to the platform. As a matter of construction, I agree with MTL on this 
point. 

10	 Amended claim 1 also requires the mast means to be “offset from the centre of the base 
section” and be “positioned at the rear of the base section” when in use. AIL’s aim here 
is to limit the apparatus to the C-shaped or offset configuration discussed in my interim 
decision on revocation. In paragraph 26 of my decision I said that it should be perfectly 
possible to encapsulate the offset mast arrangement of the invention into a form of words 
that is “clear and does not add subject-matter, and to avoid anticipation or be rendered 
obvious by US2961060”: 

“26. I do not agree with MTL on these points. First of all the specification does 
in fact show the mast as being positioned towards one end of the base as 
opposed to being at the centre, and this is deliberately so in order to provide 
the maximum amount of platform space over the desks that can be supported 
by the base section. The upper and lower struts introduced by proposed 
amended claims 3 and 4 provide the necessary stability for the mast and 
platform, but it is the offset position of the mast with respect to the centre of 
the base which allows the platform to extend significantly over desk areas. I 
accept that there may be issues concerning the clarity in which the position of 
the mast is defined with respect to the base section, but that is not to say that 
there is no basis for making an amendment which seeks to limit the apparatus 
to the C-shaped (or offset) configuration quite clearly described in the 
specification. Second, I do not think that the position of the mast is a matter of 
design choice. Its position towards one end of the base section is important in 
maximising the amount of platform space over the desks which the base section 
can support. Finally, although the way in which proposed claim 2 is worded 
means that D1 can be said to anticipate the invention, i.e. in that the mast in D1 
can be said to be positioned adjacent the rear part of the base, I do not consider 
that document D1 discloses an offset mast for the same purpose and benefits set 
out in the specification of the patent. On the basis of the evidence submitted as 
part of these proceedings, I consider that it would be perfectly possible to 
encapsulate the offset mast arrangement of the invention into a form of words 
that is clear and does not add subject-matter, and to avoid anticipation or be 
rendered obvious by document D1.” 

11	 I have already found that US2961060 does not disclose a C-shaped or offset mast 
configuration and therefore I do not need to revisit this point again here. The question I 
do need to answer is whether the proposed amendment achieves the objective of clearly 
describing this C-shaped arrangement without adding subject matter.  



 

 

 

 
 

 

 

 
 

 
 

 
 
 

 
 

 
 
  

                                            

12	 MTL say that the specification as filed does not include the words “offset” and “centre” 
and that the word “positioned” is not mentioned in relation to the base. They say also that 
the mast shown in the drawings is not offset and suggest that the proposed amendment 
could also encompass a z-shaped arrangement not disclosed in the specification as 
filed. They argue that the proposed amendment adds subject matter through an 
intermediate generalisation on the basis that that offset mast arrangement was not 
described as an important feature necessary to the invention in the specification as filed. 
They refer me to the decision of the Court of Appeal in LG Philips LCD Co Ltd v Tatung 
(UK) Ltd & Ors 2 which says that subject matter can be added by taking otherwise 
unidentified features from a drawing and inserting them into a claim (cf. paragraphs 41 
and 42). AIL point to the fact that the drawings in Philips v Tatung were ambiguous and 
agree that importing an ambiguous feature into the claims would clearly add matter. 
They say that there is no ambiguity about the offset position in the present case, which 
they say could not be clearer from the drawings. AIL refer to page 7 of the specification 
which provides the following description of the apparatus shown in figure 1: “There are 
two of the wheels 28 at a front part 32 of the base section 4. There are two of the wheels 
at a rear part 34 of the base section 4. The rear part 34 of the base section 4 is adjacent 
the mast means 6.” 

13	 Despite MTL’s arguments to the contrary, I find that the proposed amendment of claim 1 
in respect of the C-shaped/offset arrangement overcomes the concerns regarding clarity 
I had in my interim decision and does not add subject matter beyond that disclosed in the 
specification as filed. I find that the proposed amendment to claim 1 is allowable. Claims 
19 and 20 as proposed to be amended are dependent on claim 1, and I find that these 
are also allowable. 

Conclusion and order 

14	 Claim 1 of the patent as proposed to be amended is clear, does not add subject matter 
and is not anticipated by US2961060. I therefore: 

	 allow AIL’s application to amend the patent under section 75(1) and direct that 
clean amended pages be incorporated into the specification; 

	 refuse MTL’s application for revocation.  

Costs 

15	 Costs have already been awarded to MTL for their partially successful case for 
revocation and to AIL for their successful case to strike out parts of MTL’s grounds for 
opposing amendments under section 75. AIL have been successful in their application to 
amend the patent under section 75 despite MTL’s opposition and are therefore entitled to 
an award of costs in their favour.  I shall invite parties to make final submissions 
concerning the quantum of costs taking into account such matters as the standard scale 
of costs and the protracted nature of these proceedings. 

2 [2006] EWCA Civ 1774 



 
  

 
 
 
 
 

 
 

Appeal 

16 Any appeal must be lodged within 28 days after the date of this decision. 

H Jones 
Deputy Director, acting for the Comptroller 
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