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COSTS ORDER 
 
 

1 This Order is concerned with costs arising from the opponent’s successful opposition 
of the patentee’s application to amend its patent under section 27. In his decision 
dealing with the substantive issues dated 1 March 2017, the Hearing Officer invited 
both sides to make submissions on costs before making an Order in favour of the 
opponent. I have now received those submissions, which I shall summarise very 
briefly. 

2 Both sides agree that since proceedings were initiated on 1 September 2015, the 
scale of costs applicable is not the current scale annexed to Tribunal Practice Notice 
TPN 2/2016 but is instead the scale annexed to Tribunal Practice Notice TPN 
4/2007. Neither side is arguing for off-scale costs to deal with unreasonable 
behaviour.   

3 The opponent submits that an award of costs towards the upper end of the range is 
appropriate for each particular task set out in the Annex. With regard to preparing its 
grounds for opposition, the opponent notes that the application for post-grant 
amendment extended to 25 pages and referred to seven prior art documents which 
all required consideration. It submits that a further award is appropriate for preparing 
its opposition to the conditional amendments filed with the patentee’s counter-
statement. In respect of its preparation for the case management conference initially 
scheduled for 21 January 2016 but later cancelled by the Office, it asks for £500 to 
cover preparation of submissions and £1500 for the hearing that was cancelled at 
late notice. Further incidental expenses takes the total amount of costs sought by the 
opponent to £3625. 

4 The patentee submits that costs applicable for consideration of the conditional 
amendments should be lower on the basis that only four paragraphs of the 
opponent’s statement were found to be allowable. It notes that no hearing was held 

 

https://www.gov.uk/government/publications/tribunal-practice-notice-22016


and that therefore no award of costs in relation to its preparation can be expected.   

5 I agree with the opponent that the nature of the initial statement points to an award of 
cost towards the upper end of the range and that a similar amount is justified for the 
task of considering the patentee’s counter-statement and conditional amendments 
and in preparing a statement in reply. It is unfortunate that the Office had to cancel 
the case management conference with so little notice, but this was an inconvenience 
to both sides and neither side was to blame, so it would be unfair to compensate one 
side in favour of the other. Taking all of this into account, and noting that the 
substantive matter was decided on the papers without the need for oral hearing, I will 
award the following amounts for the relevant tasks in the scale: 

 

Preparing statements (x2)          £1000 
Expenses           £  425 
 

         Total  £1425 

Order 

6 I hereby order Balfour Beatty plc to pay Carillion Construction Limited the sum of 
£1425 as a contribution towards its costs, this sum to be paid within seven days of 
the expiry of the appeal period below. 

Appeal  

7 Any appeal must be lodged within 28 days after the date of this decision. 

 
 
 
 
 
H Jones  
Deputy Director acting for the Comptroller 




