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Background and pleadings 
 

1. Axis Bank Limited (hereafter “the applicant”) applied to register the trade mark:  

 
in the UK on 14 September 2017. It was accepted and published in the Trade Marks 

Journal on 27 October 2017, for the following services: 

Class 36: Financial services; banking services; financial and banking services 

provided via the Internet; monetary affairs; financial management; real estate affairs; 

capital investment; venture capital investment; investment of capital and funds; asset 

management investment; management of investment; acquisition for financial 

investment; administration of capital investments, fund investments and other financial 

investments; financial investment services; fund investment services; administration 

of funds and investments; hedge fund services; capital investments; capital fund 

management; financial analysis; financial consultancy; financial management; fund 

investments; financial investment fund services; international fund investment; 

financial fund management; mutual funds; mutual fund establishment; mutual fund 

investment; mutual fund management; stock exchange quotations; brokerage; stocks 

and bonds brokerage; surety services; corporate funds management; information, 

advisory and consultancy services relating to all the aforesaid; information, advisory, 

and consultancy services relating to all the aforesaid provided on-line from a computer 

database or the Internet. 

2. ALBINGIA (“the opponent”) opposes the trade mark on the basis of Section 5(2)(b) of 

the Trade Marks Act 1994 (“the Act”).  

https://www.ipo.gov.uk/trademark/image/GB50000000003256707.jpg
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3. The opposition is based on International Registration (“IR”) 1056950, which 

designated the EU for protection on 8 October 2010, with protection being granted on 

4 October 2011, for the following mark: 

 

 
 

4. For the following services: 

Class 36: Insurance, consulting and information concerning insurance including risk 

analysis; financial affairs; banking, monetary affairs, real estate affairs. 

5. The opposition is raised against all of the services applied for and the opponent relies 

on: Insurance, consulting and information concerning insurance including risk 

analysis; from the list of protected services of the earlier mark.1  

6. Given the date of application for registration, the opponent’s mark qualifies as an 

earlier mark in accordance with section 6 of the Act and is subject to proof of use. 

7. In its statement of grounds, the opponent claims that the marks at issue are similar 

due to the presence in each mark of a highly similar corporate visual logo, and because 

the services at issue are identical or similar. The opponent claims that the device 

element in the earlier mark is a clearly and readily identifiable capital letter ‘A’. The 

opponent states that the word ‘albingia’, presented in lower case and placed beneath 

the device element in the earlier mark, is a ‘lightweight’ element of the mark. It also 

claims that the French strapline ‘vous assurer avec talent’ placed below the word 

‘albingia’ will be deemed virtually negligible because it is presented in very small 

lettering. Due to its size and placement within the composite mark, the opponent states 

that the device element is a distinctive and dominant element of the earlier mark and 

plays an independent distinctive role in the mark.  

                                            
1 See ‘Preliminary Issue’ below. 

https://www.ipo.gov.uk/trademark/image/WE00001056950.jpg
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8. The opponent states that the contested mark includes a strikingly similar device 

element, which will also be clearly and readily understood as a capital letter ‘A’. It 

states that the device element is some 60% larger than the other element in the mark, 

i.e. the word ‘AXIS’, and claims that, due to the size and placement of this element in 

the contested mark, the device element also plays an independent and distinctive role 

in the contested  mark and can be said to be a dominant element of the mark. The 

opponent notes that the contested mark is depicted in black and so could be used by 

the applicant in any colour including the colour of the earlier mark. 

9. The opponent claims that the device elements in both marks, which it states will be 

clearly and readily perceived as a capital letter ‘A’, are likely to be seen as a reference 

to the initial letters of the words ‘albingia’ and ‘AXIS’ respectively. 

10. The opponent accepts that there are some differences between the device elements 

in each of the marks at issue, however it states that these differences are such that 

they could easily be lost through imperfect recollection. The opponent claims that the 

average consumer would perceive the device elements of each mark as a common 

corporate visual logo and assume that no-one other than the brand owner would be 

using it in a trade mark. This would therefore result in confusion. 

11. In its counterstatement the applicant denies that the marks are similar or that any 

similarity arises due to the alleged presence of a common highly similar corporate 

visual logo. The applicant further denies that the services at issue are identical or 

similar. 

12. The applicant denies that the word ‘albingia’ in the earlier mark is ‘lightweight’ or that 

the impact of that word, or the strapline ‘vous assurer avec talent’ is virtually negligible. 

It also denies that the device element is a distinctive and dominant element of the 

earlier mark, as claimed by the opponent. The applicant accepts that the device 

element could be seen as a reference to the initial letter of the word ‘albingia’ but 

denies that the device component of the earlier mark is the larger or more dominant 

feature, or that the device element plays an independent distinctive role in that mark. 

The applicant also accepts that the device element in the contested mark could be 

percevied as a reference to the initial letter in the word ‘AXIS’. It denies that there are 
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only very minor differences between the marks at issue or that these differences would 

be lost through imperfect recollection. 

13. The applicant put the opponent to proof of use of the earlier mark relied upon. 

14. Both parties filed written submissions. The opponent provided evidence intended to 

show that the earlier mark has been used during the relevant period. I will not 

summarise the submissions of either party here but will refer to them when necessary 

within my decision.    

15. The applicant requested a hearing. The hearing to determine the claim took place 

before me on 03 December 2019. 

16. Throughout the proceedings the applicant has been represented by Bristows LLP, 

whilst the opponent has been represented by Barker Brettell LLP. At the hearing the 

applicant was represented by Ms Charlotte Blythe of counsel, instructed by Brisows 

LLP. The opponent was represented at the hearing by Mr Sam Carter of counsel, 

instructed by Barker Brettell LLP. 

 
Preliminary Issue 
 

17. At the start of the hearing I raised a preliminary issue regarding the scope of the earlier 

services relied upon by the opponent. I noted that in the Form TM7, the opponent had 

stated that it relied on all of the services registered under its earlier mark, namely: 

Insurance, consulting and information concerning insurance including risk analysis; 

financial affairs; banking, monetary affairs, real estate affairs. The opponent then 

made a statement of use, in respect of: Insurance; consulting and information 

concerning insurance including risk analysis (the semi-colon after the initial term 

‘insurance’ appears to be a typographical error on the Form TM7 and should actually 

be a comma). 

18. In Mr Carter’s skeleton arguments, he refers to this issue and suggests that the 

services to which a statement of use had been made (Insurance; consulting and 

information concerning insurance including risk analysis), be considered as the ‘Core 

services’ of the opponent whilst the services registered but not included within the 
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statement of use (financial affairs; banking, monetary affairs, real estate affairs), be 

considered as ‘Additional services’. Mr Carter stated that the evidence of use provided 

by the opponent would show that the earlier mark had been used in respect of both 

the ‘Core’ and the ‘Additional’ services and, as such, the opponent should be able to 

rely on all of the services for which the earlier mark was registered, and not simply 

those services to which the opponent had claimed it had used the mark on, in the Form 

TM7. 

 
19. At the hearing, I asked Mr Carter if his intention was to amend the pleadings and 

request formally that those services which he named ‘Additional services’ be taken 

into account. I told Mr Carter that unless a formal request to amend the pleadings was 

made, the opponent could only rely on those services (the Core services) which were 

directly and explicitly listed in the Form TM7 as those services on which the earlier 

mark had been used during the relevant period. 

20. Mr Carter told me that he was content to proceed on the basis of the services set out 

in the statement of use in the Form TM7, those being the ‘Core’ services which the 

opponent had stated it had used the earlier mark on. That being the case, the hearing 

proceeded on the basis that the opponent relied solely on the following services: 

Insurance, consulting and information concerning insurance including risk analysis. 
 

Evidence 
 

21. The opponent submitted evidence aimed at establishing use of the earlier mark during 

the relevant period, which runs from 28 October 2012 to 27 October 2017.  

22. The evidence is comprised of the Witness Statement of Nicholas Bicheron, the Legal 

and Compliance Manager of the opponent company Albingia, Societe Anonyme; a 

position he has held since 2013. Mr Bicheron’s Witness Statement is dated 27 

September 2018 and was accompanied by four exhibits.  

 
 
 
Proof of use 
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Relevant statutory provision: Section 6A: 

“Raising of relative grounds in opposition proceedings in case of non-use 

6A. - (1) This section applies where - 

(a) an application for registration of a trade mark has been published, 

(b) there is an earlier trade mark of a kind falling within section 6(1)(a), 

(b) or (ba) in relation to which the conditions set out in section 5(1), (2) 

or (3) obtain, and 

(c) the registration procedure for the earlier trade mark was completed 

before the start of the period of five years ending with the date of 

publication. 

(2) In opposition proceedings, the registrar shall not refuse to register the trade 

mark by reason of the earlier trade mark unless the use conditions are met. 

(3) The use conditions are met if - 

(a) within the period of five years ending with the date of publication of 

the application the earlier trade mark has been put to genuine use in the 

United Kingdom by the proprietor or with his consent in relation to the 

goods or services for which it is registered, or  

(b) the earlier trade mark has not been so used, but there are proper 

reasons for non- use. 

(4) For these purposes - 

(a) use of a trade mark includes use in a form differing in elements which 

do not alter the distinctive character of the mark in the form in which it 

was registered, and 

 

(b) use in the United Kingdom includes affixing the trade mark to goods 

or to the packaging of goods in the United Kingdom solely for export 

purposes. 
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(5) In relation to a European Union trade mark or international trade mark (EC), 

any reference in subsection (3) or (4) to the United Kingdom shall be construed 

as a reference to the European Union. 

(6) Where an earlier trade mark satisfies the use conditions in respect of some 

only of the goods or services for which it is registered, it shall be treated for the 

purposes of this section as if it were registered only in respect of those goods 

or services.” 

23. Section 100 of the Act is also relevant and states that: 

“100. If in any civil proceedings under this Act a question arises as to the use 

to which a registered trade mark has been put, it is for the proprietor to show 

what use has been made of it.”  

24. In Walton International Ltd & Anor v Verweij Fashion BV [2018] EWHC 1608 (Ch) 

Arnold J summarised the law relating to genuine use as follows: 

 

“114……The CJEU has considered what amounts to “genuine use” of a trade 

mark in a series of cases: Case C-40/01 Ansul BV v Ajax Brandbeveiliging BV 

[2003] ECR I-2439, La Mer (cited above), Case C-416/04 P Sunrider Corp v 

Office for Harmonisation in the Internal Market (Trade Marks and Designs) 

[2006] ECR I-4237, Case C-442/07 Verein Radetsky-Order v 

Bundervsvereinigung Kamaradschaft ‘Feldmarschall Radetsky’ [2008] ECR I-

9223, Case C-495/07 Silberquelle GmbH v Maselli-Strickmode GmbH [2009] 

ECR I-2759, Case C-149/11 Leno Merken BV v Hagelkruis Beheer BV 

[EU:C:2012:816], [2013] ETMR 16, Case C-609/11 P Centrotherm 

Systemtechnik GmbH v Centrotherm Clean Solutions GmbH & Co KG 

[EU:C:2013:592], [2014] ETMR, Case C-141/13 P Reber Holding & Co KG v 

Office for Harmonisation in the Internal Market (Trade Marks and Designs) 

[EU:C:2014:2089] and Case C-689/15 W.F. Gözze Frottierweberei GmbH v 

Verein Bremer Baumwollbörse [EU:C:2017:434], [2017] Bus LR 1795. 

 

115.  The principles established by these cases may be summarised as follows: 
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(1)        Genuine use means actual use of the trade mark by the 

proprietor or by a third party with authority to use the mark: Ansul at [35] 

and [37]. 

  

(2)        The use must be more than merely token, that is to say, serving 

solely to preserve the rights conferred by the registration of the mark: 

Ansul at [36]; Sunrider at [70]; Verein at [13]; Leno at [29]; Centrotherm 

at [71]; Reber at [29]. 

  

(3)        The use must be consistent with the essential function of a trade 

mark, which is to guarantee the identity of the origin of the goods or 

services to the consumer or end user by enabling him to distinguish the 

goods or services from others which have another origin: Ansul at [36]; 

Sunrider at [70]; Verein at [13]; Silberquelle at [17]; Leno at [29]; 

Centrotherm at [71]. Accordingly, affixing of a trade mark on goods as a 

label of quality is not genuine use unless it guarantees, additionally and 

simultaneously, to consumers that those goods come from a single 

undertaking under the control of which the goods are manufactured and 

which is responsible for their quality: Gözze at [43]-[51]. 

 

(4)        Use of the mark must relate to goods or services which are 

already marketed or which are about to be marketed and for which 

preparations to secure customers are under way, particularly in the form 

of advertising campaigns: Ansul at [37]. Internal use by the proprietor 

does not suffice: Ansul at [37]; Verein at [14] and [22]. Nor does the 

distribution of promotional items as a reward for the purchase of other 

goods and to encourage the sale of the latter: Silberquelle at [20]-[21]. 

But use by a non-profit making association can constitute genuine use: 

Verein at [16]-[23]. 

 

(5)        The use must be by way of real commercial exploitation of the 

mark on the market for the relevant goods or services, that is to say, use 

in accordance with the commercial raison d’être of the mark, which is to 
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create or preserve an outlet for the goods or services that bear the mark: 

Ansul at [37]-[38]; Verein at [14]; Silberquelle at [18]; Centrotherm at [71]; 

Reber at [29].  

 

(6)        All the relevant facts and circumstances must be taken into 

account in determining whether there is real commercial exploitation of 

the mark, including: (a) whether such use is viewed as warranted in the 

economic sector concerned to maintain or create a share in the market 

for the goods and services in question; (b) the nature of the goods or 

services; (c) the characteristics of the market concerned; (d) the scale 

and frequency of use of the mark; (e) whether the mark is used for the 

purpose of marketing all the goods and services covered by the mark or 

just some of them; (f) the evidence that the proprietor is able to provide; 

and (g) the territorial extent of the use: Ansul at [38] and [39]; La Mer at 

[22]-[23]; Sunrider at [70]-[71], [76]; Leno at [29]-[30], [56]; Centrotherm 

at [72]-[76]; Reber at [29], [32]-[34].  

 

(7)        Use of the mark need not always be quantitatively significant for 

it to be deemed genuine. Even minimal use may qualify as genuine use 

if it is deemed to be justified in the economic sector concerned for the 

purpose of creating or preserving market share for the relevant goods or 

services. For example, use of the mark by a single client which imports 

the relevant goods can be sufficient to demonstrate that such use is 

genuine, if it appears that the import operation has a genuine commercial 

justification for the proprietor. Thus there is no de minimis rule: Ansul at 

[39]; La Mer at [21], [24] and [25]; Sunrider at [72] and [76]-[77]; Leno at 

[55]. 

 

(8)        It is not the case that every proven commercial use of the mark 

may automatically be deemed to constitute genuine use: Reber at [32].” 

25. As the earlier mark is an IR designating the EU, the comments of the Court of Justice 

of the European Union (“CJEU”) in Leno Merken BV v Hagelkruis Beheer BV, Case 

C149/11, are relevant. The court noted that: 
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“36. It should, however, be observed that […] the territorial scope of the use is 

not a separate condition for genuine use but one of the factors determining 

genuine use, which must be included in the overall analysis and examined at 

the same time as other such factors. In that regard, the phrase ‘in the 

Community’ is intended to define the geographical market serving as the 

reference point for all consideration of whether a Community trade mark has 

been put to genuine use.” 

And: 

“50. Whilst there is admittedly some justification for thinking that a Community 

trade mark should – because it enjoys more extensive territorial protection than 

a national trade mark – be used in a larger area than the territory of a single 

Member State in order for the use to be regarded as ‘genuine use’, it cannot be 

ruled out that, in certain circumstances, the market for the goods or services for 

which a Community trade mark has been registered is in fact restricted to the 

territory of a single Member State. In such a case, use of the Community trade 

mark on that territory might satisfy the conditions both for genuine use of a 

Community trade mark and for genuine use of a national trade mark.”  

And:  

“55. Since the assessment of whether the use of the trade mark is genuine is 

carried out by reference to all the facts and circumstances relevant to 

establishing whether the commercial exploitation of the mark serves to create 

or maintain market shares for the goods or services for which it was registered, 

it is impossible to determine a priori, and in the abstract, what territorial scope 

should be chosen in order to determine whether the use of the mark is genuine 

or not. A de minimis rule, which would not allow the national court to appraise 

all the circumstances of the dispute before it, cannot therefore be laid down 

(see, by analogy, the order in La Mer Technology, paragraphs 25 and 27, and 

the judgment in Sunrider v OHIM, paragraphs 72 and 77)”. 

The court held that: 
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“Article 15(1) of Regulation No 207/2009 of 26 February 2009 on the 

Community trade mark must be interpreted as meaning that the territorial 

borders of the Member States should be disregarded in the assessment of 

hether a trade mark has been put to ‘genuine use in the Community’ within the 

meaning of that provision.  

A Community trade mark is put to ‘genuine use’ within the meaning of Article 

15(1) of Regulation No 207/2009 when it is used in accordance with its essential 

function and for the purpose of maintaining or creating market share within the 

European Community for the goods or services covered by it. It is for the 

referring court to assess whether the conditions are met in the main 

proceedings, taking account of all the relevant facts and circumstances, 

including the characteristics of the mark concerned, the nature of the goods or 

services protected by the trade mark and the territorial extent and the scale of 

the use as well as its frequency and regularity.” 

26. In The London Taxi Corporation Limited v Frazer-Nash Research Limited & 

Ecotive Limited, [2016] EWHC 52, Arnold J. reviewed the case law since the Leno 

case and concluded as follows:  

“228. Since the decision of the Court of Justice in Leno there have been a 

number of decisions of OHIM Boards of Appeal, the General Court and national 

courts with respect to the question of the geographical extent of the use 

required for genuine use in the Community. It does not seem to me that a clear 

picture has yet emerged as to how the broad principles laid down in Leno are 

to be applied. It is sufficient for present purposes to refer by way of illustration 

to two cases which I am aware have attracted comment.  

 

229. In Case T-278/13 Now Wireless Ltd v Office for Harmonisation in the 

Internal Market (Trade Marks and Designs) the General Court upheld at [47] 

the finding of the Board of Appeal that there had been genuine use of the 

contested mark in relation to the services in issues in London and the Thames 

Valley. On that basis, the General Court dismissed the applicant's challenge to 

the Board of Appeal's conclusion that there had been genuine use of the mark 

in the Community. At first blush, this appears to be a decision to the effect that 
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use in rather less than the whole of one Member State is sufficient to constitute 

genuine use in the Community. On closer examination, however, it appears that 

the applicant's argument was not that use within London and the Thames Valley 

was not sufficient to constitute genuine use in the Community, but rather that 

the Board of Appeal was wrong to find that the mark had been used in those 

areas, and that it should have found that the mark had only been used in parts 

of London: see [42] and [54]-[58]. This stance may have been due to the fact 

that the applicant was based in Guildford, and thus a finding which still left open 

the possibility of conversion of the Community trade mark to a national trade 

mark may not have sufficed for its purposes. 

 

230. In The Sofa Workshop Ltd v Sofaworks Ltd [2015] EWHC 1773 (IPEC), 

[2015] ETMR 37 at [25] His Honour Judge Hacon interpreted Leno as 

establishing that "genuine use in the Community will in general require use in 

more than one Member State" but "an exception to that general requirement 

arises where the market for the relevant goods or services is restricted to the 

territory of a single Member State". On this basis, he went on to hold at [33]-

[40] that extensive use of the trade mark in the UK, and one sale in Denmark, 

was not sufficient to amount to genuine use in the Community. As I understand 

it, this decision is presently under appeal and it would therefore be inappropriate 

for me to comment on the merits of the decision. All I will say is that, while I find 

the thrust of Judge Hacon's analysis of Leno persuasive, I would not myself 

express the applicable principles in terms of a general rule and an exception to 

that general rule. Rather, I would prefer to say that the assessment is a multi-

factorial one which includes the geographical extent of the use.” 

27. The General Court restated its interpretation of Leno Merken in Case T-398/13, TVR 

Automotive Ltd v OHIM (see paragraph 57 of the judgment). This case concerned 

national (rather than local) use of what was then known as a Community trade mark 

(now a European Union trade mark). Consequently, in trade mark opposition and 

cancellation proceedings the registrar continues to entertain the possibility that use of 

an EUTM in an area of the Union corresponding to the territory of one Member State 

may be sufficient to constitute genuine use of an EUTM. This applies even where there 
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are no special factors, such as the market for the goods/services being limited to that 

area of the Union. 

28. Whether the use shown is sufficient for this purpose will depend on whether there has 

been real commercial exploitation of the IR, in the course of trade, sufficient to create 

or maintain a market for the services at issue in the European Union during the 

relevant five-year period. In making the required assessment I am required to consider 

all relevant factors, including: 

 

i) The scale and frequency of the use shown 

ii) The nature of the use shown 

iii) The services for which use has been shown 

iv)  The nature of those services and the market(s) for them 

iv) The geographical extent of the use shown 

 

29. In his Witness Statement, Mr Bicheron states that the opponent’s company Albingia is 

an insurance company that has been a key player in corporate risk for more than 50 

years. It operates with 6 regional delegations, has 250 employees and more than 

4,500 brokers. Albingia offers a range of insurance solutions dedicated to business 

risks. The opponent first used the earlier mark in relation to the services at least as 

early as 15 June 2010. The mark is used notably in France in relation to Insurance, 

consulting and information concerning insurance including risk analysis. 

30. Mr Bicheron’s Witness Statement was accompanied by four exhibits. 

31. Exhibit 1 is comprised of two items. Item 1 is made up of ten pages showing print-outs 

and extracts from the company’s website. Item 2 comprises thirty pages (including 

translations), showing invitations sent from Albingia and relating to training events for 

insurance brokers. 

32. Within item 1 of Exhibit 1, I note the following extracts from various webpage prints: 

• ‘An independent French insurer, a key specialist in business risks...’.  

• ‘More than 55 years of history/expertise’.  
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• ‘Coverage of all business risks...including personal and art and precious’.  

• ‘55 years alongside brokers...’  

• ‘A reference company in business risk insurance’.  

33. The earlier mark is clearly presented on all of the material in this item. The extracts 

were printed out in 2018 and establish some historical background of the opponent 

company. 

34. Item 2 of Exhibit 1 comprises a number of invitations to attend events, seminars etc 

relating to the field of insurance. These events all took place in France, however I note 

that they are provided across a wide geographical spread, including Marseille, 

Toulouse, Nantes, Reims, Bordeaux and Biarritz. I note from this material the following 

information:  

• Personal insurance: to protect effectively the companies’ human capital’ (March 

2017). 

• Pierre-Andre Frankhausert, Construction Risk Underwriter, will give a speech 

on: Worksite insurance. 

• ...pleased to invite you to a meeting on special risks insurance and civil liability 

of the organizer (March 2016). 

• ...are pleased to invite you to a meeting on the theme: Special risks, Arts & 

Precious and Personal Insurance (April 2018). 

35. The material in item 2 of Exhibit 1 dates between 2013 and 2018. The earlier mark is 

present and clear on all of this material. 

36. Exhibit 2 comprises copies of six invoices sent from the opponent and relating to 

services provided under the mark.  The opponent’s earlier mark is clearly displayed at 

the top of each invoice. Of the six invoices, only one is translated from French into 

English, however, from this, I can establish that the payment requested is for an 
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insurance policy, but it is not entirely clear what or who is being insured. Details of 

these invoices are: 

• 21/09/2018 totalling 1089 euros to an entity in Strasbourg  

• 19/12/2013 totalling 1502 euros to ....  Paris  

• 02/03/2018 totalling 550 euros to ....  Paris 

• 18/12/2012 totalling 1440 euros to ....  Paris 

• 16/12/2015 totalling 1725 euros to ....  Paris 

• 28/06/2018 totalling 134 euros to ....  Marseille 

37. Exhibit 3 comprises copies of brochures and advertising materials relating to the 

earlier mark and the services at issue. From this information I note in particular, the 

following extracts: 

ADF Presentation translation:  

‘Albingia is an independent insurance company that offers fifty years of experience in 

hedging business risks’. 

 

‘Albingia is one of the market leaders for property damage insurance’. 

 

IDI Presentation translation: 

‘Albingia today holds a leading position in the insurance of industrial risks of SMEs: 

technical risks, structural damage and special risks.’ 

 

Events sector:  

Our targets: organisers of...weddings; sports events; shows; concerts; parties; village 

festivals; football matches; corporate events; congresses, seminars and conferences; 

fairs; car races...whether these events are organised by a professional or by a 

company, an association, a community or an individual. 

 

Our advantages: An a la carte solution built by and for the organiser, whatever the size 

and nature of the event. 
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Warranties: Personal Insurance – Death guarantee; Medical expenses accident. 

 

Personal Insurance: What are our targets? Independent professionals e.g. artisans, 

tradesmen, liberal professions, real estate professionals; faced with constraints and 

risks because of their non-salaried status; continuity of activity in the event of an 

accident.  

• ‘An accidental death, an accident, an illness...everyone in the context of their 

professional or private life, may be faced with an accident or illness’.  

• ’Protect your company or your family’.  

• ‘Albingia is able to provide solutions adapted to the sometimes very specific 

needs of your customers’. 

38. The opponent’s earlier mark is clearly on display throughout this information. Much of 

the information in this exhibit is undated. Some of the webpages show that they were 

printed out on 16 July 2018.  

39. Exhibit 4 comprises 7 items:  

Item 1: is comprised of 23 pages of evidence presenting the opponent’s application 

for approval for the carrying out of insurance activity in free movement of services, 

dated 01 February 2018 – this shows the opponent’s intent to expand out of France 

and into other EU countries.  

The information in this item suggests that Albingia has been working in Belgium since 

April 2012 and is now looking to expand into Spain, Germany and Italy. In Belgium 

they propose to provide services in respect of e.g. ‘all damage to property caused by 

fire, explosion, storm, land subsidence’ and also, ‘employment risks’ and ‘non-

commercial pecuniary losses’. Page 19 lists forecasts for services to be provided in 

Belgium, Germany, Italy and Spain between 2018 – 2020. In 2018, they forecast sales 

of services amounting to 188k euros in Belgium; 154k in Germany; 154k in Italy and 

154k in Spain. 
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Item 2: is comprised of three pages showing an insurance policy document aimed at 

exhibitors to fairs, shows and exhibitions. This is a document provided by the opponent 

to exhibitors attending such events that wish to take out insurance in the event of any 

damage to the exhibitor’s equipment or property. The mark is on display and this 

information is dated 2017. 

Item 3: is comprised of nine pages of press articles in French with translations, 

evidencing the opponent’s use of the mark and services. I note the following 

information within this evidence:  

• Page 28 – ‘...specialised in the coverage of business risks and is therefore 

mainly aimed at professionals’.  

• ‘Products include life and health insurance, property damage, valuables 

protection’.  

• Page 35 – Albingia’s business is divided into a number of segments: 

‘construction risks, technical risks, property damage, civil liability, maritime and 

transport, specials risks, art and precious goods, life and health insurance and 

legal protection’. 

The mark is displayed on this material, which is dated between 2017 and 2018. 

Items 4, 5, 6 and 7 are comprised of: 4 pages with company certificates and 

questionnaires. Opponent risk statements for personal insurance (5 pages) and 

special risk and events (9 pages). Examples of the opponent’s declaration forms (3 

pages). Examples of the opponent company terms and conditions (10 pages) and 

Conditions of Insurance (17 pages) which are sent to all customers averaging 75,000 

copies a year. 

The information in items 4-7 show the earlier mark clearly and as relied upon. Much 

of this information is undated, which is unsurprising given that much of it is in the form 

of template documents to be filled in, signed and dated at the time of use. However, 

some of the pages are dated June 2015. 

40. Approximate turnover in France for the services relied upon, with reference to the 
earlier mark is: 
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2017 - 226 million euros 

2016 - 217 million euros 

2015 – 208 million euros 

2014 – 210 million euros 

2013 – 206 million euros 

2012 – 211 million euros 

2011 – 197 million euros 

2010 – 181 million euros 

41. The approximate amount spent on advertising and promotion of the opponent’s 
services in France under the mark were: 

2017: 716,620 euros 

2016: 624,340 euros 

2015: 629,730 euros 

2014: 621,733 euros 

2013: 646,201 euros 

2012: 870,577 euros 

2011: 734,449 euros 

2010: 718,676 euros 

 
42. The opponent’s website albingia.fr is largely used by French visitors and receives 

approximately 50k hits per year from French users. Visits or hits to the opponent’s 

website are also made by parties from the UK, Germany, Portugal, Belgium and 

others. The number of hits from parties outside of France are quite low, and visits to 

the website from the UK average around 1000 each year.  

43. During the hearing Ms Blythe made a number of comments regarding the opponent’s 

evidence. Notably she stated that the use made of the earlier mark was use in France 

alone and that ought not to be sufficient to maintain an EU trade mark. She added 

that, were I not in agreement with that point, the opponent should not be allowed to 

rely upon the broad term ‘insurance services’ but should have its services reduced 

down to a more accurate reflection of what it provides.  Ms Blythe stated that the 

opponent’s evidence showed use only in respect of business and corporate risk 

insurance. 
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44. In reply, Mr Carter stated that the evidence was sufficient to show use in France and 

Belgium, as well as a clear intention to trade more widely across the EU. He also 

denied that the opponent provided only the limited range of specialised insurance 

services put forward by Ms Blythe. 

 
45. Having considered all of the evidence before me and the submissions made by both 

parties at the hearing, I come to the conclusion that the opponent has shown in 

evidence, that the earlier mark has been genuinely used, in the form relied upon and 

during the relevant period of time. 

 
46. The evidence shows that the opponent has been trading in France for several years 

and has established a significant standing in the relevant field of interest. The turnover 

figures provided are quite impressive and bear this out. The expenditure relating to 

advertising and promotional activities can be said to be more than reasonable. The 

vast majority of the information provided bears the earlier mark, as registered, in a 

fairly dominant manner. 

 
47. Referring back to paragraph 27 above, I remind myself that in trade mark opposition 

and cancellation proceedings the registrar continues to entertain the possibility that 

use of an IR designating the EU in an area of the Union corresponding to the territory 

of one Member State may be sufficient to constitute genuine use. This applies even 

where there are no special factors, such as the market for the goods/services being 

limited to that area of the Union. 

48. The opponent has stated that it has conducted business in both Belgium and France, 

although there is nothing within the evidence that clearly demonstrates any sales or 

business activity outside of France during the relevant period. However, it is the case 

that France is a significant member state within the European Union, both in terms of 

geographical extent and population size. That being the case, I am satisfied that the 

use that the opponent has shown, certainly in terms of scale/frequency and in the 

nature of the use of the mark, is sufficient to establish genuine use of its earlier mark 

for the purposes of this matter.  
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49. Having accepted that the opponent has proven genuine use of its earlier mark, I must 

now go on and consider the question of a fair specification, based on the evidence 

before me. 

Fair Specification 

50. In Euro Gida Sanayi Ve Ticaret Limited v Gima (UK) Limited, BL O/345/10, Mr Geoffrey 

Hobbs Q.C. as the Appointed Person summed up the law as being: 

“In the present state of the law, fair protection is to be achieved by identifying 

and defining not the particular examples of goods or services for which there 

has been genuine use but the particular categories of goods or services they 

should realistically be taken to exemplify. For that purpose the terminology of 

the resulting specification should accord with the perceptions of the average 

consumer of the goods or services concerned.” 

51. In Property Renaissance Ltd (t/a Titanic Spa) v Stanley Dock Hotel Ltd (t/a Titanic 

Hotel Liverpool) & Ors [2016] EWHC 3103 (Ch), Mr Justice Carr summed up the law 

relating to partial revocation as follows. 

“iii) Where the trade mark proprietor has made genuine use of the mark in 

respect of some goods or services covered by the general wording of the 

specification, and not others, it is necessary for the court to arrive at a fair 

specification in the circumstance, which may require amendment; Thomas 

Pink Ltd v Victoria's Secret UK Ltd [2014] EWHC 2631 (Ch) ("Thomas Pink") 

at [52]. 

iv) In cases of partial revocation, pursuant to section 46(5) of the Trade Marks 

Act 1994, the question is how would the average consumer fairly describe the 

services in relation to which the trade mark has been used; Thomas Pink at 

[53]. 

v) It is not the task of the court to describe the use made by the trade mark 

proprietor in the narrowest possible terms unless that is what the average 

consumer would do. For example, in Pan World Brands v Tripp Ltd (Extreme 
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Trade Mark) [2008] RPC 2 it was held that use in relation to holdalls justified 

a registration for luggage generally; Thomas Pink at [53]. 

vi) A trade mark proprietor should not be allowed to monopolise the use of a 

trade mark in relation to a general category of goods or services simply 

because he has used it in relation to a few. Conversely, a proprietor cannot 

reasonably be expected to use a mark in relation to all possible variations of 

the particular goods or services covered by the registration. Maier v Asos Plc 

[2015] EWCA Civ 220 ("Asos") at [56] and [60]. 

vii) In some cases, it may be possible to identify subcategories of goods or 

services within a general term which are capable of being viewed 

independently. In such cases, use in relation to only one subcategory will not 

constitute use in relation to all other subcategories. On the other hand, 

protection must not be cut down to those precise goods or services in relation 

to which the mark has been used. This would be to strip the proprietor of 

protection for all goods or services which the average consumer would 

consider to belong to the same group or category as those for which the mark 

has been used and which are not in substance different from them; 

Mundipharma AG v OHIM (Case T-256/04) ECR II-449; EU:T:2007:46.” 

52. Whilst the opponent has established throughout its evidence, that it is a key specialist 

in business risk insurance, it has also stated that it is an independent insurance 

company that offers a la carte or bespoke solutions to many types of clientele. It has 

stated, for example, that it offers a wide range of options to organisers of events, 

including organisers of weddings; sports events; shows; concerts; parties; village 

festivals; football matches; corporate events; congresses, seminars and conferences; 

fairs and car races; ‘whether these events are organised by a professional, a company, 

an association, a community or an individual’.  

53. The opponent also provides personal insurance, stating:  

• ‘What are our targets? Independent professionals e.g. artisans, tradesmen, 

liberal professions, real estate professionals; faced with constraints and risks 
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because of their non-salaried status; continuity of activity in the event of an 

accident. An accidental death, an accident, an illness.’  

• ‘Everyone in the context of their professional or private life, may be faced with 

an accident or illness.’ ’Protect your company or your family’.  

• ‘Albingia is able to provide solutions adapted to the sometimes very specific 

needs of your customers’. 

54. Whilst the opponent clearly establishes that it specialises in the area of business risk 

insurance, it does not, at any point within the evidence, limit itself to that specific area 

of interest. Having considered all of the evidence carefully, I find that the opponent is 

able to offer a range of bespoke insurance solutions to private individuals and families, 

including health insurance, event insurance and property insurance, and has provided 

sufficient information to suggest to me that these are services which have been 

available from the opponent during the relevant period of time. 

55. Referring back to Mundipharma AG v OHIM (Case T-256/04), I remind myself of the 

finding that: 

 
“In some cases, it may be possible to identify subcategories of goods or 

services within a general term which are capable of being viewed 

independently. In such cases, use in relation to only one subcategory will not 

constitute use in relation to all other subcategories. On the other hand, 

protection must not be cut down to those precise goods or services in relation 

to which the mark has been used. This would be to strip the proprietor of 

protection for all goods or services which the average consumer would consider 

belong to the same group or category as those for which the mark has been 

used and which are not in substance different from them” (my emphasis added). 

56. It is my opinion that the average consumer, when faced with the opponent’s services, 

would consider that many types of insurance services can fall within the same broad 

group or category. 
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57. I therefore conclude that for the purposes of this matter the opponent may rely on the 

services set out in the statement of use in the Form TM7. I find that a fair specification 

is: 

 
Insurance, consulting and information concerning insurance including risk analysis. 

 
Decision 
 
Section 5(2)(b) of the Act 
 

58. Section 5(2)(b) of the Act is as follows:  

 

“(2) A trade mark shall not be registered if because –  

  

(a) ….  

  

(b) it is similar to an earlier trade mark and is to be registered for goods 

or services identical with or similar to those for which the earlier trade 

mark is protected,  

  

there exists a likelihood of confusion on the part of the public, which includes 

the likelihood of association with the earlier trade mark.” 

59. The following principles are gleaned from the decisions of the CJEU in Sabel BV v 

Puma AG, Case C-251/95, Canon Kabushiki Kaisha v Metro-Goldwyn-Mayer Inc, 

Case C-39/97, Lloyd Schuhfabrik Meyer & Co GmbH v Klijsen Handel B.V. Case C-

342/97, Marca Mode CV v Adidas AG & Adidas Benelux BV, Case C-425/98, 

Matratzen Concord GmbH v OHIM, Case C-3/03, Medion AG v. Thomson Multimedia 

Sales Germany & Austria GmbH, Case C-120/04, Shaker di L. Laudato & C. Sas v 

OHIM, Case C-334/05P and Bimbo SA v OHIM, Case C-591/12P. 

 
The principles 
  

(a) The likelihood of confusion must be appreciated globally, taking account of 
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all relevant factors; 

(b) the matter must be judged through the eyes of the average consumer of the 

goods or services in question, who is deemed to be reasonably well informed 

and reasonably circumspect and observant, but who rarely has the chance to 

make direct comparisons between marks and must instead rely upon the 

imperfect picture of them he has kept in his mind, and whose attention varies 

according to the category of goods or services in question; 

(c) the average consumer normally perceives a mark as a whole and does not 

proceed to analyse its various details;  

(d) the visual, aural and conceptual similarities of the marks must normally be 

assessed by reference to the overall impressions created by the marks bearing 

in mind their distinctive and dominant components, but it is only when all other 

components of a complex mark are negligible that it is permissible to make the 

comparison solely on the basis of the dominant elements; 

(e) nevertheless, the overall impression conveyed to the public by a composite 

trade mark may be dominated by one or more of its components;    

(f) however, it is also possible that in a particular case an element 

corresponding to an earlier trade mark may retain an independent distinctive 

role in a composite mark, without necessarily constituting a dominant element 

of that mark;   

(g) a lesser degree of similarity between the goods or services may be offset 

by a great degree of similarity between the marks, and vice versa;  

(h) there is a greater likelihood of confusion where the earlier mark has a highly 

distinctive character, either per se or because of the use that has been 

made of it;   

(i) mere association, in the strict sense that the later mark brings the earlier 

mark to mind, is not sufficient; 
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(j) the reputation of a mark does not give grounds for presuming a likelihood of 

confusion simply because of a likelihood of association in the strict sense; 

(k) if the association between the marks creates a risk that the public might 

believe that the respective goods or services come from the same or 

economically-linked undertakings, there is a likelihood of confusion. 

Comparison of services  
 

60. In the judgment of the Court of Justice of the European Union in Canon, Case C-39/97, 

the court stated at paragraph 23 of its judgment that:  

“In assessing the similarity of the goods or services concerned, as the French and 

United Kingdom Governments and the Commission have pointed out, all the 

relevant factors relating to those goods or services themselves should be taken 

into account. Those factors include, inter alia, their nature, their intended purpose 

and their method of use and whether they are in competition with each other or 

are complementary”. 

61. The relevant factors identified by Jacob J. (as he then was) in the Treat case, [1996] 

R.P.C. 281, for assessing similarity were: 

(a) The respective uses of the respective goods or services; 

(b) The respective users of the respective goods or services; 

(c) The physical nature of the goods or acts of service; 

(d) The respective trade channels through which the goods or services reach 

the market; 

(e) In the case of self-serve consumer items, where in practice they are 

respectively found or likely to be, found in supermarkets and in particular 

whether they are, or are likely to be, found on the same or different shelves; 
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(f) The extent to which the respective goods or services are competitive. This 

inquiry may take into account how those in trade classify goods, for instance 

whether market research companies, who of course act for industry, put the 

goods or services in the same or different sectors. 

62. In Gérard Meric v Office for Harmonisation in the Internal Market, Case T-133/05, the 

General Court stated that:  

 

“29. In addition, the goods can be considered as identical when the goods 

designated by the earlier mark are included in a more general category, 

designated by trade mark application (Case T-388/00 Institut fur 

Lernsysteme v OHIM- Educational Services (ELS) [2002] ECR II-4301, 

paragraph 53) or where the goods designated by the trade mark application 

are included in a more general category designated by the earlier mark”.  

63. In relation to assessing whether the goods may be regarded as “complementary”, I 

refer to Boston Scientific Ltd v Office for Harmonisation in the Internal Market (Trade 

Marks and Designs) (OHIM)2 where it was stated that complementarity means that: 

“…there is a close connection between them, in the sense that one is 

indispensable or important for the use of the other in such a way that customers 

may think that the responsibility for those goods lies with the same 

undertaking.” 

64. Following my assessment of the opponent’s evidence of use, I have concluded 

previously (see paragraph 57) that a fair specification on which the opponent may rely 

is: Insurance, consulting and information concerning insurance including risk analysis.  

65. The parties’ respective services therefore are:  

Opponent’s services  Contested services  

                                            
2  Case T-325/06. See also Sandra Amelia Mary Elliot v LRC Holdings Limited BL 0/255/13. 
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Class 36: Insurance, consulting and 

information concerning insurance 

including risk analysis. 

Class 36: Financial services; banking 

services; financial and banking 

services provided via the Internet; 

monetary affairs; financial 

management; real estate affairs; 

capital investment; venture capital 

investment; investment of capital and 

funds; asset management investment; 

management of investment; acquisition 

for financial investment; administration 

of capital investments, fund 

investments and other financial 

investments; financial investment 

services; fund investment services; 

administration of funds and 

investments; hedge fund services; 

capital investments; capital fund 

management; financial analysis; 

financial consultancy; financial 

management; fund investments; 

financial investment fund services; 

international fund investment; financial 

fund management; mutual funds; 

mutual fund establishment; mutual 

fund investment; mutual fund 

management; stock exchange 

quotations; brokerage; stocks and 

bonds brokerage; surety services; 

corporate funds management; 

information, advisory and consultancy 

services relating to all the aforesaid; 

information, advisory, and consultancy 

services relating to all the aforesaid 
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provided on-line from a computer 

database or the Internet.  

 

66. The contested ‘surety services’, are services providing a guarantee by a third party 

that a payment from a lender will be made. Where a lender fails to make payment, the 

surety provider has made a promise to make that payment on their behalf. The earlier 

insurance services involve a contract between parties that e.g. party A will make 

regular payments to party B in exchange for the promise that party B, the insurer, will 

pay for certain things e.g. medical care, or replacement of goods for party A, when the 

occasion arises that those things are required, for example, if a household item breaks, 

party B will provide party A with the money to replace that item or repair it. These 

services are closely related in terms of a promise of payment in the event of a pre-

determined event happening. These services share nature, purpose, channels of 

trade, end user and provider. These services are highly similar. 

67. The contested ‘Financial services; banking services; financial and banking services 

provided via the Internet; monetary affairs; financial management’; encompass a 

broad range of financial services. The opponent’s ‘Insurance, consulting and 

information concerning insurance including risk analysis’, involves accepting liability 

for certain risks and losses. Insurers usually provide monetary compensation and/or 

assistance in the event that a specified contingence occurs, such as death, accident, 

sickness, contract failure or, in general, any event giving rise to damages. Insurance 

services are of a financial nature and insurance companies are subject to licensing, 

supervision and solvency rules similar to those governing banks and other institutions 

providing financial services. Most banks also offer insurance services, including health 

insurance, or act as agents for insurance companies with whom they are often 

economically linked. In Fil Investment Services Limited v Fidelis Underwriting Limited 

– [2018] EWHC 1097 (Pat) (11 May 2018), paragraph 89, it was found that financial 

services cover insurance services.3 Additionally, it is not unusual to see a financial 

institution and an insurance company in the same economic group. In this regard, they 

are of a similar nature, may be provided by the same undertaking or related 

                                            
3 http://www.bailii.org/ew/cases/EWHC/Patents/2018/1097.html 
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undertakings and have the same distribution channels. Therefore, they are similar to 

a medium degree. 

68. The contested ‘Capital investment; venture capital investment; investment of capital 

and funds; asset management investment; management of investment; acquisition for 

financial investment; administration of capital investments, fund investments and other 

financial investments; financial investment services; fund investment services; 

administration of funds and investments; hedge fund services; capital investments; 

capital fund management; financial analysis; financial consultancy; financial 

management; fund investments; financial investment fund services; international fund 

investment; financial fund management; mutual funds; mutual fund establishment; 

mutual fund investment; mutual fund management; stock exchange quotations; 

brokerage; stocks and bonds brokerage; corporate funds management’; are, broadly 

speaking, financial services that encompass a range of activities and organisations 

that deal with the management, investment, transfer and lending of money. Among 

these organisations are, inter alia, banks, credit card companies, insurance 

companies, stock brokerages and investment funds with all core-business activities 

performed by those organisations. To that extent, all the above-mentioned contested 

services are similar to the opponent’s insurance services, as they may coincide in 

providers, end-users and distribution channels. These services are similar at least to 

a low degree. 

69. The contested ‘real estate affairs’ comprise the management of real estate, estate 

agencies and the valuation of real estate. This mainly involves finding a property, 

making it available for potential buyers and acting as an intermediary. These contested 

services do not have an obvious connection with the opponent’s insurance services. 

These services do not serve the same purpose and are not normally provided by the 

same type of undertaking via the same distribution channels. These services cannot 

be said to be complementary or in competition with each other. The fact that insurance 

services may play a role in the provision of real estate affairs is not sufficient to find 

complementarity between them, since it is unlikely that the public would assume that 

they have the same commercial origin. These services are therefore dissimilar. 

70. In conclusion, the services at issue have been found to be highly similar, similar to a 

medium degree, similar to at least a low degree and dissimilar. 
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71. For those services that have been found to be dissimilar, the opposition has failed. 

Subsequently I will make no further reference to or assessment in respect of the 

dissimilar services: Real estate affairs. 

72. It is noted that the applicant has proposed a fall-back position, suggesting that, in the 

event that the opposition be upheld, it would be willing to add the following exclusion 

to its specification of services: 

‘none of the aforesaid being or related to insurance services’ 

73. I have considered the likely impact of this exclusion and find that it would not assist in 

reducing the levels of similarity found above. Whilst it removes any possibility that any 

of the applicant’s services could be identical to the opponent’s services, it would 

remain the case that the applicant’s services, with the exception of ‘real estate affairs’, 

are financial in nature and are similar to one degree or another, as they may share 

nature, provider, end-user and channels of trade. 

Average consumer and the purchasing act 
 

74. The average consumer is deemed to be reasonably well informed and reasonably 

observant and circumspect. For the purpose of assessing the likelihood of confusion, 

it must be borne in mind that the average consumer's level of attention is likely to vary 

according to the category of goods or services in question: Lloyd Schuhfabrik Meyer, 

Case C-342/97. 

75.  In Hearst Holdings Inc, Fleischer Studios Inc v A.V.E.L.A. Inc, Poeticgem Limited, The 

Partnership (Trading) Limited, U Wear Limited, J Fox Limited, [2014] EWHC 439 (Ch), 

Birss J. described the average consumer in these terms:  

 

“60. The trade mark questions have to be approached from the point of view of 

the presumed expectations of the average consumer who is reasonably well 

informed and reasonably circumspect. The parties were agreed that the 

relevant person is a legal construct and that the test is to be applied objectively 

by the court from the point of view of that constructed person. The word 
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“average” denotes that the person is typical. The term “average” does not 

denote some form of numerical mean, mode or median.” 

76. Both Mr Carter and Ms Blythe referred to a previous UK IPO decision4 involving the 

same parties and, essentially, the same services, in which the hearing officer, Mr 

Morris, found that the average consumer in that case would be both the general public 

and a professional consumer, and that both sets of consumer would, due to the nature 

of the services at issue, pay a higher than normal level of attention during the selection 

of them.  

77. In that earlier decision, Mr Morris also concluded that the visual consideration would 

be important and likely to carry the greater weight, but that the aural impact of the 

marks could not be ignored. This previous decision was upheld on appeal to the 

Appointed Person. Mr Carter suggested there was no reason to disturb the findings of 

Mr Morris in the earlier decision, in respect of the average consumer or the purchasing 

act. Ms Blythe agreed in principle. In my opinion, the conclusions that Mr Morris came 

to in his earlier decision were perfectly sound, and I am content to accept that the 

same findings should apply to the matter in hand. 

Comparison of marks 

78. It is clear from Sabel BV v. Puma AG (particularly paragraph 23) that the average 

consumer normally perceives a mark as a whole and does not proceed to analyse its 

various details. The same case also explains that the visual, aural and conceptual 

similarities of the marks must be assessed by reference to the overall impressions 

created by the marks, bearing in mind their distinctive and dominant components. The 

CJEU stated at paragraph 34 of its judgment in Case C-591/12P, Bimbo SA v OHIM, 

that: 

“.....it is necessary to ascertain, in each individual case, the overall impression 

made on the target public by the sign for which registration is sought, by means 

of, inter alia, an analysis of the components of a sign and of their relative weight 

in the perception of the target public, and then, in the light of that overall 

                                            
4 BL O/477/17 
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impression and all factors relevant to the circumstances of the case, to assess 

the likelihood of confusion.”  

79. It would be wrong, therefore, to artificially dissect the trade marks, although, it is 

necessary to take into account the distinctive and dominant components of the marks 

and to give due weight to any other features which are not negligible and therefore 

contribute to the overall impressions created by the marks. 

80. The marks to be compared are:  

 
                  Earlier mark                Contested mark 
           
                         

 

         

                
 

81. The earlier mark is a composite mark which comprises essentially three parts; a 

figurative abstract element comprised of two red geometrical blocks, of differing 

lengths and size, which appear to lean against each other; the word ‘albingia’ and the 

strapline ‘vous assurer avec talent’ which are French words. The opponent has 

claimed that it is the figurative element that is dominant and distinctive in the earlier 

mark, playing an independent distinctive role. It claims that the figurative element will 

be perceived as a capital letter ‘A’. It also claims that the strapline is so small that it 

plays a virtually negligible role in the mark, and that the word ‘albingia’, due to its 

placement and size in the mark, should be considered to be a ‘lightweight’ element.  

82. I agree that the strapline comprised of four French words in the earier mark is 

presented in such a way that its contribution to the overall impression of the mark is 

quite limited. Due to its very small size, it is possible that the average consumer may 

not actually notice its presence in the mark. For that part of the consumer that does 

https://www.ipo.gov.uk/trademark/image/WE00001056950.jpg
https://www.ipo.gov.uk/trademark/image/GB50000000003256707.jpg
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notice the strapline element, it will be perceived as a short expression in French, and 

as such, will likely not be understood by the relevant public. 

83. Turning to the other two elements in the earlier mark, I do not find that either element 

can be said to be so dominant or distinctive that it overwhelms the other. The figurative 

element is not significantly larger than the word ‘albingia’, although it is placed directly 

above that word in the mark. Whether the figurative element is perceived as merely 

an abstract shape or as a capital letter ‘A’, it cannot be said that it is any more 

distinctive than the invented or fancy word ‘albingia’ which, due to its lack of meaning 

in English, must be said to be inherently distinctive in its own right. Therefore, I find 

that both elements make a roughly equal contribution to the overall impression of the 

mark. 

84. The contested mark is comprised of an abstract figurative element and the word 

‘AXIS’. The figurative element is comprised of two geometrical blocks leaning against 

each other. This shape may be perceived as a capital letter ‘A’. Although the figurative 

element is placed at the left-hand side of the mark and is presented in a slightly larger 

size, it cannot be said to be the more dominant or distinctive element. The word AXIS 

is presented in a fairly standard script and in a slightly smaller size than the figurative 

element but cannot be said to be de minimis or negliglible and therefore plays a 

significant role in the mark as the sole verbal element. I find that neither element of the 

contested mark is more distinctive or dominant than the other. Consequently, I find 

that both elements make a roughly equal contribution to the overall impression in the 

contested mark. 

Visual similarity  

85. The marks at issue are visually similar insomuch as they both contain an abstract 

figurative element which may be perceived as a capital letter ‘A’. The figurative 

elements in the marks are not identical but can be said to be very similar to each other. 

These elements have been found to be co-dominant and distinctive in their respective 

marks. 
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86. The marks differ visually in the elements ‘albingia’ and ‘vous asurrer avec talent’ of the 

earlier mark, and the word ‘AXIS’ of the contested mark, which have no counterpart in 

the other. 

87. As the strapline ‘vous asurrer avec talent’ of the earlier mark is presented in very small 

lettering at the base of the mark, it plays a fairly limited role in the mark, however it is 

discernible and cannot be dismissed entirely. The word ‘albingia’ of the earlier mark 

has been found to be co-dominant and distinctive in that mark and carries equal weight 

in the visual assessment of that mark. The word ‘AXIS’ of the contested mark also 

plays a co-dominant and distinctive role in that mark.  

88. As a significant aspect of the visual impact in each mark can be said to be quite 

different, whilst a significant element can be said to be very similar, I conclude that 

overall, the marks are visually similar to a medium degree. 

Aural similarity 

89. The opponent’s mark will be articulated primarily as AL/BIN/JEE/AH or AL/BIN/GI/AH. 

The strapline ‘vous assurer avec talent’ which is comprised of French words, will likely 

not be articulated for two reasons. Firstly, this element is presented in very small 

lettering directly below the main verbal element ‘albingia’, and as such, as the 

opponent has itself stated, will have a “virtually negligible impact” within the mark. 

Secondly, for that part of the consumer which does perceive this element, the fact that 

the words are in French rather than English is likely to lead to some confusion as to 

the precise nature of the pronunciation of some or all of those words. This will likely 

lead the average consumer, when considering articulation of the mark, to focus simply 

on the word ‘albingia’. 

90. Whilst both parties have suggested that the device element in each mark may be 

perceived as a capital letter ‘A’, possibly referring to the initial letter of the words 

‘albingia’ and ‘AXIS’ respectively, I find it highly unlikely that the average consumer 

would actually pronounce the sound ‘AY’ when referring to either mark. Therefore, I 

find that the earlier mark is likely to be articulated simply as either AL/BIN/JEE/AH or 

AL/BIN/GI/AH and the contested mark will be articulated simply as AX/ISS.  

91. The marks are therefore considered to be aurally dissimilar. 
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Conceptual similarity 

92. The earlier mark contains a figurative abstract design which may be perceived as a 

capital letter ‘A’. The contested mark contains a very similar element which may also 

be perceived as a capital letter ‘A’. Where the average consumer perceives those 

elements as a letter ‘A’ this may convey no message other than simply the first letter 

of the Roman alphabet. It may also be the case that where the letter ‘A’ is perceived 

as such, this element is taken to be a reference to the first letter in the words ‘albingia’ 

of the earlier mark, and ‘AXIS’ of the contested mark.  

93. The earlier mark contains the fancy or invented term ‘albingia’ which carries no 

concept per se. The earlier mark also contains the strapline ‘vous assurer avec talent’ 

which is comprised of French words and will, for the most part, have no meaning to 

the average English-speaking consumer. It is also possible, due to the size and 

placement of that element, that it will go unnoticed. 

94. The contested mark contains the word ‘AXIS’ alongside the figurative element. The 

word AXIS is an English word and can be defined as ‘an imaginary line through the 

middle of something’.5 The word AXIS has no obvious link or association with the 

services at issue and any conceptual impact is therefore likely to be limited solely to 

the dictionary definition of the word.  

95. The only possible sharing of a concept between the marks at issue, lies in the 

perception of the figurative elements in each mark, as a capital letter ‘A’. Where a letter 

‘A’ is perceived, it is possible that this element will be considered to be a reference to 

the first letter of the words ‘albingia’ and ‘AXIS’. Where the letter ‘A’ is perceived, there 

will be a shared message in the understanding that the letter ‘A’ is the first letter of the 

Roman alphabet. In that regard I must find that there is likely to be a conceptual 

similalrity to some degree, however I find any similarity conceptually between the 

marks at issue, to be to a low degree at best. 

96. In conclusion, the marks have been found to be visually similar to a medium degree, 

aurally dissimilar and conceptually similar to only a low degree. 

                                            
5 Collinsdictionary.com 
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Distinctive character of the earlier trade mark 

97. In Lloyd Schuhfabrik Meyer & Co. GmbH v Klijsen Handel BV, Case C-342/97 the 

CJEU stated that:   

“22. In determining the distinctive character of a mark and, accordingly, in 

assessing whether it is highly distinctive, the national court must make an 

overall assessment of the greater or lesser capacity of the mark to identify the 

goods or services for which it has been registered as coming from a particular 

undertaking, and thus to distinguish those goods or services from those of other 

undertakings (see, to that effect, judgment of 4 May 1999 in Joined Cases C-

108/97 and C-109/97 WindsurfingChiemsee v Huber and Attenberger [1999] 

ECR I-0000, paragraph 49).    

23. In making that assessment, account should be taken, in particular, of the 

inherent characteristics of the mark, including the fact that it does or does not 

contain an element descriptive of the goods or services for which it has been 

registered; the market share held by the mark; how intensive, geographically 

widespread and long-standing use of the mark has been; the amount invested 

by the undertaking in promoting the mark; the proportion of the relevant section 

of the public which, because of the mark, identifies the goods or services as 

originating from a particular undertaking; and statements from chambers of 

commerce and industry or other trade and professional associations (see 

Windsurfing Chiemsee, paragraph 51).” 

98. The opponent has not claimed that its earlier mark has enhanced distinctive character 

but has provided evidence of use. The evidence is only in respect of use of the earlier 

mark in France and Belgium. As there has been no use of the earlier mark in the UK 

market, only the inherent distinctiveness of the earlier mark need be considered.  

99. Mr Carter stated during the hearing that, as no aspect of his client’s mark could be 

said to be descriptive of the services at issue, the mark enjoyed a high degree of 

inherent distinctiveness prima facie. I do not accept this argument. The earlier mark is 

a figurative mark in which none of the components can be said to have any link or 

obvious association with the services at hand. It cannot be said however, that the mark 
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as a whole is so strikingly unusual that it should be found to be highly distinctive 

inherently.  

100. The figurative element in the earlier mark, which is the sole element of that mark 

that can be said to share any level of similarity with the contested mark, has been 

found to have at least some distinctive character inherently. Where that element is 

perceived as a letter ‘A’, a finding that both parties have accepted is likely, this will 

have an impact on the distinctive character of that element. Both parties have 

suggested that where the letter ‘A’ is perceived, the average consumer will consider it 

to be a reference to the initial letter ‘A’ of the word ‘albingia’. Whether this is the case 

or not, I find that the figurative element cannot be said to be inherently highly 

distinctive, and I find therefore that that element and the earlier mark as a whole, can 

be said to be inherently distinctive to a medium degree.  

Likelihood of Confusion 

101. I now draw together my earlier findings into a global assessment of the 

likelihood of confusion, keeping in mind the legal principles established previously in 

paragraph 59. 

102. In determining whether there is a likelihood of confusion, a number of factors 

need to be borne in mind. The first is the interdependency principle i.e. a lesser degree 

of similarity between the respective marks may be offset by a greater degree of 

similarity between the respective services and vice versa. As I mentioned above, it is 

also necessary for me to keep in mind the distinctive character of the opponent’s trade 

mark as the more distinctive it is, the greater the likelihood of confusion. I must also 

keep in mind the average consumer for the services, the nature of the purchasing 

process and the fact that the average consumer rarely has the opportunity to make 

direct comparisons between marks side by side but must instead rely upon the 

imperfect picture of them he has retained in his mind. 

 
103. Confusion can be direct or indirect. Direct confusion involves the average 

consumer mistaking one trade mark for the other, whilst indirect confusion is where 

the average consumer realises the marks are not the same but puts the similarity that 
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exists between the marks and goods/services down to the responsible undertakings 

being the same or related. 

 
104. I have already found that: 

 
• the marks are visually similar to a medium degree, aurally dissimilar and 

conceptually similar to a low degree; 

• the services are highly similar, similar to a medium degree, similar to a low 

degree and dissimilar; 

• the average consumer will be a member of the general public or a professional; 

• the average consumer, both the general public and a professional consumer, 

will be paying a higher than average degree of attention when selecting the 

services at issue;  

• during the selection process, the visual and aural considerations will both be 

important however the visual element will likely play the greater role; 

• the earlier mark has a medium degree of distinctiveness; 

 

105. Having weighed up all of the factors, I conclude that there is no likelihood of 

direct confusion. The differences between the marks at issue are obvious and will not 

go unnoticed, therefore the average consumer will not mistake one mark for the other. 

106. I must therefore go on to consider the potential for indirect confusion between 

the marks. 

107. In L.A. Sugar Limited v By Back Beat Inc, Case BL O/375/10, Mr Iain Purvis 

Q.C., as the Appointed Person, explained that: 

 

“16. Although direct confusion and indirect confusion both involve mistakes on 

the part of the consumer, it is important to remember that these mistakes are 

very different in nature. Direct confusion involves no process of reasoning – it 

is a simple matter of mistaking one mark for another. Indirect confusion, on the 

other hand, only arises where the consumer has actually recognized that the 

later mark is different from the earlier mark. It therefore requires a mental 

process of some kind on the part of the consumer when he or she sees the later 

mark, which may be conscious or subconscious but, analysed in formal terms, 



40 
 
 

is something along the following lines: “The later mark is different from the 

earlier mark, but also has something in common with it. Taking account of the 

common element in the context of the later mark as a whole, I conclude that it 

is another brand of the owner of the earlier mark. 

Instances where one may expect the average consumer to reach such a 

conclusion tend to fall into one or more of three categories: 

(a) where the common element is so strikingly distinctive (either inherently or 

through use) that the average consumer would assume that no-one else but 

the brand owner would be using it in a trade mark at all. This may apply even 

where the other elements of the later mark are quite distinctive in their own right 

(“26 RED TESCO” would no doubt be such a case).  

(b) where the later mark simply adds a non-distinctive element to the earlier 

mark, of the kind which one would expect to find in a sub-brand or brand 

extension (terms such as “LITE”, “EXPRESS”, “WORLDWIDE”, “MINI” etc.). 

(c) where the earlier mark comprises a number of elements, and a change of 

one element appears entirely logical and consistent with a brand extension 

(“FAT FACE” to “BRAT FACE” for example).” 

108. These examples are not exhaustive but provide helpful focus.   

109. Both parties have suggested that it is likely that the average consumer will 

perceive the figurative elements in each mark as a capital letter ‘A’ and that it is also 

likely that the consumer will perceive that letter ‘A’ as being a reference to the first 

letter in the words ‘albingia’ and AXIS’ respectively.  

110. Both parties have also agreed that it is likely not only that the figurative elements 

will be perceived as a letter ‘A’, but that that recognition of such, will also naturally lead 

to a perception that the letter ‘A’ in each mark is intended to represent the first letter 

of the words ‘albingia’ and ‘AXIS’. This additional step is in my view, likely to focus the 

mind of the average consumer on the verbal elements ‘albingia’ and ‘AXIS’ 

respectively, which will likely serve to create a distinction between the two marks rather 

than a further similarity. 
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111. In considering the likelihood of confusion I also take into account the guidance 

provided in Whyte and Mackay Ltd v Origin Wine UK Ltd and Another [2015] EWHC 

1271 (Ch), where Arnold J. considered the impact of the CJEU’s judgment in Bimbo, 

Case C-591/12P, on the court’s earlier judgment in Medion v Thomson. The judge 

said: 

 “18 The judgment in Bimbo confirms that the principle established in Medion v 

 Thomson is not confined to the situation where the composite trade mark for 

 which registration is sought contains an element which is identical to an 

 earlier trade mark but extends to the situation where the composite mark 

 contains an element which is similar to the earlier mark. More importantly for 

 present purposes, it also confirms three other points.  

 19 The first is that the assessment of likelihood of confusion must be made by 

 considering and comparing the respective marks — visually, aurally and 

 conceptually — as a whole. In Medion v Thomson and subsequent case law, 

 the Court of Justice has recognised that there are situations in which the 

 average consumer, while perceiving a composite mark as a whole, will also 

 perceive that it consists of two (or more) signs one (or more) of which has a 

 distinctive significance which is independent of the significance of the whole, 

 and thus may be confused as a result of the identity or similarity of that sign to 

 the earlier mark.  

 20 The second point is that this principle can only apply in circumstances 

 where the average consumer would perceive the relevant part of the 

 composite mark to have distinctive significance independently of the whole. It 

 does not apply where the average consumer would perceive the composite 

 mark as a unit having a different meaning to the meanings of the separate 

 components. That includes the situation where the meaning of one of the 

 components is qualified by another component, as with a surname and a first 

 name (e.g. BECKER and BARBARA BECKER). 

 21 The third point is that, even where an element of the composite mark 

 which is identical or similar to the earlier trade mark has an independent 

 distinctive role, it does not automatically follow that there is a likelihood of 
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 confusion. It remains necessary for the competent authority to carry out a 

 global assessment taking into account all relevant factors.” 

 
112. The opponent has claimed that the device elements in the marks at issue play 

an independent and distinctive role in both marks. The applicant has denied this claim.  

113. The applicant also states that, within the earlier mark, the word element 

‘albingia’ is on an equal standing with the device element, denying the claim of the 

opponent that in the earlier mark it is the device element that is the more dominant 

part of that mark. 

114. I have found previously that, whilst the figurative elements in each mark are 

similar to each other and are distinctive elements, neither can be said to dominate the 

marks at issue. The verbal elements ‘albingia’ and ‘AXIS’ can be said to share equal 

weight in the respective marks. In fact, the argument that the figurative elements will 

be perceived to represent the initial letter ‘A’ of the words ‘albingia’ and ‘AXIS’ could 

be said to create a dominant effect in respect of those verbal elements. Therefore, 

having taken note of the conclusions in Medion, I am not persuaded that, where the 

average consumer does perceive the relevant part of the composite marks in this 

matter to have distinctive significance independently of the whole, confusion would 

arise. This is because, whilst it is true that the figurative elements are similar and can 

be said to be distinctive in their own right, when considering a global assessment and 

taking into account the commonly agreed perception that the figurative elements in 

each mark will serve to highlight or reinforce the words ‘albingia’ and ‘AXIS’, I find that 

the average consumer, paying a higher than normal level of attention will, albeit having 

taken note of the very similar figurative elements, focus on the verbal elements 

‘albingia’ and ‘AXIS’ because they play a significant role in the marks and because the 

figurative elements will serve to create a link directly to those words.  

115. It may also be argued that, as the figurative elements will be perceived as a 

letter ‘A’ serving to reinforce the verbal elements ‘albingia’ and ‘AXIS’, they are less 

likely to be perceived by the consumer as elements that play an independent role 

within the whole. 
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116. During the hearing, Ms Blythe referred me to the ‘Wassen’ decision. I remind 

myself that in paragraph 37 of that decision the General Court found:  

“Furthermore, it must be borne in mind that, where a trade mark is composed 

of word and figurative elements, the former are in principle, more distinctive 

than the latter, because the average consumer will more readily refer to the 

goods or services in question by quoting their name than by describing the 

figurative element of the mark.”6 

117.  Ms Blythe stated that in her opinion, when a consumer thinks about, refers to, 

tries to recommend, or tries to search on the internet for an insurance service provider 

or a banking service provider, they will do it by the name. Therefore, it is the name 

‘albingia’ and ‘AXIS’ that is the most distinctive part of the marks at issue. 

118. Mr Carter referred me to several examples of financial organisations using a 

composite sign comprised of both verbal and figurative elements, that were set out in 

the opponent’s submissions dated 28 September 2018. He stated that the real risk in 

relation to indirect confusion was where businesses frequently use one logo across a 

range of services or sub divisions of their business and, therefore, adjacent to a range 

of different corporate names. He added that, where this is the case, there is a risk that 

consumers, even taking into account their higher degree of attentiveness but bearing 

in mind their imperfect recollection, would rely on what they recall as being the same 

logo and then assume that the difference in words means that the respective 

companies must be associated or connected in the course of trade with one another.  

119. Mr Carter also claimed that “the way that brands are presented in the financial 

services sector is very frequently through use of a particular striking figurative logo, 

sometimes with or sometimes without the brand name.  The brand name is often 

presented in a smaller font adjacent to or below the figurative element and is 

sometimes not included at all...and, in my submission, on that basis consumers have 

been educated in the financial services sector generally to place particular reliance on 

device elements as indicators of origin.” 

                                            
6 Wassen International v OHIM — Stroschein Gesundkost (SELENIUM-ACE), T-312/03, EU:T:2005:289, 
paragraph 37 
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120. Ms Blythe responded to these submissions from Mr Carter, stating that the 

types of providers referred to by the opponent are all well known banks or insurance 

providers that operate on a substantial scale in the UK.  Whilst it may be that those 

providers have educated consumers to recognise both their name and their logo, that 

cannot be said to be the case in respect of the opponent, as the opponent has not 

traded in the UK.   She added that it was also clear that most of those banks referred 

to did not just use a logo alone.  The evidence suggested that what they use is a 

distinctive name together with a logo, so this did not establish that consumers are used 

to relying upon a logo alone.   

121. I have carefully considered all of the submissions made by both parties in this 

regard. I find that the words ‘albingia’ and ‘AXIS’ have nothing in common. One is an 

invented or fancy term and the other is an English word that is not particularly common. 

The fact that the word ‘AXIS’ has no obvious link or connection to the services at issue 

is important. If it could be said that the word ‘AXIS’ was descriptive of something within 

the financial field, not something that the opponent has suggested at any time, it might 

be appropriate to give less weight to that term. The fact that it has no link to the 

services at issue, and the fact that the words ‘albingia’ and ‘AXIS’ have no connection 

to each other, means that the consumer has nothing other than similar figurative 

elements, on which to base an assumption that there is a link or relationship between 

the two marks. It is unlikely that on encountering the ‘albingia’ mark, having previously 

been exposed to the ‘AXIS’ mark, or vice-versa, the average consumer, professional 

or general public, would assume that, whilst these are clearly different names, they 

must be economically linked to the same undertaking.  

122. I concur with Ms Blythe in her comments regarding the ‘Wassen’ decision. I find 

that the average consumer will refer to the marks at issue as the ‘albingia’ mark and 

the ‘AXIS’ mark. The figurative elements, which are undoubtably similar, will be 

perceived as a letter ‘A’ and will be taken as referring to the initial letter of those words. 

As the words ‘albingia’ and ‘AXIS’ have nothing in common, over and above the shared 

initial letter, and have no link or association to the services at issue, I do not accept 

that the average consumer would assume that these marks come from the same 

stable and are controlled by the same economic undertaking. 
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123. Confusion is not an automatic result of the shared element having an 

independent distinctive role, and I have borne in mind the guidance of Mr James Mellor 

Q.C.7 in Duebros Limited, that a finding of indirect confusion should not be made 

merely because the two marks share a common element. It is still a whole mark 

comparison that must be made. For the reasons I have set out above, I conclude that 

there is no likelihood of indirect confusion. 

Conclusion 

124. The opposition has failed. The application will proceed to registration. 

Costs 

125. The applicant has been successful and is entitled to a contribution towards its 

costs, which are sought on the usual scale (contained in Tribunal Practice Notice 

2/2016). I award the applicant the sum of £1,500 as a contribution towards the cost of 

the proceedings. The sum is calculated as follows: 

Considering the statement of case and  

preparing the counterstatement        £200 

 

Preparing evidence and considering and  

Commenting on the other sides evidence     £500 

 

Preparing for and attending a hearing      £800 

 

Total           £1,500 

 

 

126. I therefore order ALBINGIA to pay Axis Bank Limited the sum of £1,500. The 

above sum should be paid within 21 days of the expiry of the appeal period or, if there 

is an appeal, within 21 days of the conclusion of the appeal proceedings.   

 
                                            
7 Sitting as the Appointed Person in Duebros Limited v Heirler Cenovis GmbH, BL O/547/17 



46 
 
 

 
Dated this 17th day of January 2020 
 
 
Andrew Feldon 
For the Registrar  
The Comptroller-General 
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