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TRADE MARKS ACT 1994

IN THE MATTER OF Application Nos. 2104227 and 2104230
by The Minister for the Civil Service to register two
Trade Marks in Classes 38 and 42

and

IN THE MATTER OF Oppositions thereto
by Deutsche Telecom AG

DECISION

1. On the 5 January 2001, I heard submissions from the parties to opposition Nos.

46742 and 46743.

2.  Mr M Engelman appeared as counsel for the applicant.  Mr G Tritton

appeared as counsel for the opponent.

3. The trade marks for which registration is sought are re-produced in Annex A to

this decision.

4. For the reasons I gave at the conclusion of the hearing, and which are recorded

in the copy of the transcript which is Annex B to this decision, I determined

that the oppositions failed.
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5. In accordance with my conclusions at the hearing, I order the opponent to pay

the applicant the sum of £1400 as a contribution towards its costs.  This to be

paid within seven days of the end of the period allowed for appeal or, in the

event of an unsuccessful appeal, within seven days of the final determination of

the matter.

Dated this 25 day of January 2001

ALLAN JAMES

For the Registrar

the Comptroller- General



2104227 AND 2104230.CAJ

ANNEX A

Application No. 2104230

Application No. 2104227
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ANNEX B

THE HEARING OFFICER: On 26th June, 1996 the Minister for the Civil Service applied for

the registration of two trade marks in Classes 38 and 42.

The first trade mark consists of the letters GTNet with a small crown device linked in to the

first letter "G".  The second trade mark is identical to the first, save that it includes the5

additional words "Government Telecommunications Internet Access Service".  These words

appear in small letters beneath the main feature of the trade mark.  A copy of both the trade

marks will be annexed to this decision.

The trade marks were accepted by the Registrar and proceeded to publication for opposition10

purposes in respect of the following specification of services: Class 38: Telecommunications

services, electronic mail services.  Class 42: the provision of a dial-in access service to the

Internet global computer information network.

The applications were given the numbers 2104227 and 2104230.  2104227 is the number that15

was given to the applicant's mark without the additional descriptive words.

The trade marks were subsequently opposed by Deutsche Telecom AG who filed notices of

opposition on 22nd April, 1997.  The ground of opposition is under Section 5(2)(b) of the

Trade Marks Act 1994, and the opponents' pleading is as follows:20

 "The opponents are the applicants for the registration of the marks TNET logo No. 2027592,

and Tnet No. 2028446 filed 20th July, 1995 and 27th July, 1995 respectively in Classes 9, 14,

16, 18, 25, 28, 36, 37, 38, 41 and 42.  The opponents have taken a worldwide non-retractable

and non-terminable licence from Tandem Computers Inc. in respect of the use of the trade25

mark TNET logo and TNet/T-Net words based on Tandem's prior rights in the mark TNet.

Within the United Kingdom Tandem are the applicants for the registration of the mark TNET

word under Trade Mark Application 1577969.  The licence grants the opponents the authority

to take action against the acceptance of a confusingly similar trade mark.30
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The trade mark applied for under Application No. 2104227 is similar to the opponents' earlier

trade mark and the licensed trade mark and is to be registered for services identical with or

similar to those goods and services for which the earlier trade marks are to be protected, such

that there exists a likelihood of confusion on the part of the public which includes the

likelihood of association with the earlier trade marks.  In consequence registration of the5

application would be contrary to the provisions of Section 5(2)(b) of the Trade Marks Act

1994."

There was originally other grounds of opposition, but these are no longer pursued.

10

The applicant filed a counter statement essentially denying the grounds of opposition.  Both

sides ask for a contribution towards their costs.

The opponents subsequently filed evidence in the form of a statutory declaration dated 2nd

January, 1998 by James Maxwell Stacey, who is the opponents' UK trade mark attorney.  The15

opponents' evidence also includes a declaration by Reinhard Waschke, who is an executive of

Deutsche Telecom.  The applicant filed evidence in response which takes the form of a

statutory declaration dated 18th January, 1999 by Helen Anne Patricia Cullen, who is the

applicant's UK Trade Mark Attorney.

20

Much of the evidence consists of opinions or details about the opponents' business in other

countries, or relates to matters which are no longer pursued.  I do not therefore feel it

necessary to summarise the evidence in any detail.  I will mention the few relevant parts at the

appropriate points in my decision.

25

Section 5(2)(b) of the Act is as follows:

"(2)   A trade mark shall not be registered if because - .....(b) it is similar to an earlier

trade mark and is to be registered for goods or services identical with or similar to

those for which the earlier trade mark is protected, there exists a likelihood of30

confusion on the part of the public, which includes the likelihood of association with

the earlier trade mark."
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The opponent relies upon three earlier trade marks, the numbers of which were included in the

statement of grounds.  All three trade marks have subsequently matured into registrations. 

The earliest trade mark numbered 1577969 is for the mark TNET and is registered in Class 9. 

The later trade marks under Nos. 2027592 and 2028446 are registered in eleven different

classes.  Both include registrations in Classes 38 and 42 which are the classes within which the5

applicant seeks registration.  The trade mark which is the subject of registration 2027592

consists of a device including the letter "T" and the word "Net".  The other registration

consists of a series of two trade marks.  These are the marks T-Net and TNet.

Mr Engelman, who has appeared for the applicant today, submitted that the opponent's10

registrations 2027592 and 2028446 should not be regarded as earlier trade marks, having

regard to the applicant's still earlier registration of the letters GTN incorporating the crown

device in Class 38.  This has an effective date of 22nd December, 1992 and therefore does pre-

date the opponent's trade marks.

15

In my view, this submission is misconceived.  The applicant's earlier trade marks are less

similar to the opponent's marks than the marks in the applications before me today.  Further,

there has been no challenge to the validity of the opponent's earlier registrations.  Therefore by

virtue of the provisions of Section 72 of the Act, they are to be regarded as validly registered

and do constitute earlier trade marks within the meaning of Section 6 of the Act.  They are20

therefore to be taken into account under section 5(2).

The applicant has submitted that in assessing the likelihood of confusion I should have regard

to the services in respect of which the applicant has put the mark to use in the UK to date. 

These appear to be mainly, although perhaps not exclusively, limited to a closed loop25

telecommunications system intended for use by the public sector.  I reject that argument.  It is

well established that in considering the question of likelihood of confusion one must consider

normal and fair use of the mark applied for in respect of the full specification of goods.  The

applicant's specification of goods is not limited in the way that I have described.  I think that

the correct approach is clear from Jacob J.'s decision in Origins Natural Resources Inc. v30

Origin Clothing Ltd. [ 1995] FSR 280.
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It seems to me that the opponent's best case is based upon its registration of the trade mark

TNet which is included in Registration No. 2028446.  The registration covers, inter alia,

"telecommunications services" in Class 38 and "rental of access time to and operation of

databases" in Class 42.  In my view, these are identical, or virtually identical, to the services

specified in the applications before me.  In practice, therefore, I only need to consider the5

trade mark TNet in registration No. 2028446.  If the opponent succeeds on the basis of this

mark its other registrations become academic.  If it fails, it will be in no better position with

regard to those other registrations than it is with this one.

I turn then to the comparison of the trade marks.  The first matter to be decided is the strength10

of the opponent's trade mark.  There is no evidence of any use of the opponent's mark before

the relevant date which might be said to have enhanced its inherent distinctiveness.  I must

therefore consider whether the trade mark is inherently distinctive and, if it is inherently

distinctive, the extent to which it is so.

15

The applicant says that the mark consists of the letter "T" and the generic term "Net" which is

well known as meaning network.  It therefore, according to the applicant, has no distinctive

character.  The opponent says there is no evidence that "Net" means the Internet or network

to the public and therefore TNet as a totality is a highly distinctive mark per se.  In fact, the

applicant has submitted evidence in the form of Miss Cullen's declaration which shows that the20

word "Net" is a recognised abbreviation for the word "network".  It appears as such in Collins

English Dictionary.

I believe that the average consumer would recognise the word "Net" as meaning network

when used as part of a trade mark in relation to telecommunications services, Internet access25

services and services of a like kind.  I do not believe the position would have been

substantially different at the relevant date.

Mr Tritton, who has appeared for the opponent, advanced a second line of argument.  He said

that even if "Net" was so recognised, it would not be so here because it was relatively30

submerged within the opponent's mark and not a separate element.
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The applicant points out that the opponent uses and describes its own mark as T'Net.  Further,

it is to be noted that the opponent's closest trade mark in classes 38 and 42, although it does

not include a hyphen between 'T' and 'Net', does include the letters "T" and "N" in upper case

and "e" and "t" in lower case, therefore giving a degree of separation between the letter "T"

and the word "Net".5

In my view, the average consumer would immediately recognise the word "Net" in the

opponent's mark, and indeed in the applicant's mark, and would attribute the significance to it

that the applicant suggests.  This leads me to the view that the opponent's trade mark has a

relatively low level of inherent distinctiveness.  Essentially it consists of the appendage of a10

single letter, in this case the letter "T", to a descriptive term.

How then shall I approach the comparison of the marks?  The applicant says that the marks

should be regarded as consisting essentially of the letter "T" versus the letters "GT".  In my

view, this goes too far.  As the guidance from the European Court of Justice makes clear,15

trade marks must be compared in their totality and, even if they include elements which are

descriptive, they cannot be entirely discounted.  Having said that, it is right, in my view, to

give additional weight to arbitrary features and reduced weight to descriptive features in

assessing the impact that the mark has in the mind of the average consumer.  I am fortified in

this view by the guidance of the European Court of Justice in Lloyd Schufabrik Meyer & Co20

Gmbh v Klijsen Handel B.V. 1999 ETMR 690 at 698.

The dominant and distinctive feature of the applicant's mark is clearly the term GTNet.  It also

includes a crown device which is undoubtedly distinctive, but in sheer physical terms a

relatively small part of the mark.  Considering the visual, aural and conceptual similarities in25

that order, the marks have some visual similarity.  The opponent's mark is subsumed within the

applicant's mark.  However, the applicant's mark includes the additional letter "G" and,

because it is placed at the beginning of the mark, it is not easily overlooked.

Turning to aural similarity, Mr Stacey says in his evidence that in his opinion the applicant's30

mark will be pronounced G T Net.  I would agree with that analysis and, as I have already

indicated, would suggest that the opponent's mark will be similarly pronounced T Net.  Again
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it is difficult to see how the average consumer could miss the first letter in the applicant's

mark.  Furthermore, it seems to me that the importance of aural similarity in this case is not

high.  These sorts of services are unlikely to be ordered entirely by word of mouth.  They are

more likely to be selected visually even if any order is subsequently confirmed orally.

5

Turning to the question of conceptual similarity, it seems to me that the marks in totality have

no definite concept.  The conceptual similarity is limited to the common appearance of the

word "Net" in both marks.

In my view, there is very little, if any, likelihood of the one mark being mistaken for the other10

in normal and fair use.  In reaching this conclusion I have allowed for sequential exposure of

the respective marks as opposed to side by side exposure.  I have also made some allowance

for imperfect recollection, although in doing so I should note that the average consumer of

these sorts of services is likely to be reasonably well informed, observant and circumspect, and

probably more so than in relation to some other goods or services which may be bought with15

less care or attention.

The second strand of the opponent's case is essentially that there is a likelihood of confusion

through association.  The applicant says that GTNet may be regarded by the average

consumer as the opponent's mark TNet, with the additional "G" signifying that these are20

services provided by TNet for the Government.  It seems to me there are two flaws in that

submission.  The first is that the consumer who looks closely enough to work out that the

letter "G" in the applicant's mark stands for "Government" will probably also work out that

"T" in both marks stands for "Telecommunications".

25

If "TNet" is regarded as indicating 'telecommunications network', this is not a distinctive

concept.  It is not indicative of trade origin, it merely describes the nature of the services in

question.

However, I think the major flaw in this submission is that it presupposes that the average30

consumer will engage in a degree of analysis of the two marks which in reality I do not believe

is likely.  As the Court of Justice has guided us in Sabel BV v Puma AG, Rudolph Dassler
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Sport [1998] RPC 224, the average consumer normally perceives a mark as a whole and does

not undertake a minute analysis of its various details.

The applicant's second mark, the composite mark included in Application 2104230, includes

the additional words "Government Telecommunications Internet Access Service."  Clearly this5

does not draw the two marks any closer together, and I have reached similar conclusions with

regard to that mark as for the applicant's mark GTNet solus.

It might be said that the average consumer is more likely to recognise the significance of

GTNet in the applicant's composite mark because of the presence of the descriptive wording. 10

However, even if that is so, I do not think it is any more likely to result in the average

consumer assuming any trade connection with the services provided by the opponent under

the mark TNet.

The onus in the opposition is upon the opponent.  There is no evidence to support the15

opponent's submission that the public are likely to assume that the applicant's services under

the mark 'GTNet' are provided for the Government by TNet.  In the circumstances I do not

regard the opponent as having satisfied the burden which is upon it, and the opposition to both

applications must therefore fail.

20

I would add that the opponent's trade mark in this case has, in my analysis, a very limited

distinctive character, and in cases like this where the opponent's mark has a very limited

distinctive character, it is not reasonable for the proprietor of the trade mark to expect a wide

scope of protection.  In essence I think that is what this case has boiled down to.

25

It follows that if the opposition in Classes 38 and 42 fails, even where the services are identical

or virtually so, then the opposition in the remaining classes must also fail where the goods and

services are either different, or at least less similar.

That brings me to the question of costs.  Is there anything further you want me to take into30

account?
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MR ENGELMAN: Sir, merely to identify the fact that when the opposition was filed it was in

April, 1997, and as of yesterday we were only notified of the fact that five of the six grounds

of opposition were withdrawn, and that of course has incurred us a great deal of work in terms

of preparation of statutory declarations as well as my own work in research in defending the

various grounds.5

The Registry by its practice notices has indicated that one need not be limited to the usual

scale of costs where the actions of a party would allow the hearing officer to go wider than the

existing scale of costs, and, in our submission, in this particular case the actions of the

opponents in putting their case in the manner in which they have done has put us to some10

degree of expense, and to drop various grounds literally the day before the hearing is an

unacceptable activity which allows us to persuade you to move outside the scale of costs.  Our

proposal would be for us to submit fee sheets in respect of the time undertaken by those

instructing me in respect of Miss Cullen's additional work in defending the various grounds, as

well as my own researching work and preparation of the skeleton argument in defending those15

grounds.

THE HEARING OFFICER: Mr Tritton?

MR TRITTON: Sir, my learned friend is trying to get capital from the fact that I have20

taken a reasonable line.  I could, of course, have argued those points and I would have gone

down on them, in which case I entirely accept they are entitled to their costs in relation to all

grounds.  It would be unfortunate if counsel were dissuaded from dropping grounds on the

basis that to drop grounds is to render them liable to what I will call costs other than the

standard scale.  Costs on other than the standard scale should be, in my submission, limited to25

those which are what I will describe of an abusive nature, or seeking some ulterior motive in

that sense.  There is no suggestion here that the grounds put in at the time were grounds

which were not believed in, and Mr Stacey put in most of the evidence apart from that which

was dealt with as part of the undertaking.  I took a professional opinion that that argument

was not a valid argument, and it would be unfortunate, it I may say so, that such would30

rebound against my clients on the basis that somehow or other they were acting in an abusive

way.  My learned friend's clients are entirely entitled to those costs relating to all matters
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raised and, having succeeded, I cannot resist that.

I submit that it would be much more unfortunate if I had proceeded and made submissions on

all those points in order to give a facade of what I will call all such matters being adjudicated. 

I took a professional opinion and should not, in my submission, resile against my own clients. 5

I submit there is no element of any abuse here and that normal standard costs is the

appropriate costs.

THE HEARING OFFICER: Thank you.  I think there is some force in both those

submissions, and I would not want to take steps which would have the effect of encouraging10

parties to argue points that they know cannot succeed and that they think should rightly be

dropped.

On the other hand, I know from submissions I received earlier that Mr Engelman did not

receive notification of the dropping of the grounds at the same time as the Registry did.  It15

appears the Registry received notice of the opponent's change of heart on 2nd January and that

this was not communicated to the applicant, or the applicant's representatives, until the day

before the hearing, 4th January.  This must have undoubtedly given rise to additional work on

the part of the applicant's representatives.

20

It is true that the opponent may not have been aware of the counsel that was acting for the

applicant until relatively late in the day, but I think in those circumstances the right thing to

have done would have been to have sent a copy of the outline arguments to the applicant's

trade mark agents who were appointed much earlier, and of whom the opponents were aware.

25

Therefore the approach I intend to take is this.  Given that both sides have been represented by

counsel, I would normally be minded to have awarded the applicant costs in the order of

£1,200.  However, in the light of the additional inconvenience they have been put to, not

simply by the dropping of grounds but by the failure to communicate the fact in a timeous

way, I propose to award them an additional £200, making £1,400 in total.  Thank you very30

much.
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