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Background and pleadings

1. Mrs Pauline A McFarlane (“the applicant”) applied for the trade mark set out on the

title page of this decision on 22 October 2024. The mark was published for opposition

purposes on 1 November 2024 for the following goods in class 25:

Clothing; Knitwear [clothing]; Jackets [clothing]; Ready-to-wear clothing;

Woolen clothing; Headbands [clothing]; Headbands for clothing; Clothes;

Gloves [clothing]; Gloves as clothing; Shorts [clothing];, Hoods [clothing];

Windproof clothing; Casual clothing; Rainproof clothing; Waterproof clothing;

Jackets being sports clothing; Clothing for leisure wear; Bottoms [clothing];

Leisure clothing; Athletic clothing;, Tops [clothing]; Weatherproof clothing;

Clothing for cycling; Water-resistant clothing; Handwarmers [clothing]; Triathlon

clothing; Thermal clothing, Men's clothing.

2. Leigh-Ann Thomson (“the opponent”) opposed the application in full on 17
December 2024 under sections 5(2)(b), 5(3) and 5(4)(a) of the Trade Marks Act 1994

(“the Act”). The opponent relies on the following earlier mark but only on class 25

under s5(2)(b) and for both class 25 and retail services in class 35 under s5(3).

UK TM No.4027398

Goods and services relied on:

TRAIL

Filing date: 18 March 2024
Registration date: 7 June 2024

Class 25: Atrticles of clothing; footwear;
headgear; T-shirts; hoodies; vests;
shorts; hats; snoods; jackets; waterproof
jackets; outerwear; excluding lingerie,

bras and sports bras.

Class 35: Retail store services featuring
apparel and sporting goods, excluding
lingerie, bras and sports bras;
information, advisory, and consultancy
services relating to all the aforesaid

services.
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3. Under s5(4)(a) the opponent relies on a sign which is identical to the earlier
registered mark and for the same goods in class 25. The opponent claims to have

used the sign since 2023 throughout the UK.

4. The opponent’s registration has a filing date that is earlier than the filing date of the
application and is therefore an earlier mark, in accordance with section 6 of the Act,
but it had not been registered for five years or more before the filing date of the

application and therefore is not subject to proof of use requirements.

5. The applicant filed a counterstatement in which she denied the grounds of
opposition on the basis that the marks were not similar. However, she conceded that

the respective goods in class 25 can be considered as “highly similar/identical”."

6. During these proceedings both sides filed evidence and written submissions in lieu

of a hearing.

7. The opponent has represented herself throughout these proceedings. The applicant
was initially represented by Thorntons Law but since 30 July 2025 has represented

herself.

8. | make this decision based on a reading of all the material before me.

9. The provisions of the Act relied upon in these proceedings are assimilated law, as
they are derived from EU law. Although the UK has left the EU, section 6(3)(a) of the
European Union (Withdrawal) Act 2018 (as amended by Schedule 2 of the Retained
EU Law (Revocation and Reform) Act 2023) requires tribunals applying assimilated
law to follow assimilated EU case law. That is why this decision refers to decisions of
the EU courts that predate the UK’s withdrawal from the EU.

" Applicant’s counterstatement dated 20 May 2025.
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Preliminary issues

10. Throughout these proceedings, both sides have contacted the Tribunal with details
of adverse personal behaviours directed at each other. Whilst | acknowledge how
personally distressing such behaviours must be, any activities of this nature are
outside the remit of the Tribunal and of my decision which must remain focussed on

the trade marks at issue.

Evidence
11. The opponent filed evidence in chief dated 20 August 2025 in the form of a witness

statement in her own name and 10 exhibits.

12. The applicant filed evidence dated 29 September 2025 in the form of a witness

statement in her own name and 10 exhibits.

13. The opponent filed a second witness statement in her own name dated 2 January
2026.

14. | do not intend to summarise the evidence in full. | have read all of the material
and will refer to it when it becomes relevant to do so during the course of this decision.
| should also add here that each of the witness statements contains submissions,
assertions and opinions in addition to evidence of fact. However, it is not too onerous
a task to separate the submissions and opinions of the parties from the statements of
fact. Therefore, | will adopt a pragmatic approach, treating any submissions as legal
arguments and/or opinions rather than factual statements, even though they are

nevertheless conveyed in a witness statement accompanied by a statement of truth.

Decision
Section 5(2)(b)
15. Section 5(2)(b) of the Act reads as follows:

“5 (2) A trade mark shall not be registered if because -

[..]
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(b) it is similar to an earlier trade mark and is to be registered for goods or
services identical with or similar to those for which the earlier trade mark is

protected,

there exists a likelihood of confusion on the part of the public, which includes

the likelihood of association with the earlier trade mark”.
16. Section 5A is also relevant and reads:

“5A. [...] Where grounds for refusal of an application for registration of a trade
mark exist in respect of only some of the goods or services in respect of which
the trade mark is applied for, the application is to be refused in relation to those

goods and services only”.

17. The following standard summary of the principles applicable to the assessment of
the likelihood of confusion was approved by the Supreme Court in Iconix Luxembourg
Holdings SARL v Dream Pairs Europe Inc & Anor, [2025] UKSC 25:

(a) the likelihood of confusion must be appreciated globally, taking account of

all relevant factors;

(b) the matter must be judged through the eyes of the average consumer of the
goods or services in question, who is deemed to be reasonably well informed
and reasonably circumspect and observant, but who rarely has the chance to
make direct comparisons between marks and must instead rely upon the
imperfect picture of them he has kept in his mind, and whose attention varies

according to the category of goods or services in question;

(c) the average consumer normally perceives a mark as a whole and does not

proceed to analyse its various details;

(d) the visual, aural and conceptual similarities of the marks must normally be
assessed by reference to the overall impressions created by the marks bearing

in mind their distinctive and dominant components, but it is only when all other
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components of a complex mark are negligible that it is permissible to make the

comparison solely on the basis of the dominant elements;

(e) nevertheless, the overall impression conveyed to the public by a composite
trade mark may, in certain circumstances, be dominated by one or more of its

components;

(f) and beyond the usual case, where the overall impression created by a mark
depends heavily on the dominant features of the mark, it is quite possible that
in a particular case an element corresponding to an earlier trade mark may
retain an independent distinctive role in a composite mark, without necessarily

constituting a dominant element of that mark;

(g) a lesser degree of similarity between the goods or services may be offset

by a greater degree of similarity between the marks, and vice versa;

(h) there is a greater likelihood of confusion where the earlier mark has a highly
distinctive character, either per se or because of the use that has been made
of it;

(i) mere association, in the strict sense that the later mark brings the earlier

mark to mind, is not sufficient;

(j) the reputation of a mark does not give grounds for presuming a likelihood of

confusion simply because of a likelihood of association in the strict sense; and
(k) if the association between the marks creates a risk that the public might

believe that the respective goods or services come from the same or

economically linked undertakings, there is a likelihood of confusion.
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Comparison of goods

Class 25

18. In its counterstatement, the applicant admitted its class 25 goods were “highly
similar/identical” to the opponent’s class 25 goods. | agree that the respective goods

can be considered so.

Average consumer and the purchasing process

19. The average consumer is deemed to be reasonably well informed and reasonably
observant and circumspect. For the purpose of assessing the likelihood of confusion,
it must be borne in mind that the average consumer's level of attention is likely to vary
according to the category of goods in question: Lloyd Schuhfabrik Meyer, Case C-
342/97. In Iconix Luxembourg Holdings (cited above) the Supreme Court approved
the comments of Arnold LJ in Lidl Great Britain Ltd & Anor v Tesco Stores Ltd & Anor
(Rev1) [2024] EWCA Civ 262, where he pointed out that:

(a) Consumers who are ill-informed or careless, or consumers with specialised

knowledge or who are excessively careful are excluded from consideration;

(b) The average consumer provides a standard which enables the courts to
strike a balance between the competing interests involved, such as trade mark

owners, their competitors and consumers;

(c) The average consumer is neither a single hypothetical person nor a
mathematical average; assessment from the perspective of the average
consumer does not involve a statistical test. There is no single meaning rule
and if, having regard to the perceptions and expectations of the average
consumer, the court considers that a significant proportion of the relevant public

is likely to be confused, a finding of infringement may properly be made;

(d) Assessment from the perspective of the average consumer is intended to
facilitate adjudication of trade mark disputes by providing an objective criterion,
by promoting consistency of assessment and by and enabling courts and
tribunals to determine such issues so far as possible without the need for

evidence;
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(e) The average consumer’s level of attention varies according to the category

of goods or services in question; and

(f) the average consumer rarely has the opportunity to make direct comparisons
between trade marks (or between trade marks and signs) and must instead rely

upon the imperfect picture of the trade mark they have kept in their mind.

20. With regard to clothing, in New Look Ltd v OHIM,? the GC stated:

“43 It should be noted in this regard that the average consumer’s level of
attention may vary according to the category of goods or services in question
(see, by analogy, Case C-342/97 Lloyd Schuhfabrik Meyer [1999] ECR I-
3819, paragraph 26). As OHIM rightly pointed out, an applicant cannot simply
assert that in a particular sector the consumer is particularly attentive to trade
marks without supporting that claim with facts or evidence. As regards the
clothing sector, the Court finds that it comprises goods which vary widely in
quality and price. Whilst it is possible that the consumer is more attentive to
the choice of mark where he or she buys a particularly expensive item of
clothing, such an approach on the part of the consumer cannot be presumed
without evidence with regard to all goods in that sector. It follows that that

argument must be rejected.

53. Generally in clothes shops customers can themselves either choose the
clothes they wish to buy or be assisted by the sales staff. Whilst oral
communication in respect of the product and the trade mark is not excluded,
the choice of the item of clothing is generally made visually. Therefore, the
visual perception of the marks in question will generally take place prior to
purchase. Accordingly the visual aspect plays a greater role in the global

assessment of the likelihood of confusion.”

2 Joined cases T-117/03 to T-119/03 and T-171/03.
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21. The average consumer for the contested goods is the general public. The
contested goods are not an everyday purchase, but they are likely to be at least semi
regular. The price range will vary from relatively inexpensive to expensive, according
to garments, e.g. headbands would cost proportionately less than a waterproofed
jacket. Consumers will likely select goods from a physical retail outlet or online
equivalents. As such | would pitch the level of attention paid by consumers as being
medium. The act of purchasing is likely to be mainly visual for aesthetic reasons but
there will also be additional considerations of sizes, fabrics and suitability for purpose,
i.e. for specific activities or weather conditions. However, | do not wholly discount aural

considerations such as word of mouth recommendations.

Mark comparisons

22. ltis clear from Sabel BV v. Puma AG (particularly paragraph 23) that the average
consumer normally perceives a trade mark as a whole and does not proceed to
analyse its various details. The same case also explains that the visual, aural and
conceptual similarities of the trade marks must be assessed by reference to the overall
impressions created by the trade marks, bearing in mind their distinctive and dominant
components. The CJEU stated at paragraph 34 of its judgment in Bimbo SA v OHIM,?
that:

“... it is necessary to ascertain, in each individual case, the overall impression
made on the target public by the sign for which registration is sought, by means
of, inter alia, an analysis of the components of a sign and of their relative weight
in the perception of the target public, and then, in the light of that overall
impression and all factors relevant to the circumstances of the case, to assess

the likelihood of confusion.”

23. It would be wrong, therefore, to artificially dissect the trade marks, although it is
necessary to take into account the distinctive and dominant components of the marks
and to give due weight to any other features which are not negligible and therefore

contribute to the overall impressions created by the marks.

3 Case C-591/12P.
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24. The respective marks to be compared are:

Opponent’s mark Applicant’s mark

AN
TRAL TRRAILBREEZE

25. The opponent’'s mark is a composite arrangement of words and figurative
elements. The two words are TRAIL and GODDESS, in slightly stylised typeface, with
the first word rendered in blue and the second word rendered in pink. The figurative
element which sits atop the words, comprises a yellow half sphere made up of lined
segments, a smaller yellow semi-circle positioned between a blue triangle and a pink
triangle, being the same colours as the words. It is a rule of thumb which I find to be
applicable here that, in a composite mark, words will speak louder than figurative
elements so | find that the words will contribute more to the overall impression of the
mark. However, | find the word TRAIL is allusive in relation to some types of clothing
and footwear used for trail running or walking activities so itself is the weaker of the

two words.

26. The applicant’'s mark is also a composite arrangement of words and figurative
elements. The two words in the contested application are TRAIL and BREEZE, which
are conjoined and are rendered in black also in a slightly stylised typeface. The
figurative element also sits atop the words and comprises an orange paw print and
two pointed structures rendered in black which the applicant says are representations
of mountains.* My comments above that words speak louder than figurative elements
also apply here and | find that the words make a greater contribution to the overall
impression of the mark, but | also reiterate the point about the allusiveness of the word
TRAIL.

4 Applicant’s witness statement, second paragraph of page 2.
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Visual comparison

27. As points of similarity, the respective marks clearly share the word TRAIL. ltis the
first word element of both marks. It is also the case that both marks have the figurative
element sitting atop the words. For the points of difference, each mark has a different
second word and the respective figurative elements do not resemble each other in the

appearance or content. Overall though, | find there is a low degree of visual similarity.

Aural comparison

28. The figurative elements of the respective marks do not feature in an aural
comparison, so | only have the words to compare. The shared word TRAIL will be
identically pronounced in both marks, whereas the second words being GODDESS
and BREEZE will have entirely different pronunciations. Taking this in account, | find

there is a medium degree of aural similarity.

Conceptual comparison
29. In terms of a conceptual comparison, it is settled case law that for a conceptual
message to be relevant it must be capable of immediate grasp by the average

consumer.®

30. The opponent’s word elements, namely TRAIL GODDESS, are known English
dictionary words and will be understood individually as being a path and a female
divine being. When put together as a whole, the mark may not have an exact
meaningful concept but to my mind, for most consumers the “goddess” concept will
probably be less of a divine being and more likely to be thought of as an exceptional
female figure, in this case connected with a trail. The figurative elements are abstract
shapes but will likely be regarded as resembling suns and mountains. Overall | see

the whole mark as having a unitary meaning and hangs together as a concept.

31. The applicant’s two words are also known dictionary words individually, but the
whole is more likely to be perceived as a single concept namely a breeze found along

a trail. The figurative elements will bring to mind that of an animal’s paw print and an

5 This is highlighted in numerous judgments of the GC and the CJEU including Ruiz Picasso v OHIM
[2006] e.c.r.-1-643; [2006] E.T.M.R. 29.
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abstract device, possibly resembling a mountain for some consumers. | also see the
applicant’s whole mark as having a unitary meaning which hangs together as a

concept.

32. Overall and taking into account the different graspable concepts of the two word
concepts and the respective figurative elements, | find that whilst there is some low
level of conceptual overlap with the shared word TRAIL, being a path, and some of
the figurative elements resembling mountains, in my view the whole marks are

conceptually dissimilar.

Distinctive character of the earlier registered trade mark

33. Registered trade marks possess varying degrees of inherent distinctive character,
ranging from the very low, because they are suggestive or allusive of a characteristic
of the goods, to those with high inherent distinctive character, such as invented words
which have no allusive qualities. The distinctive character of a mark can be enhanced

by virtue of the use that has been made of it.

34. In Lloyd Schuhfabrik Meyer & Co. GmbH v Klijsen Handel BV, the CJEU stated

that:
“22. In determining the distinctive character of a mark and, accordingly, in
assessing whether it is highly distinctive, the national court must make an
overall assessment of the greater or lesser capacity of the mark to identify the
goods or services for which it has been registered as coming from a particular
undertaking, and thus to distinguish those goods or services from those of other
undertakings (see, to that effect, judgment of 4 May 1999 in Joined Cases C-
108/97 and C-109/97 Windsurfing Chiemsee v Huber and Attenberger [1999]
ECR 1-2779, paragraph 49).

23. In making that assessment, account should be taken, in particular, of the
inherent characteristics of the mark, including the fact that it does or does not
contain an element descriptive of the goods or services for which it has been
registered; the market share held by the mark; how intensive, geographically

6 Case C-342/97
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widespread and long-standing use of the mark has been; the amount invested
by the undertaking in promoting the mark; the proportion of the relevant section
of the public which, because of the mark, identifies the goods or services as
originating from a particular undertaking; and statements from chambers of
commerce and industry or other trade and professional associations (see

Windsurfing Chiemsee, paragraph 51).”

35. | will first consider the inherent distinctiveness of the earlier mark. The words
TRAIL GODDESS are known dictionary words. The word TRAIL can be seen as being
allusive for the class 25 goods where they are used in trail related activities such as
walking or running. The word GODDESS does not have a descriptive aspect in relation
to the goods. The figurative elements have no meaning in relation to the goods so

overall | find the mark to be inherently distinctive to a high degree.

36. Evidence was provided in these proceedings to support the opponent’s 5(3) and
5(4)(a) grounds, so | can consider whether the use made of this mark has enhanced
its distinctiveness by the relevant date, which is the filing date of the contested
application. A mark must be capable of establishing an enhanced distinctiveness in
the mind of the average consumer through its extensive use in relation to the goods
on which it relies. | remind myself of the Windsurfing Chiemsee factors set out above

as to what | should consider.

37. The opponent stated that she first used the earlier mark in “early 2023”7 on clothing
designed for female trail runners. The opponent has not specified any turnover for
2023 and reported a range of between £5000-£11000 for 2024. In addition the
opponent has also given a forecast of projected turnover for 2025. Unfortunately |
cannot take this into account as it is not an actual confirmed turnover figure but also
falls after the relevant date. In terms of advertising expenditure the opponent states
that between £4000-£10000 has been spent on social media advertising, between
£100-£5000 spent on Google advertising and between £5000-£15000 at events and
exhibitions. The opponent has not dated these figures but | can infer that at least
some of the stated expenditure would have been spent within the 2023-2024 period.

7 Opponent’s first witness statement, paragraph 1.
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38. The remainder of the opponent’s evidence is problematic regarding its dates or
being undated. The opponent states that she attended the National Running Show
exhibition in 2025 at the Birmingham NEC?2 but this attendance is after the relevant
date. A number of features using the words TRAIL GOODDESS and the mark at issue
in Women’s Running Magazine® have also been exhibited but again these are also
dated 2025 so fall after the relevant date for my assessment. The sample invoices
submitted by the opponent from the platform Shopify are dated Summer 2025 and
there are two Trustpilot reviews dated October and December 2025.° In addition the
Running Industry Award nominations are for 2025."" Finally the images exhibited to
illustrate community partnerships, namely the Wiliam Wallace Running Festival, Glen
Tanar Running Festival, Go Swim Britain,'? are all undated so cannot assist the
opponent. The “Sleigh the Trails” image is said to take place on 6 December, but no

year is given so | cannot assess whether this was before the relevant date.

39. Taking into account the relevant Windsurfing Chiemsee factors set out above, |
find that the opponent’s evidence is deficient in significant areas, in particular relating
to dated material prior to the relevant date. Whilst there is evidence of promoting the
mark, one full year’s turnover does not demonstrate either intensive or longstanding
use nor does it indicate any significant market share. Overall | find the earlier mark

has not enhanced its distinctiveness through use.

Likelihood of confusion

40. Confusion can be direct or indirect. Direct confusion involves the average
consumer mistaking one mark for the other, while indirect confusion is where the
average consumer realises the marks are not the same but puts the similarity that
exists between the marks and the goods down to the responsible undertakings being
the same or related. There is no scientific formula to apply in determining whether
there is a likelihood of confusion; rather, it is a global assessment where a number of

factors need to be borne in mind. The factors are interdependent, and include the

8 Exhibit LT9

9 Exhibit LT10.
10 Exhibit LT11.
" Exhibit LT13.
12 Exhibit LT14.
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principle that a lesser degree of similarity between the respective trade marks may be
offset by a greater degree of similarity between the respective goods and vice versa.
| must be alert to the fact that the average consumer rarely has the opportunity to
make direct comparisons between trade marks and must instead rely upon the

imperfect picture of them that they have retained in their mind.

41. | find the following case law to be useful in assessing the likelihood of confusion.

42. In L.A. Sugar Limited,' lain Purvis KC, sitting as the Appointed Person, explained

that:
“16. Although direct confusion and indirect confusion both involve mistakes on
the part of the consumer, it is important to remember that these mistakes are
very different in nature. Direct confusion involves no process of reasoning — it
is a simple matter of mistaking one mark for another. Indirect confusion, on the
other hand, only arises where the consumer has actually recognized that the
later mark is different from the earlier mark. It therefore requires a mental
process of some kind on the part of the consumer when he or she sees the later
mark, which may be conscious or subconscious but, analysed in formal terms,
is something along the following lines: “The later mark is different from the
earlier mark, but also has something in common with it. Taking account of the
common element in the context of the later mark as a whole, | conclude that it

is another brand of the owner of the earlier mark.

17. Instances where one may expect the average consumer to reach such a

conclusion tend to fall into one or more of three categories:

(a) where the common element is so strikingly distinctive (either inherently
or through use) that the average consumer would assume that no-one
else but the brand owner would be using it in a trade mark at all. This
may apply even where the other elements of the later mark are quite
distinctive in their own right (‘26 RED TESCO’ would no doubt be such
a case).

8 L.A. Sugar Limited v By Back Beat Inc, Case BL 0/375/10.
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(b) where the later mark simply adds a non-distinctive element to the earlier
mark, of the kind which one would expect to find in a sub-brand or brand
extension (terms such as ‘LITE’, ‘EXPRESS’, ‘WORLDWIDE’, ‘MINI’
etc.).

(c) where the earlier mark comprises a number of elements, and a change
of one element appears entirely logical and consistent with a brand
extension (‘FAT FACE’ to ‘BRAT FACE’ for example).”

43. | bear in mind that the categories listed above in L.A. Sugar are not an exhaustive
list of all the ways in which indirect confusion can occur. They are merely examples of

the way in which it could or tends to occur.

44. In Liverpool Gin Distillery Ltd & Ors v Sazerac Brands, LLC & Ors,™ Arnold LJ

approved Mr Purvis’s formulation but added:

“13. As James Mellor QC sitting as the Appointed Person pointed out in Cheeky
Italian Ltd v Sutaria (O/219/16) at [16] ‘a finding of a likelihood of indirect
confusion is not a consolation prize for those who fail to establish a likelihood
of direct confusion’. Mr Mellor went on to say that, if there is no likelihood of
direct confusion, ‘one needs a reasonably special set of circumstances for a
finding of a likelihood of indirect confusion’. | would prefer to say that there must
be a proper basis for concluding that there is a likelihood of indirect confusion

given that there is no likelihood of direct confusion.”

45. However, it is also settled case law that it is not sufficient to find a likelihood of
confusion if a mark merely calls to mind another mark.'® This is considered mere

association not indirect confusion.

46. So far in this decision | have found:

e The respective class 25 goods are identical or highly similar.
e The respective marks are visually similar to a low degree.

e The respective marks are aurally similar to a medium degree.

4 [2021] EWCA Civ 1207
15 Duebros Limited v Heirler Cenovis GmbH, BL O/547/17
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e The marks are conceptually dissimilar.
e The purchasing process is predominantly visual for consumers paying a
medium degree of attention.

e The earlier mark is inherently distinctive to a high degree.

47. Taking direct confusion first, | find that the respective marks share the word TRAIL,
which | have found to be allusive in relation to clothing and footwear which are used
in trail related activities. Notwithstanding this, and taking into account the case law
relating to the notion of imperfect recollection, | find the shared word element is
outweighed by the additional words, namely GODDESS and BREEZE, which each
have a different conceptual hook as well as factoring in the different figurative
elements, all of which make a visual, aural and conceptual difference such that the
average consumer is not likely to directly confuse the marks, that is to mistake one
mark for the other, even for identical goods paying a medium degree of attention. As

such | do not find there is a likelihood of direct confusion.

48. Having found no likelihood of direct confusion, | turn to the possibility of indirect
confusion. | remind myself of the guidance given in L.A. Sugar that indirect confusion
requires a consumer to undertake a thought process whereby they acknowledge the
differences between the marks yet attribute the common element to a shared
undertaking, taking the one mark to be a possible brand extension or sub brand of the
other mark. | am also alert to the guidance in Duebros that a finding of indirect

confusion should not be made simply because two marks share a common element.

49. | cannot see a reason why the average consumer on seeing the applicant’'s mark
would assume that this is a brand extension from the opponent’s range of goods. The
word in common, TRAIL, is allusive for clothing and footwear relating to trail activities.
Although the list outlined in the L.A.Sugar case is not exhaustive, it is difficult to see
how using a different second word and also a different figurative element could be
seen as a plausible, logical or consistent brand extension. Moreover, the applicant’s
mark has an impactful visual and conceptual difference from the opponent’s mark. The
respective marks hang together forming their own unitary meaning. As such | do not

find the average consumer is likely to be confused. If one mark is brought to mind by
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the other on the basis of the shared word TRAIL then | put this down to mere
association not indirect confusion, as per Duebros. | find there is no likelihood of

indirect confusion with the earlier mark.

50. The opposition brought under section 5(2)(b) is unsuccessful.

Section 5(3)
51. The opponent claims that its mark has a reputation for its goods in class 25 and

retail services in class 35. Moreover it claims that

“‘My mark enjoys an extensive reputation in the UK in respect of all of the
products and services for which it is registered. The similarity of the names and
products is confusing for my customers. When they search for my brand Trail
Breeze comes up in results because they are using my name in the same
industry and selling to the same customers. As a result of my efforts since
launching in the UK | have managed to establish a reputation by promoting my
products through online and offline marketing efforts [...]

Customers will think that the products sold by Trail Breeze sold are my products
as they are identical. Trail Breeze will obtain unfair advantage by its registration
and use of the mark because them seeing the mark will create a link between
the two brands. Trail Breeze will gain exposure based on my marketing efforts.
The advantage gained by the Applicant is unfair as it rides off the coat tails of
the well established reputation and goodwill enjoyed by the Opponent's goods
under the earlier mark. The name, mark and its use are so similar that

customers think we are the same brand.

Furthermore, the power of attraction of my mark will be diminished and
consumers will be confused. As a link can be caused in the mind of the public
between the two marks and similarity of the products between the two brands

the distinctiveness of my mark will be eroded.”

52. Section 5(3) of the Act states:

“5(3) A trade mark which —
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(a) is identical with or similar to an earlier trade mark, shall not be
registered if, or to the extent that, the earlier trade mark has a reputation
in the United Kingdom (or, in the case of a European Union trade mark
or international trade mark (EC), in the European Union) and the use of
the later mark without due cause would take unfair advantage of, or be
detrimental to, the distinctive character or repute of the earlier trade

mark.”

53. Section 5(3A) of the Act states:

“Subsection (3) applies irrespective of whether the goods and services for
which the trade mark is to be registered are identical with, similar to or not

similar to those for which the earlier trade mark is protected.”

54. The relevant case law can be found in the following judgments of the CJEU:
General Motors Corp v Yplon SA (Case C-375/97), Intel Corporation Inc v CPM United
Kingdom Ltd (Case C-252/07), Adidas Salomon AG v Fitnessworld Trading Ltd (Case
C-408/01), L’Oréal SA & Ors v Bellure & Ors (Case C-487/07), Interflora Inc & Anor v
Marks and Spencer plc & Anor (Case C-323/09) and Environmental Manufacturing
LLP v OHIM (Case C-383/12 P). The law appears to be as follows:

a) The reputation of a trade mark must be established in relation to the relevant
section of the public as regards the goods or services for which the mark is

registered; General Motors, paragraph 24.

(b) The trade mark for which protection is sought must be known by a significant
part of that relevant public; General Motors, paragraph 26.

(c) It is necessary for the public when confronted with the later mark to make a

link with the earlier reputed mark, which is the case where the public calls the
earlier mark to mind; Adidas Saloman, paragraph 29 and Intel, paragraph 63.
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(d) Whether such a link exists must be assessed globally taking account of all
relevant factors, including the degree of similarity between the respective marks
and between the goods/services, the extent of the overlap between the relevant
consumers for those goods/services, and the strength of the earlier mark’s

reputation and distinctiveness; Intel, paragraph 42.

(e) Where a link is established, the owner of the earlier mark must also establish
the existence of one or more of the types of injury set out in the section, or there
is a serious likelihood that such an injury will occur in the future; Intel, paragraph
68; whether this is the case must also be assessed globally, taking account of

all relevant factors; Intel, paragraph 79.

(f) The more immediately and strongly the earlier mark is brought to mind by
the later mark, the greater the likelihood that use of the latter will take unfair
advantage of, or will be detrimental to, the distinctive character or the repute of

the earlier mark; L’Oréal, paragraph 44.

(g) Detriment to the distinctive character of the earlier mark occurs when the
mark’s ability to identify the goods/services for which it is registered is
weakened as a result of the use of the later mark, and requires evidence of a
change in the economic behaviour of the average consumer of the
goods/services for which the earlier mark is registered, or a serious risk that
this will happen in future; Intel, paragraphs 76 and 77 and Environmental

Manufacturing, paragraph 34.

(h) The more unique the earlier mark appears, the greater the likelihood that
the use of a later identical or similar mark will be detrimental to its distinctive
character; Intel, paragraph 74.

(i) Detriment to the reputation of the earlier mark is caused when goods or
services for which the later mark is used may be perceived by the public in such
a way that the power of attraction of the earlier mark is reduced, and occurs

particularly where the goods or services offered under the later mark have a
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characteristic or quality which is liable to have a negative impact of the earlier

mark; L’Oréal v Bellure NV, paragraph 40.

(j) The advantage arising from the use by a third party of a sign similar to a mark
with a reputation is an unfair advantage where it seeks to ride on the coat-tails
of the senior mark in order to benefit from the power of attraction, the reputation
and the prestige of that mark and to exploit, without paying any financial
compensation, the marketing effort expended by the proprietor of the mark in
order to create and maintain the mark's image. This covers, in particular, cases
where, by reason of a transfer of the image of the mark or of the characteristics
which it projects to the goods identified by the identical or similar sign, there is
clear exploitation on the coat-tails of the mark with a reputation; Interflora,

paragraph 74, and the court’s answer to question 1 in L’Oréal.

55. The conditions of section 5(3) are cumulative. Firstly, the opponent must show that
its registration and the application are similar. Secondly, the opponent must show that
its registration has achieved a level of knowledge/reputation amongst a significant part
of the public. Thirdly, it must be established that the level of reputation and the
similarities between the parties’ marks will cause the public to make a link between
them, in the sense of the earlier registration being brought to mind by the contested
mark. Finally, assuming the first three conditions have been met, section 5(3) requires
that one or more of the types of damage will occur. It is unnecessary for the purposes
of section 5(3) that the goods or services be similar, although the relative distance
between them is one of the factors which must be assessed in deciding whether the

public will make a link between the marks.

56. The relevant date for the assessment under section 5(3) is the filing date of the
application, namely 22 October 2024.

Reputation
57. In General Motors, Case C-375/97, the CJEU held that:
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“25. It cannot be inferred from either the letter or the spirit of Article 5(2) of the
Directive that the trade mark must be known by a given percentage of the public

so defined.

26. The degree of knowledge required must be considered to be reached when
the earlier mark is known by a significant part of the public concerned by the

products or services covered by that trade mark.

27. In examining whether this condition is fulfilled, the national court must take
into consideration all the relevant facts of the case, in particular the market
share held by the trade mark, the intensity, geographical extent and duration of

its use, and the size of the investment made by the undertaking in promoting it.

28. Territorially, the condition is fulfilled when, in the terms of Article 5(2) of the
Directive, the trade mark has a reputation 'in the Member State‘. In the absence
of any definition of the Community provision in this respect, a trade mark cannot
be required to have a reputation 'throughout’ the territory of the Member State.

It is sufficient for it to exist in a substantial part of it.”

58. In determining whether the opponent has demonstrated a reputation for the goods
and services in issue, it is necessary for me to consider whether its mark will be known
by a significant part of the public concerned with the goods and services. In reaching
this decision, | must take all of the evidence into account including “the market share
held by the trade mark, the intensity, geographical extent and duration of use, and the

size of the investment made by the undertakings in promoting it.”

59. | have found that the respective marks visually similar to a low degree and aurally
similar to a medium degree. For an opposition under section 5(3) to get off the ground
it is first necessary for the opponent to show that it has the necessary reputation. |
must be satisfied that the opponent’s mark is known by a significant part of the relevant
public. | have reviewed the evidence previously in this decision and found that there
were significant deficiencies in the material provided. There was a relatively small
turnover prior to the relevant date but much of the material was dated after it so does

not assist me in determining if there was a reputation at that time. There is also no
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reference to market share. Clearly the opponent has been building up sales and
exposure to the mark and this is borne out by the advertising and promotional
expenditure but in my view the evidence is not sufficient to demonstrate the requisite
reputation at the relevant date. As such the opposition brought under Section 5(3)
falls at this hurdle.

Section 5(4)(a)

60. Under section 5(4)(a), the opponent relies on the sign == . She has claimed
use in the UK since 2023 for Articles of clothing, footwear; headgear; T-shirts; hoodies;
vests; shorts; hats; snoods; jackets; waterproof jackets; outerwear; excluding lingerie,
bras and sports bras.

Section 5(4)(a) states:

“(4) A trade mark shall not be registered if, or to the extent that, its use in the

United Kingdom is liable to be prevented-

(a) by virtue of any rule of law (in particular, the law of passing off)
protecting an unregistered trade mark or other sign used in the course

of trade, where the condition in subsection (4A) is met,

(@aa) [...]

(b) [-..]

A person thus entitled to prevent the use of a trade mark is referred to in this

Act as the proprietor of an “earlier right” in relation to the trade mark.”
61. Subsection (4A) of Section 5 states:

“(4A) The condition mentioned in subsection (4)(a) is that the rights to the
unregistered trade mark or other sign were acquired prior to the date of
application for registration of the trade mark or date of the priority claimed for

that application.”
62. Section 5A of the Act is as follows:

23|Page



“5A Where grounds for refusal of an application for registration of a trade mark
exist in respect of only some of the goods or services in respect of which the
trade mark is applied for, the application is to be refused in relation to those

goods and services only.”

63. In Reckitt & Colman Products Limited v Borden Inc. & Ors,'® Lord Oliver of
Aylmerton described the ‘classical trinity’ that must be proved in order to reach a

finding of passing off:

“First, [the plaintiff] must establish a goodwill or reputation attached to the
goods or services which he supplies in the mind of the purchasing public by
association with the identifying ‘get-up’ (whether it consists simply of a
brand name or a trade description, or the individual features of labelling or
packaging) under which his particular goods or services are offered to the
public, such that the get-up is recognised by the public as distinctive
specifically of the plaintiffs goods or services. Secondly, he must
demonstrate a misrepresentation by the defendant to the public (whether
or not intentional) leading or likely to lead the public to believe that the
goods or services offered by him are the goods or services of the plaintiff.
Thirdly, he must demonstrate that he suffers or, in a quia timet action, that
he is likely to suffer damage by reason of the erroneous belief engendered
by the defendant’s misrepresentation that the source of the defendant’'s

goods or services is the same as the source of those offered by the plaintiff.”

64. Halsbury’s Laws of England Vol. 97A (2021 reissue) provides further guidance
with regard to establishing the likelihood of deception. In paragraph 636 it is noted
(with footnotes omitted) that:

“Establishing a likelihood of deception generally requires the presence of

two factual elements:

6 [1990] RPC 341, HL, page 406.
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(1) that a name, mark or other distinctive indicium used by the
claimant has acquired a reputation among a relevant class of
persons; and

(2) that members of that class will mistakenly infer from the
defendant's use of a name, mark or other indicium which is the
same or sufficiently similar that the defendant's goods or business

are from the same source or are connected.

While it is helpful to think of these two factual elements as two successive
hurdles which the claimant must surmount, consideration of these two

aspects cannot be completely separated from each other.

The question whether deception is likely is one for the court, which will have

regard to:

(a) the nature and extent of the reputation relied upon;

(b) the closeness or otherwise of the respective fields of activity in
which the claimant and the defendant carry on business;

(c) the similarity of the mark, name etc used by the defendant to that
of the claimant;

(d) the manner in which the defendant makes use of the name, mark
etc complained of and collateral factors; and

(e) the manner in which the particular trade is carried on, the class of
persons who it is alleged is likely to be deceived and all other

surrounding circumstances.

In assessing whether deception is likely, the court attaches importance to
the question whether the defendant can be shown to have acted with a
fraudulent intent, although a fraudulent intent is not a necessary part of the

cause of action”.
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Relevant date

65. In terms of the relevant date for assessment of section 5(4)(a), in Advanced
Perimeter Systems Limited v Multisys Computers Limited,"” Mr Daniel Alexander QC
(as he was then), sitting as the Appointed Person, quoted with approval the summary
made by Mr Allan James, acting for the Registrar, in SWORDERS Trade Mark:'®

‘Strictly, the relevant date for assessing whether s.5(4)(a) applies is
always the date of the application for registration or, if there is a priority
date, that date: see Article 4 of Directive 89/104. However, where the
applicant has used the mark before the date of the application it is
necessary to consider what the position would have been at the date
of the start of the behaviour complained about, and then to assess
whether the position would have been any different at the later date

when the application was made.”

66. The application has a filing date of 22 October 2024. Therefore, all factors will

be assessed as at that date.

Goodwill
67. The first hurdle for the opponent is to show that they had the required goodwill at
the relevant date. The issue of what constitutes goodwill was discussed in Inland

Revenue Commissioners v Muller & Co’s Margarine Ltd"° viz,

“What is goodwill? It is a thing very easy to describe, very difficult to define. It
is the benefit and advantage of the good name, reputation and connection of a
business. It is the attractive force which brings in custom. It is the one thing
which distinguishes an old-established business from a new business at its first
start.”

17 BL 0-410-11
18 BL 0-212-06
19[1901] AC 217 (HOL)
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68. In Smart Planet Technologies, Inc. v Rajinda Sharm,?® Mr Thomas Mitcheson QC
(as he was then), sitting as the Appointed Person, reviewed the following authorities
about the establishment of goodwill for the purposes of passing-off: Starbucks (HK)
Ltd v British Sky Broadcasting Group Plc [2015] UKSC 31, paragraph 52, Reckitt &
Colman Product v Borden [1990] RPC 341, HL and Erven Warnink B.V. v. J. Townend
& Sons (Hull) Ltd [1980] R.P.C. 31. After reviewing these authorities Mr Mitcheson

concluded that:

“.. a successful claimant in a passing off claim needs to demonstrate more than
nominal goodwill. It needs to demonstrate significant or substantial goodwill and
at the very least sufficient goodwill to be able to conclude that there would be

substantial damage on the basis of the misrepresentation relied upon.”

69. Goodwill arises as a result of trading activities and accrues to the business that
the public thinks is responsible for the goods and services. The relevant market for
assessing goodwill is the UK. | reviewed the opponent’s evidence earlier in the
decision and found that it was particularly deficient in showing the position at the
relevant date. The opponent states that she has used the sign since 2023 but did not
file turnover figures for that year. Turnover figures were provided for 2024 of between
£5000 and £11000. As the relevant date is 22 October 2024, then | have to assume
that at least a portion of the opponent’s turnover range occurred in the first 10 months
of 2024. The opponent has provided metrics for Facebook and Instagram but these
are not dated by year so | am unable to assess their probative value. The opponent
does provide a graph dated for 2024 showing that there were 147 returning customers
and a shopping metric showing that 249 jackets and 367 shorts had been sold. It is
unclear as to where the metrics were sourced from as the web address on the exhibit
image is unclear.?! But taking all of this material into account, | do not find that the
opponent has been able to demonstrate anything other than a trivial goodwill and

certainly not sufficient to prove the section 5(4)(a) ground.

70. If I am wrong in the above finding and if | had found that the goodwill was more

than trivial in nature, and that the opponent had demonstrated a small but protectable

20 BL O/304/20
21 Exhibit LT5
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goodwill, | would be guided by the case of Discount Outlet v Feel Good UK,?? whereby
Her Honour Judge Melissa Clarke, sitting as a deputy Judge of the High Court,
conveniently summarised the essential requirements of the law of passing off as

follows:

“55. The elements necessary to reach a finding of passing off are the ‘classical
trinity' of that tort as described by Lord Oliver in the Jif Lemon case (Reckitt &
Colman Product v Borden [1990] 1 WLR 491 HL, [1990] RPC 341, HL), namely
goodwill or reputation; misrepresentation leading to deception or a likelihood of
deception; and damage resulting from the misrepresentation. The burden is on

the Claimants to satisfy me of all three limbs.

56. In relation to deception, the court must assess whether "a substantial
number” of the Claimants' customers or potential customers are deceived, but
it is not necessary to show that all or even most of them are deceived (per
Interflora Inc v Marks and Spencer Plc [2012] EWCA Civ 1501, [2013] FSR
21).”

71. | recognise that the test for misrepresentation is different to that for likelihood of
confusion, namely, that misrepresentation requires “a substantial number of members
of the public are deceived” rather than whether the “average consumers are confused”.
However, as recognised by Lewinson L.J. in Marks and Spencer PLC v Interflora?3, it
is doubtful whether the difference between the legal tests will produce different
outcomes. In my view, this is the case here. Even if | were to accept that the opponent
had demonstrated a small but protectable goodwill for the claim under Section 5(4)(a),
| would not find that there had been misrepresentation, because of the differences in
the marks. Therefore this ground does not provide any better an outcome than for
section 5(2)(b).

72. The opposition brought under section 5(4)(a) fails.

22 [2017] EWHC 1400 IPEC
23 [2012] EWCA (Civ) 1501
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Overall Conclusion
73. The opposition has failed in its entirety. Subject to any appeal of this decision, the

application can proceed to registration.

Costs

74. As the applicant has been succesful, she is entitled to a contribution towards her
costs based on the scale published in Tribunal Practice Notice (TPN) 1/2023. However
as a matter of practice, litigants in person are asked to complete a costs proforma to
ensure that the costs awarded do not exceed the amount spent on the proceedings.
There is no right to be awarded the amount claimed. It is subject to an assessment of
the reasonableness of the claim. It should be noted that the Registrar awards costs on
a contributory, not compensatory basis; account must be taken of that when assessing
the claim made. | also note that The Litigants in Person (Costs and Expenses) Act
1975 (as amended) sets the minimum level of compensation for litigants in person in
Court proceedings at £24 an hour. | am also aware that the applicant was legally
represented up to July 2025, covering the period where the notice of opposition was
considered and the defence and counterstatement were filed, which | will also take

into account.

75. The applicant submitted her costs proforma to the Tribunal on 18 February 2026.
She claimed 44 hours in total for the notice of opposition, notice of defence and
considering the other side’s forms. | believe the applicant may have misunderstood
the nature of the form as she herself did not file a notice of opposition so would not be
entitled to the 5 hours claimed for it. This leaves a claim of 17 hours for the notice of
defence and 22 hours for considering the opponent’s notice of opposition. However
as set out above the applicant was represented during this period so | will award £350

as per the scale of costs contained in TPN 1/2023.

76. The applicant has also claimed £170 as the fee for her trade mark application.
This fee is not recoverable through costs. The official fees mentioned on the costs
proforma relate to official fee bearing forms filed during the course of opposition
proceedings, not any examination costs. As the applicant did not file any official fee

bearing forms during the opposition process, | shall disregard this entry.
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77. The applicant has claimed 45.5 hours for the consideration of the opponent’s
evidence and preparation and submission of her own evidence. During this period of
the proceedings the applicant was unrepresented, and | appreciate that the applicant,
not being familiar with legal proceedings of this kind, may not have understood the
nature of what evidence should comprise. As a result, her own evidence was a mix of
assertion and opinion with some factual content. However, | can see that this was
partly in response to the content of the opponent’s evidence in chief. Notwithstanding
this, | find 45.5 hours to be above what | think is reasonable for considering the
evidence filed by the opponent and the preparation and filing of the applicant’s own
evidence. On balance | consider 25 hours overall to be reasonable for the evidence

portion of these proceedings.

78. The applicant has claimed 1.5 hours relating to preparation for a hearing. As no
hearing has taken place on this case, | believe the applicant is referring to a case
management conference (“CMC”) which took place in September 2025 to deal with an
issue relating to a confidentiality request for evidence made by the opponent. The
applicant attended the CMC as an observer and did not take part on the day. She did
however supply submissions in advance of the CMC as to her position on the
confidentiality issue. Therefore, | consider 1.5 hours to be reasonable preparation

time.

79. Finally, under the section of the costs proforma titled “Other Expenses”, the
applicant has attached an invoice from her legal representative and claimed £2400.
This is not appropriate. The section for “Other Expenses” would ordinarily cover
expenses such as travelling to a hearing, printing or other such sundries. It does not

cover legal representative costs. As such | shall disregard it.

80. Taking all of the above into account, | award costs for £986, comprised of:
e £350 for consideration of the notice of opposition and preparation for the
counterstatement
e £636 being 26.5 hours at £24
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81. | therefore order Leigh-Ann Thomson to pay Pauline A. McFarlane the sum of
£986. This sum should be paid within twenty-one days of the expiry of the appeal
period or, if there is an unsuccessful appeal, within twenty-one days of the conclusion

of the appeal proceedings.

Dated this 3" day of September 2026

June Ralph
For the Registrar
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