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BACKGROUND 

 

1) On 07 May 2024, Shangrila Foods (Private) Limited (‘the applicant’) applied to 

register the trade mark shown on the cover page of this decision in respect of the 

following goods: 

 

Class 30: Tomato ketchup; Sauces; Seasonings; Pickle; Pickle relish; Dipping 

sauce; Taco sauce; Pizza sauce; Pasta sauce; Sauces mixes; Cheese sauce; 

Tomato sauce, Hot chili pepper sauce; Soya sauce; Spaghetti sauce; Chili 

sauce; Honey mustard sauce; Mustard; Barbecue sauce; Hot sauce; Balsamic 

vinegar; Apple cider vinegar; Crystallized lemon juice for use as a seasoning; 

Habanero sauce; Tamarind for use as a condiment; Worcestershire sauce; 

Sriracha hot chili sauce; Steak sauce. 

 

2) The application was published in the Trade Marks Journal on 21 June 2024 and 

notice of opposition was subsequently filed by Sco-Fro Group Ltd (‘the opponent’). 

The opponent claims that the applicant’s mark offends under sections 5(1), 5(2)(a), 

5(2)(b), 5(3) and 5(4)(a) of the Trade Marks Act 1994 (‘the Act’).1  

 

3) In support of its opposition under sections 5(1), 5(2)(a), 5(2)(b) and 5(3) of the Act, 

the opponent relies upon the following trade mark registrations and goods covered by 

the same:  

 

• UKTM 2231929B (‘29B’) 

 

Shangri-La 
 

Class 30: Prepared meals, pasta dishes; preparations made from cereals; 

sauces, cooking sauces; packaged foods consisting of sauces, rice or pasta, 

stir fry meals. 

 
1 The provisions of the Act relied upon in these proceedings are assimilated law, as they are derived 
from EU law. Although the UK has left the EU, section 6(3)(a) of the European Union (Withdrawal) Act 
2018 (as amended by Schedule 2 of the Retained EU Law (Revocation and Reform) Act 2023) 
requires tribunals applying assimilated law to follow assimilated EU case law. That is why this 
decision refers to decisions of the EU courts which predate the UK’s withdrawal from the EU. 
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Filing date: 09 May 2000 

Date of entry in register: 22 December 2000 

 

• UKTM 2191415 (‘415’) 

 

SHANGRI-LA 

SHANGRI LA 

(Series of 2) 
 

Class 29: Shellfish; prawns; shrimp; fish and fish products; seafood and 

seafood products. 

 

Filing date: 11 March 1999 

Date of entry in register: 27 August 1999 

4) It is claimed that earlier mark ‘29B is identical to the applicant’s mark and that there 

is identity between the goods covered by the marks such that the application offends 

under section 5(1) of the Act. Alternatively, it is claimed that there is a likelihood of 

confusion between both earlier marks and the applicant’s mark under section 5(2)(a) 

and (b) of the Act. It is also claimed, under section 5(3) of the Act, that both earlier 

marks have a reputation in the UK and that use of the applicant’s mark would lead to 

an unfair advantage being gained and detriment being caused to the distinctive 

character of the earlier marks. 

5) The trade marks relied upon by the opponent are ‘earlier marks’, in accordance with 

section 6 of the Act. As both registrations completed their registration procedure more 

than five years prior to the date on which the applicant’s mark was filed, the earlier 

marks are subject to the proof of use conditions, as per section 6A of the Act. The 

opponent made a statement of use in respect of all the goods relied upon. 

6) Under section 5(4)(a) of the Act, the opponent relies upon use of the signs Shangri-

La and SHANGRI-LA. It is said that those signs have been used throughout the UK 

since 1999 in respect of ‘foodstuffs’. It is claimed that goodwill has been generated 
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under the relevant signs and that use of the applicant’s mark would lead to a 

misrepresentation and damage to that goodwill.  

7) The applicant filed a counterstatement. It puts the opponent to proof of use of its 

earlier marks and to proof of reputation and goodwill. It denies all the opponent’s other 

claims. 

 

8) The applicant is represented by Agile IP LLP; the opponent is represented by 

Murgitroyd & Company.  

 

9) The opponent’s evidence consists of a witness statement in the name of Brian 

Fagan2 with exhibits A-C thereto. The applicant filed submissions only during the 

evidence rounds.3 Neither party requested a hearing; both filed written submissions in 

lieu.4 I now make this decision based on the papers before me. 

 

Proof of use  

 

10) Section 6A of the Act states: 

“(1) This section applies where 

(a) an application for registration of a trade mark has been published,  

(b) there is an earlier trade mark of a kind falling within section 6(1)(a), 

(aa) or (ba) in relation to which the conditions set out in section 5(1), (2) 

or (3) obtain, and  

(c)  the registration procedure for the earlier trade mark was completed 

before the start of the relevant period.  

 
2 Dated 07 April 2025 
3 Filed 04 July 2025 
4 Dated 04 August 2025 
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(1A) In this section “the relevant period” means the period of 5 years ending 

with the date of the application for registration mentioned in subsection (1)(a) 

or (where applicable) the date of the priority claimed for that application.  

(2) In opposition proceedings, the registrar shall not refuse to register the trade 

mark by reason of the earlier trade mark unless the use conditions are met. 

(3)  The use conditions are met if –  

(a) within the relevant period the earlier trade mark has been put to 

genuine use in the United Kingdom by the proprietor or with his consent 

in relation to the goods or services for which it is registered, or 

(b) the earlier trade mark has not been so used, but there are proper 

reasons for non- use.  

 (4)  For these purposes -  

(a) use of a trade mark includes use in a form (the “variant form”) differing 

in elements which do not alter the distinctive character of the mark in the 

form in which it was registered (regardless of whether or not the trade 

mark in the variant form is also registered in the name of the proprietor), 

and  

(b) use in the United Kingdom includes affixing the trade mark to goods 

or to the packaging of goods in the United Kingdom solely for export 

purposes.  

 (5)-(5A) [Repealed] 

(6) Where an earlier trade mark satisfies the use conditions in respect of some 

only of the goods or services for which it is registered, it shall be treated for the 

purposes of this section as if it were registered only in respect of those goods 

or services.” 

11) Further, section 100 of the Act states that:  
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“If in any civil proceedings under this Act a question arises as to the use to  

which a registered trade mark has been put, it is for the proprietor to show  

what use has been made of it.”  

12) In easyGroup Ltd v Nuclei Ltd & Ors [2023] EWCA Civ 1247, Arnold LJ 

summarised the law relating to genuine use as follows: 

“105. The principles applicable to determining whether there has been genuine 

use of a trade mark have been considered by the CJEU in a considerable 

number of cases, the principal decisions being Case C-40/01 Ansul BV v Ajax 

Brandbeveiliging BV [2003] ECR I-2439, Case C-259/02 La Mer Technology 

Inc v Laboratories Goemar SA [2004] ECR I-1159, Case C-416/04 P Sunrider 

Corp v Office for Harmonisation in the Internal Market (Trade Marks and 

Designs) [2006] ECR I-4237, Case C-442/07 Verein Radetsky-Order v 

Bundervsvereinigung Kamaradschaft 'Feldmarschall Radetsky' [2008] ECR I-

9223, Case C-495/07 Silberquelle GmbH v Maselli-Strickmode GmbH [2009] 

ECR I-2759, Case C-149/11 Leno Merken BV v Hagelkruis Beheer 

BV [EU:C:2012:816], Case C-609/11 Centrotherm Systemtechnik GmbH v 

Centrotherm Clean Solutions GmbH & Co KG [EU:C:2013:592], Case C-

141/13 P Reber Holding & Co KG v Office for Harmonisation in the Internal 

Market (Trade Marks and Designs) [EU:C:2014:2089], Case C-689/15 W.F. 

Gözze Frottierweberei GmbH v Verein Bremer 

Baumwollbörse [EU:C:2017:434] and Joined Cases C–720/18 and C–

721/18 Ferrari SpA v DU [EU:C:2020:854]. 

106. Ignoring issues which do not arise in the present case, such as use in 

relation to spare parts or second-hand goods and use in relation to a sub-

category of goods or services, the principles may be summarised as follows: 

(1) Genuine use means actual use of the trade mark by the proprietor or by a 

third party with authority to use the mark: Ansul at [35] and [37]. 

(2) The use must be more than merely token, that is to say, serving solely to 

preserve the rights conferred by the registration of the mark: Ansul at 
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[36]; Sunrider at [70]; Verein at [13]; Centrotherm at [71]; Leno at 

[29]; Ferrari at [32]. 

(3) The use must be consistent with the essential function of a trade mark, which 

is to guarantee the identity of the origin of the goods or services to the consumer 

or end user by enabling him to distinguish the goods or services from others 

which have another origin: Ansul at [36]; Sunrider at [70]; Verein at 

[13]; Silberquelle at [17]; Centrotherm at [71]; Leno at [29]; Gözze at [37], 

[40]; Ferrari at [32]. 

(4) Use of the mark must relate to goods or services which are already marketed 

or which are about to be marketed and for which preparations to secure 

customers are under way, particularly in the form of advertising 

campaigns: Ansul at [37]. Internal use by the proprietor does not 

suffice: Ansul at [37]; Verein at [14]. Nor does the distribution of promotional 

items as a reward for the purchase of other goods and to encourage the sale 

of the latter: Silberquelle at [20]-[21]. But use by a non-profit making association 

can constitute genuine use: Verein at [16]-[23]. 

(5) The use must be by way of real commercial exploitation of the mark on the 

market for the relevant goods or services, that is to say, use in accordance with 

the commercial raison d'être of the mark, which is to create or preserve an 

outlet for the goods or services that bear the mark: Ansul at [37]-[38]; Verein at 

[14]; Silberquelle at [18]; Centrotherm at [71]. 

(6) All the relevant facts and circumstances must be taken into account in 

determining whether there is real commercial exploitation of the mark, 

including: (a) whether such use is viewed as warranted in the economic sector 

concerned to maintain or create a share in the market for the goods and 

services in question; (b) the nature of the goods or services; (c) the 

characteristics of the market concerned; (d) the scale and frequency of use of 

the mark; (e) whether the mark is used for the purpose of marketing all the 

goods and services covered by the mark or just some of them; (f) the evidence 

that the proprietor is able to provide; and (g) the territorial extent of the 

use: Ansul at [38] and [39]; La Mer at [22]-[23]; Sunrider at [70]-[71], 
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[76]; Centrotherm at [72]-[76]; Reber at [29], [32]-[34]; Leno at [29]-[30], 

[56]; Ferrari at [33]. 

(7) Use of the mark need not always be quantitatively significant for it to be 

deemed genuine. Even minimal use may qualify as genuine use if it is deemed 

to be justified in the economic sector concerned for the purpose of creating or 

preserving market share for the relevant goods or services. For example, use 

of the mark by a single client which imports the relevant goods can be sufficient 

to demonstrate that such use is genuine, if it appears that the import operation 

has a genuine commercial justification for the proprietor. Thus there is no de 

minimis rule: Ansul at [39]; La Mer at [21], [24] and [25]; Sunrider at 

[72]; Leno at [55]. 

(8) It is not the case that every proven commercial use of the mark may 

automatically be deemed to constitute genuine use: Reber at [32].” 

13) The relevant period in which the opponent must show genuine use of its earlier 

marks is the five-year period ending on the date of filing of the applicant’s mark, namely 

08 May 2019 to 07 May 2024.  

 

14) Mr Fagan explains that he has been the opponent’s Finance Director and 

Company Secretary since 10 December 2021. He also states that: 

 

• The opponent was established in 1975 and, for almost 50 years, has supplied 

a wide range of high-quality retail-ready ambient and frozen foods to retail, 

industrial and foodservice customers both in the UK and overseas. The 

opponent has a turnover of over £23 million annually and has also, since 2021, 

been part of a group of companies that generates annual sales of around £1.1 

billion, focusing on the supply of pan-Asian foods throughout Asia, the US and 

Europe. 

• The opponent has won a number of prestigious industry awards over the years 

and is world renowned for quality. For example, the opponent’s export 

successes have been recognised by the Queen’s Award for Export 
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Achievement and other export awards. No further information is given about 

these awards or the dates on which they were given. 

• The opponent is well renowned for foodstuffs, in particular seafood and grocery 

products throughout the UK and is a leading player in the marketing and selling 

of foodstuffs. 

• The opponent has significant expertise and reputation in pan-Asian foods. The 

mark SHANGRI-LA is applied to such foods and is one of the opponent’s 

premier brands, having been used to a significant extent, and continuously, 

since at least 1999. 

• Turnover figures for ‘goods’ provided under the mark SHANGRI-LA between 

2020 and 2024 are provided, as follows: 

 

2020  £124,000 

2021  £406,000      

2022  £328,000 

2023   £239,000 

2024   £73,000 

 

• Exhibit A is said to show examples of use on seafood and grocery products, 

including prepared meals, pasta dishes, preparations made from cereals, 

sauces, cooking sauces, packaged foods consisting of sauces, rice or pasta 

and stir fry meals. The examples in this exhibit which are dated within the 

relevant five-year period show 3 screenshots from the opponent’s website 

www.scofro.com; two are dated January 2023 and one is dated May 2023.5 The 

mark SHANGRI-LA is shown on one pack of noodles in the screenshot from 

May 2023. In the screenshots from January 2023, it is shown in use as a 

heading above the following list of goods: ‘Surimi, prawns and a range of value 

added seafood products’ and in the statement: ‘Our popular instant noodles are 

available in a wide range of brands including, Express, China Sea, Lagoon, 

Shangri La, Mie, Mie and many more’ (my emphasis). Three similar 

screenshots are provided dated 2016; these are outside the relevant five-year 

 
5 At the bottom of the page, the witness says this is from 14 March 2023. However, the date on the 
screenshot itself, in the top right-hand corner, is 14 May 2023. 
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period for proving genuine use. A selection of photographs is provided on the 

last page of the exhibit said to be examples of the opponent’s packaging used 

over ‘the last 5-6 years’. These show use of SHANGRI-LA on packets of 

noodles and one packet of seafood sticks. A screenshot of the opponent’s 

website from 31 March 2025 refers to the opponent’s noodle brands which 

includes Shangri La; this falls after the filing date of the contested mark. 

• The opponent has made considerable investment in its SHANGRI-LA brand 

which always features significantly in the opponent’s marketing efforts including 

at International Food Exhibitions. Details of promotional expenditure for 2025 

at the International Food Exhibition is provided (in excess of £20,000). This falls 

after the filing date of the contested mark. 

• Exhibit B is said to show examples of marketing literature showcasing the 

opponent’s products. This consists of a single undated page entitled ‘HALF A 

CENTURY OF PAN-ASIAN MANUFACTURING EXPERTISE’. The page refers 

to the opponent having supplied ‘retail-ready branded and own-label products’ 

for nearly 50 years across the UK and Europe. The final sentence of the exhibit 

states ‘…we proudly offer products under our Shirakiku and Shangri-la brands’ 

(my emphasis). 

• Exhibit C does not appear to be referred to in Mr Fagan’s witness statement. 

It consists of a single undated screenshot from the website www.ife.co.uk. 

Although undated, it does state that ‘In 2025 Sco-Fro Foods proudly celebrates 

50 years in business…’ which suggests that it emanates from 2025. It further 

states, inter alia, that the opponent has been supplying ‘retail-ready branded 

and own label products to UK and European supermarkets, foodservice and 

B2B customers’ and ‘Sco-Fro supply a wide range of products within the 

ambient and frozen sectors under retailer brands and their own Shangri La and 

Asian table brands…’ (my emphasis). 

 

Assessment of the evidence 

 

15) In its submissions in lieu6, the opponent points out that the applicant has not 

challenged the opponent’s evidence by way of cross-examination. As such, it contends 

 
6 [16] – [17] 
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that the applicant should be deemed to have accepted that there has been genuine 

use of the earlier marks for all of the goods relied upon. I do not accept this. Firstly, 

even in the absence of cross examination, I must still be satisfied that the evidence is 

sufficiently solid7 to prove genuine use (and, indeed, sufficient to establish reputation 

and goodwill for the purposes of the claims made under sections 5(3) and 5(4)(a)). I 

should not assess the evidence uncritically.8 Secondly, the applicant made a number 

of criticisms of the opponent’s evidence in its submissions in reply. Those criticisms 

clearly indicate that the applicant has not accepted that the opponent has provided 

genuine use (or goodwill or reputation). I further note that the opponent had the 

opportunity to respond to those criticisms with further evidence but opted not to do so. 

I keep these factors in mind when assessing the evidence before me. I also remind 

myself that genuine use requires that ‘the use must be by way of real commercial 

exploitation of the mark on the market for the relevant goods’.  

 

16) Much of Mr Fagan’s evidence talks about the opponent company itself and its large 

annual turnover figures, renown and awards that it has won (as per the first three bullet 

points in my evidence summary). However, the evidence relating to the use made of 

the particular marks relied upon is thin and lacking in specificity. I say this for the 

reasons given below. 

 

17) Firstly, although Mr Fagan has provided turnover figures for goods provided under 

the mark SHANGRI-LA for 2020 – 2024, these are not broken down in any way. As 

such, it is impossible to tell what proportion of them relate to the various kinds of goods 

relied upon. There is also nothing else in the evidence to shed any light on this such 

as, for example, invoices showing sales of certain kinds of product(s) which may have 

enabled me to gauge the scale of use for the various kinds of foodstuffs relied upon. 

The examples of use shown in the relevant period in Exhibit A also do not assist the 

opponent on this point. Whilst they do show that the opponent offered for sale noodles 

and certain kinds of seafood on its website in 2023 under the earlier marks, the scale 

and frequency of use for those goods is far from clear. Absent further explanation from 

 
7 Awareness Limited v Plymouth City Council BL O/236/13 [22], Daniel Alexander QC (as he then 
was), as the Appointed Person. 
8 Pan World Brands Limited v Tripss Limited BL O/161/07 [37], Richard Arnold Q.C. (as he then was) 
as the Appointed Person 
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Mr Fagan on this matter, I am unable to infer that a significant proportion of the 

turnover figures are likely to relate to sales of those particular kinds of goods or that 

there has been real commercial exploitation of the earlier marks in relation to those 

goods in the UK. The opponent is in an even worse position as regards any of the 

other kinds of foodstuffs relied upon (other than noodles and seafood) for which there 

are no examples of use shown in the evidence at all; the only evidence in relation to 

other kinds of foodstuffs is Mr Fagan’s bald statement that there has been use in 

relation to them.  

 

18) In addition to the above deficiencies, the marketing literature in Exhibits B and C 

also does not shed any light on matters. Although both exhibits refer to the opponent 

company having offered products under the Shangri La brand, these too are lacking 

in specificity about the precise kinds of foodstuffs that were provided. Furthermore, the 

promotional spend of over £20,000 at the International Food Exhibition was made in 

2025 which is after the filing date of the contested mark. Therefore, none of this 

evidence assists the opponent. 

 

19) Bearing all of this in mind and standing back and viewing the evidence collectively, 

I find that it is not sufficient to demonstrate that there has been real commercial 

exploitation of the earlier marks in the UK during the relevant period for any of the 

goods relied upon. The opponent has failed to establish genuine use. Consequently, 

the opponent cannot rely upon its earlier registered marks in this opposition. The 

claims under sections 5(1), 5(2)(a), 5(2)(b) and 5(3) of the Act fail. 

 

Section 5(4)(a) 

 

20) Section 5(4)(a) states:  

“(4) A trade mark shall not be registered if, or to the extent that, its use in the 

United Kingdom is liable to be prevented- 

(a) by virtue of any rule of law (in particular, the law of passing off) 

protecting an unregistered trade mark or other sign used in the course 

of trade, where the condition in subsection (4A) is met, 
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(aa) […] 

(b) […] 

A person thus entitled to prevent the use of a trade mark is referred to in this 

Act as the proprietor of an “earlier right” in relation to the trade mark.” 

21) Subsection (4A) of Section 5 states: 

“(4A) The condition mentioned in subsection (4)(a) is that the rights to the 

unregistered trade mark or other sign were acquired prior to the date of 

application for registration of the trade mark or date of the priority claimed for 

that application.” 

22) In Discount Outlet v Feel Good UK, [2017] EWHC 1400 IPEC, Her Honour Judge 

Melissa Clarke, sitting as a deputy Judge of the High Court, conveniently summarised 

the essential requirements of the law of passing off as follows:  

 

“55. The elements necessary to reach a finding of passing off are the ‘classical 

trinity' of that tort as described by Lord Oliver in the Jif Lemon case  (Reckitt & 

Colman Product v Borden [1990] 1 WLR 491 HL, [1990] RPC 341, HL), namely 

goodwill or reputation; misrepresentation leading to deception or a likelihood of 

deception; and damage resulting from the misrepresentation. The burden is on 

the Claimants to satisfy me of all three limbs.  

 

56. In relation to deception, the court must assess whether "a substantial 

number" of the Claimants' customers or potential customers are deceived, but 

it is not necessary to show that all or even most of them are deceived (per 

Interflora Inc v Marks and Spencer Plc [2012] EWCA Civ 1501, [2013] FSR 

21).” 

 

Relevant date 

 

23) In Advanced Perimeter Systems Limited v Multisys Computers Limited, BL O-410-

11, Mr Daniel Alexander QC (as he then was), sitting as the Appointed Person, 
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considered the relevant date for the purposes of section 5(4)(a) of the Act and 

concluded as follows: 

 

“43. In SWORDERS TM O-212-06 Mr Alan James acting for the Registrar well 

summarised the position in s.5(4)(a) proceedings as follows:  

 

‘Strictly, the relevant date for assessing whether s.5(4)(a) applies is 

always the date of the application for registration or, if there is a priority 

date, that date: see Article 4 of Directive 89/104. However, where the 

applicant has used the mark before the date of the application it is 

necessary to consider what the position would have been at the date of 

the start of the behaviour complained about, and then to assess whether 

the position would have been any different at the later date when the 

application was made.’” 

 

In the instant case, the opponent must show that it had the necessary goodwill at the 

filing date of the contested mark, namely 07 May 2024.  

 

What is Goodwill? 

 

24) In Inland Revenue Commissioners v Muller & Co’s Margarine Ltd [1901] AC 217 

(HOL) the Court stated: 

 

“What is goodwill? It is a thing very easy to describe, very difficult to define. It 

is the benefit and advantage of the good name, reputation and connection of a 

business. It is the attractive force which brings in custom. It is the one thing 

which distinguishes an old-established business from a new business at its first 

start.” 

 

25) In terms of the evidence that is required to establish the existence of goodwill, in 

South Cone Incorporated v Jack Bessant, Dominic Greensmith, Kenwyn House and 

Gary Stringer (a partnership) [2002] RPC 19 (HC), Pumfrey J. stated: 
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“27. There is one major problem in assessing a passing of claim on paper, as 

will normally happen in the Registry. This is the cogency of the evidence of 

reputation and its extent. It seems to me that in any case in which this ground 

of opposition is raised the registrar is entitled to be presented with evidence 

which at least raises a prima facie case that the opponent's reputation extends 

to the goods comprised in the applicant's specification of goods. The 

requirements of the objection itself are considerably more stringent that the 

enquiry under s.11 of the 1938 Act (see Smith Hayden & Co. Ltd's Application 

(OVAX) (1946) 63 R.P.C. 97 as qualified by BALI Trade Mark [1969] R.P.C. 

472). Thus the evidence will include evidence from the trade as to reputation; 

evidence as to the manner in which the goods are traded or the services 

supplied; and so on. 

 

28. Evidence of reputation comes primarily from the trade and the public, and 

will be supported by evidence of the extent of use. To be useful, the evidence 

must be directed to the relevant date. Once raised, the applicant must rebut the 

prima facie case. Obviously, he does not need to show that passing off will not 

occur, but he must produce sufficient cogent evidence to satisfy the hearing 

officer that it is not shown on the balance of probabilities that passing off will 

occur.” 

 
26) However, in Minimax GmbH & Co KG v Chubb Fire Limited [2008] EWHC 1960 

(Pat) Floyd J. (as he then was) stated that: 

 

“[The above] observations are obviously intended as helpful guidelines as to 

the way in which a person relying on section 5(4)(a) can raise a case to be 

answered of passing off. I do not understand Pumfrey J to be laying down any 

absolute requirements as to the nature of evidence which needs to be filed in 

every case. The essential is that the evidence should show, at least prima facie, 

that the opponent's reputation extends to the goods comprised in the 

application in the applicant's specification of goods. It must also do so as of the 

relevant date, which is, at least in the first instance, the date of application.” 
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27)  The opponent relies upon use of SHANGRI-LA/Shangri-La in relation to 

‘foodstuffs’, since 1999.  

 

28) I have already summarised the opponent’s evidence earlier in this decision. I bear 

in mind that some of the evidence which was not relevant for assessing genuine use 

(because it fell before the relevant five-year period), is relevant when it comes to 

assessing whether the opponent had the requisite goodwill at the relevant date. For 

example, the screenshots of the opponent’s website from 2016 can be taken account 

here. However, many of the deficiencies in the opponent’s evidence which I identified 

earlier are also relevant here. Again, a key problem for the opponent is that it has not 

provided a breakdown of its turnover figures nor, indeed, does Mr Fagan state that 

such figures pertain, specifically, to sales to UK customers. This is important because 

goodwill requires customers in the UK. These deficiencies coupled with the small 

number of examples of use of the earlier signs and the lack of any other evidence to 

shed light on the nature and scale of use in the UK, means that I am unable to find 

that the opponent had the requisite goodwill for ‘foodstuffs’ at large or any specific sub-

category of foodstuffs in the UK at the relevant date in relation to the signs relied upon. 

The claim under section 5(4)(a) of the Act fails. 

 

OVERALL OUTCOME 

 

29) The opposition fails. 

 

COSTS 

 

30) The applicant has been successful and is entitled to an award of costs. Using the 

scale in Tribunal Practice Notice 1/2023 as guidance, I award the applicant costs on 

the following basis: 

        

Preparing a counterstatement and considering  

the other side’s statement        £300 

 

Written submissions (evidence rounds)      £350 
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Written submissions (in lieu of a hearing)     £350 

 

Total:           £1000 

 

31) I order Sco-Fro Group Ltd to pay Shangrila Foods (Private) Limited the sum of 

£1000. This sum is to be paid within twenty-one days of the expiry of the appeal period 

or within twenty-one days of the final determination of this case if any appeal against 

this decision is unsuccessful.  

 

Dated this 23rd day of September 2026 
 
 

 

Beverley Hedley 

For the Registrar 




