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BACKGROUND AND PLEADINGS 

 

1. These proceedings concern an opposition filed on 9 January 2020 by Christopher 

Kingsley and Jason Kingsley (“the opponents”) to an application made on 21 

November 2019 by This Ain’t Rock N’ Roll Limited (“the applicant”) to register 

EXTINCTION REBELLION as a trade mark in the United Kingdom. The application 

was accepted and published on 6 December 2019 in respect of the following goods: 

 

Class 9 

Magnetic badges. 

 

Class 14 

Metal badges for wear [precious metal]. 

 

Class 18 

Bags; Luggage, bags, wallets and other carriers. 

 

Class 25 

Clothing; Footwear; Headgear. 

 

Class 26 

Button badges; Embroidered badges; Buttons; Buttons for clothing; Novelty 

buttons [badges] for wear. 

 

2.  The opposition is based on sections 5(2)(b), 5(3) and 3(6) of the Trade Marks Act 

1994 (“the Act”) and concerns all the goods in the application. Under sections 5(2)(b) 

and 5(3), the opponents are relying on UK Trade Mark (UKTM) No. 3242869, which is 

a series of two marks: REBELLION and Rebellion. The application for this series was 

made on 11 July 2017, with a priority date of 24 January 2017.1 The UKTM was 

registered on 20 October 2017. It is registered for goods and services in Classes 9, 

16, 18, 21, 24, 25, 28, 35, 38, 41, 42 and 45.  

 

 
1 Priority is based on EU Trade Mark (EUTM) No. 016285793. 
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3.  The opponents claim under section 5(2)(b) that there is a likelihood of confusion as 

the marks are similar and the following goods are identical or similar to the goods in 

the application: 

 

Class 18 

Leather and imitations of leather; animal skins and hides; luggage and carrying 

bags; umbrellas and parasols; walking sticks; whips, harness and saddlery; 

collars, leashes and clothing for animals; Airline travel bags; all-purpose carrying 

bags; all-purpose leather straps; all-purpose sports bags; articles of luggage being 

bags; attaché cases; bags and holdalls for sports clothing; bags for sports; bags 

for sports clothing; barrel bags; beach bags; beach umbrellas; blinkers for horses; 

business card cases; business card cases in the nature of wallets; business cases; 

cosmetic cases sold empty; covers for horse saddles; credit card cases [wallets]; 

daypacks; dog collars and leads; flexible bags for garments; garment bags for 

travel; golf umbrellas; gym bags; handbags; haversacks; hiking bags; horse rugs; 

jewelry bags of textile material [empty]; key cases; kit bags; leather bags and 

wallets; leather wallets; luggage; luggage tags; overnight bags; overnight 

suitcases; saddlery; school book bags; school backpacks; shopping bags; small 

backpacks; sports packs; suitcases; toilet bags; tool bags; travel baggage; 

umbrellas. 

 

Class 24 

Textiles and substitutes for textiles; household linen; curtains of textile or plastic. 

Adhesive labels of textile; bags specifically adapted for sleeping bags; banners of 

textile; banners of textile or plastic; bath linen; bathroom towels of textile; bed 

blankets; bed coverings; bed linen; bed quilts; bed throws; blankets for household 

pets; children’s bed sheets; children’s towels; cloths for removing make-up; 

coasters of textile; continental quilts; cotton fabrics; covers for cushions; curtain 

fabrics; curtains; drapes; duvet covers; eiderdown covers; fabrics for textile use; 

face towels of textile; flags of textile or plastic; glass cloths [towels]; golf towels; 

hand towels of cotton; hand towels of textile; picnic blankets; pillowcases; printed 

fabrics; printed textile labels; sheets [textile]; shower curtains; sleeping bags; 

tablecloths of textile; table linen of textile; textile material; towels of cotton; towels 

of textile; travel throws. 
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Class 25 

Clothing; footwear; headgear; hooded sweatshirts; shirts; sweatshirts; t-shirts; 

vests; fancy dress costumes; costumes; underwear; socks; parts, accessories or 

fittings for the aforesaid.  

 

4.  Under section 5(3), the opponents claim that, as a result of “considerable” sales of 

goods and services and the sustained use of its mark over a long period, the earlier 

mark has a reputation for the following goods: 

 

Class 9 

Computer games.2 

 

The opponents claim that on account of the similarities between the marks and the 

reputation the earlier mark enjoys, it is likely that the relevant public will believe that 

the trade marks are used by the same undertaking or that there is an economic 

connection between the users of the marks. 

 

5.  In addition, the opponents claim that use of the contested mark would be detrimental 

to the reputation of the earlier mark as the public might reject the opponents’ goods in 

the belief that they support the actions of the climate activist movement Extinction 

Rebellion (“XR”). The opponents describe at least some of these actions as “illegal” 

and “highly provocative”. 

 

6.  Under section 3(6), the opponents claim that the trade mark should not be 

registered as the application was made in bad faith. It quotes an extract from XR’s 

website which reads as follows: 

 

“Extinction Rebellion (XR) is a do-it-together movement. All our design and 

artwork can be used non-commercially for the purpose of planet saving. 

This does not mean creating merchandise for fundraising or sending XR a 

 
2 The opponents had originally claimed a reputation in Computer software in Class 9; Provision of on-
line computer games, Publishing services, and Exhibition, distribution or production of films or software 
in Class 41; and Design of computer game software in Class 42. In its evidence, the opponents state 
that reputation is only claimed in relation to Computer games. 
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percentage of your sales. We do not endorse or create any merchandise 

and we will pursue and prosecute anyone who does.” 

 

7.  On the basis of this extract, the opponents claim that the applicant has no intention 

to use the mark for the contested goods. They also question the status of the applicant 

and require it to prove that it owns the right, or is licensed, to exploit the intellectual 

property of “Extinction Rebellion”. In the absence of such proof, they aver, there is a 

presumption that the application is made in bad faith. 

 

8.  The applicant filed a defence and counterstatement denying the claims made. It 

describes its role as managing and protecting the interests of XR, and states that it 

holds the marks on trust for the movement, and therefore is permitted to make this 

application. In particular, it denies the following: 

 

• The claim under section 5(2)(b) that the marks are visually, phonetically and 

conceptually similar because they both contain the word “REBELLION”; 

• That the contested goods are similar to the opponents’ goods; 

• That there is a likelihood of confusion on the part of the public; 

• That there will be detriment caused to the reputation of the earlier mark as a 

result of the applicant’s actions, and it puts the opponents to proof that they 

have a reputation for the goods claimed; and 

• The claim under section 3(6) that the applicant has no intention of using the 

mark for the applied-for goods and says that the opponents have misinterpreted 

the text from the website. It states that it has applied for the mark on behalf of 

Extinction Rebellion who will be using the mark on the contested goods.  

 

9.  It also denies the characterisation of XR made by the opponents: 

 

“The Applicant accepts that Extinction Rebellion is known for its disruptive 

protests however the Applicant does not promote any violence and 

communicates and cooperates with the police fully when planning its 

protests. Their protests and actions are done in full public view and are 

praised by many politicians, celebrities and public figures.” 
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10.  Both parties filed evidence. I shall summarise this to the extent that I consider 

necessary. They also made written submissions on 13 January 2021 in lieu of a 

hearing. I shall not summarise these, but will refer to them where appropriate in my 

decision, which has been taken following a careful consideration of the papers. 

 

11.  In these proceedings, the opponents are represented by Brand Protect Limited 

and the applicant by McDaniel & Co. 

 

EVIDENCE 

 

Opponent’s evidence 

 

12.  The opponent’s evidence comes from Chris Kingsley, a director of a number of 

companies including Rebellion Developments Limited, Rebellion A/S and Rebellion 

Publishing Limited. In his witness statement, which is dated 3 August 2020, he refers 

to these companies as “Rebellion”. In my summary of his evidence, I shall do likewise. 

 

13.  Mr Kingsley adduces evidence from a number of websites to show that the 

applicant has no connection with XR. Print-outs from the Companies House website 

and LinkedIn give details of the current officers of the applicant and describe it as “a 

marketing and advertising agency”.3 Mr Kingsley states that print-outs from XR’s own 

website and Wikipedia in Exhibit 2 make no reference to the applicant or its directors.  

 

14.  Further print-outs from the XR’s website are to be found in Exhibit 3. Mr Kingsley 

draws attention to the Copyright Information from which the opponents quoted in their 

Statement of Grounds.4 He states that a search for “merchandise” on that site 

produced no results and there is no online shop. The Exhibit also includes a Tweet 

from 25 April 2019: 

 

 
3 Exhibit 1. 
4 See paragraph 7 above. 
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15.  Exhibit 4 contains information from a website www.extinctionsymbol.info, a link to 

which is included in the copyright notice referred to above. This purports to be from 

the designer of the “hourglass symbol” (shown in the top left-hand corner of the Tweet 

reproduced above) forbidding its use on merchandise. Mr Kingsley states that: 

 

“The evidence at Exhibits 3 and 4 suggests that the Applicant has no right 

to use the applied for mark in relation to the applied for goods. It is dishonest 

to appropriate a right or possession knowing that the right or possession 

belongs to another. The Applicant has not shown any evidence allowing it 

to appropriate the sign ‘EXTINCTION REBELLION’. Furthermore, without 

such evidence in writing allowing the Applicant to use and register the sign, 

and in contravention of the clear words of the Extinction Rebellion society, 

it must be assumed that the Application is made knowing that EXTINCTION 

REBELLION belongs to another and that Extinction Rebellion, if it could, 

would object to such an appropriation for commercial use. The Applicant, 

because of the clear words stated by Extinction Rebellion, cannot have the 

licence or consent to use the words ‘EXTINCTION REBELLION’ and 

therefore without that consent or licence, the application is an attempt to 

dishonestly appropriate that goodwill.”5 

 

16.  The next section of Mr Kingsley’s witness statement is directed towards showing 

proof of the reputation of the earlier mark. He states that Rebellion was founded in 

1992. The history of the company is set out in an extract from its website which was 

printed on 20 July 2020. Games it has produced include Alien vs Predator, Rogue 

 
5 Paragraph 9. 
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Trooper, Sniper Elite and Zombie Army. A list of games produced by the company can 

also be found in the Wikipedia entry and screenshots from mobygames.com. Chris 

and Jason Kingsley have both been honoured with OBEs for their contribution to the 

UK games industry.6 

 

17.  Mr Kingsley states that, in whatever format the games are purchased, the 

REBELLION mark is visible. The images below are taken from Exhibit 6 and show 

screenshots from the Steam video game distribution service, the Playstation store, and 

Amazon. The games shown were released in 2017 and 2018, but the screenshots 

were taken on 30 June 2020. 

 

 

 
6 Exhibit 5. 
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18.  Sales on Steam are shown in the table below. There is nothing to tell me where 

the customers are located. 

 

Year Sales (£) 
2014-15 1,109,249 

2015-16 1,351,372 

2016-17 1,231,879 

2017-18 1,644,556 

2018-19 2,891,442 

2019-20 1,348,125 

 

19.  Rebellion has also worked to develop a game with the US National Guard. The 

first version was released in 2006. A screenshot from www.techsupportalert.com 

shows that it was still available for download in 2016.7 

 

20.  Exhibit 9 contains details of nominations and awards received by Rebellion. The 

games nominated include Sniper Elite 4 (BAFTA Best British Game nominee, 2017, 

and TIGA Games Industry Awards, Best Visual Design, 2017), Sniper Elite V2 (TIGA 

Games Industry Awards, Best Arcade Game nominee, 2019), Arca’s Path VR (TIGA 

Games Industry Awards, Best Casual Game nominee, 2019), Battlezone Gold Edition 

(TIGA Games Industry Awards, Best Arcade Game nominee, 2018). Rebellion also 

won the 2017 TIGA Games Industry Award for Best Independent Studio (Large).8 

 

21. The final part of Mr Kingsley’s witness statement contains evidence directed at 

supporting the claim that use of the applied-for mark would be detrimental to the 

reputation of the earlier mark. Exhibits 10-12 consist of a series of articles from sources 

such as The Guardian, BBC News website, Evening Standard, The Telegraph and the 

Sky News website. The earliest is dated 21 November 2018 and the most recent 

17 January 2020. They report on XR’s protests in London, Edinburgh and Manchester, 

and on the inclusion of XR in a list of extremist ideologies in a guide produced by 

Counter Terrorism Policing South East on safeguarding young people and adults from 

 
7 Exhibit 8. 
8 In paragraph 22 of his witness statement, Mr Kingsley describes TIGA as “the network for games 
developers and publishers and the trade association representing the video games industry”. 
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ideological extremism. Those articles quote the police as saying that inclusion of the 

movement was “an error of judgement”.9 

 

22.  Exhibit 13 is a survey produced by YouGov dated 18 October 2019. It states that 

in the first week of October 2019, 37% of British people supported the actions of XR 

to some extent, with 12% strongly backing their protests. 53% said they opposed the 

actions to some extent, with 33% of the public strongly opposed. Further news articles 

are supplied from sources Huffpost, Independent, The Guardian and The Telegraph 

are also to be found in this exhibit. These date from 15 October 2019 to 20 October 

2019. 

 

Applicant’s Evidence 

 

23.  The applicant’s evidence comes from Charlie Waterhouse, a graphic designer, 

director of the applicant since 2010 and member of XR’s art group since it was founded 

in May 2018. His witness statement is dated 5 October 2010. 

 

24.  Mr Waterhouse states that the descriptions of XR in Exhibit 2 to Mr Kingsley’s 

statement are fair, but not complete. His Exhibit CW1 contains a list of all the founders 

of the movement, taken from the FAQ section of XR’s website.  

 

25.  In Exhibit CW2 are articles from The Guardian, The “i”, Quartz and “typeroom” 

dated from 16 April 2019 to 24 November 2019 which describe the role of the applicant 

in developing the graphic design and branding used by XR. The XR name and logo 

are prominently shown on a screenshot from the applicant’s website dated 

4 September 2019 and retrieved via the Wayback Machine.10 Another screenshot from 

the applicant’s website dated 23 November 2018 shows a blogpost on work done for 

the movement.11 Exhibits CW8 and CW9 show the applicant’s Instagram and Twitter 

accounts which, Mr Waterhouse states, show the association between the applicant 

and XR. 

 

 
9 See, for example, Exhibit 12, page 11. 
10 Exhibit CW6. 
11 Exhibit CW7. 
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26.  Mr Waterhouse states that the applicant was given permission to file an application 

for a trade mark, and to exploit it commercially, in July 2019 by two of Extinction 

Rebellion’s co-founders (Ms F and Ms B) and its finance lead (Mr M). A copy of email 

correspondence between the applicant’s representatives and Ms F confirms that she 

gave the go-ahead to file a trade mark application on 31 October 2019.  

 

27.  Mr Waterhouse states that the applicant is already using, or intends to make use 

of, the contested mark: 

 

“… Use is already made for most of those goods. Where goods bearing the 

mark of the Application are provided to members of the public at the 

moment, they are provided on a ‘pay what you can’ basis. That will mean 

that in some instances goods will be given to some members of the public 

without the person who receives these goods themselves making a 

payment in return for them, but in most situations a payment will be made 

in return for those goods by the person receiving them. Where the goods 

are not paid for directly by the person receiving them, the ability to provide 

those goods is made possible by donations, either of money or of time, from 

others. For example, free provision of a bag bearing the mark of the 

Application can arise from the donation of time by people attending a sewing 

and embroidery group for the benefit of Extinction Rebellion.”12 

 

28.  The rest of Mr Waterhouse’s statement consists of submissions on the claim that 

the relevant public will make a link between the marks and that the opponents will 

suffer damage. I shall return to these later in my decision. 

 

DECISION 

 

29.  Although the UK has left the EU, section 6(3)(a) of the European (Withdrawal) Act 

2018 requires tribunals to apply EU-derived national law in accordance with EU law as 

it stood at the end of the transition period. The provisions of the Trade Marks Act relied 

 
12 Paragraph 20. 
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on in these proceedings are derived from an EU Directive. This is why this decision 

continues to make reference to the trade mark case-law of EU courts. 

 

Section 5(2)(b) 
 
30.  Section 5(2)(b) of the Act is as follows: 

 

“A trade mark shall not be registered if because – 

 

… 

 

(b) it is similar to an earlier trade mark and is to be registered for goods or 

services identical with or similar to those for which the earlier trade mark 

is protected, 

 

there exists a likelihood of confusion on the part of the public, which includes 

the likelihood of association with the earlier trade mark.” 

 

31.  An “earlier trade mark” is defined in section 6(1) of the Act as: 

 

“(a) a registered trade mark, international trade mark (UK), a European 

Union trade mark or international trade mark (EC) which has a date of 

application for registration earlier than that of the trade mark in question, 

taking account (where appropriate) of the priorities claimed in respect of the 

trade marks, 

 

(b) a European Union trade mark or international trade mark (EC) which has 

a valid claim to seniority from an earlier registered trade mark or 

international trade mark (UK) even where the earlier trade mark has been 

surrendered or its registration has expired, 

 

(ba) a registered trade mark or international trade mark (UK) which –  
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(i) has been converted from a European Union trade mark or international 

trade mark (EC) which itself had a valid claim to seniority within 

paragraph (b) from an earlier trade mark, and 

 

(ii) accordingly has the same claim to seniority, or  

 

(c) a trade mark which, at the date of application for registration of the trade 

mark in question or (where appropriate) of the priority claimed in respect of 

the application, was entitled to protection under the Paris Convention or the 

WTO agreement as a well known trade mark.” 

 

32.  The registration upon which the opponents rely qualifies as an earlier trade mark 

under the above provision. As the mark was registered within the five years before the 

application date of the contested mark, it is not subject to proof of use and the opponent 

is therefore entitled to rely on all the goods listed in the notice of opposition. 

 

33.  In considering the opposition under this section, I am guided by the following 

principles, gleaned from the decisions of the Court of Justice of the European Union 

(CJEU) in SABEL BV v Puma AG (Case C-251/95), Canon Kabushiki Kaisha v Metro-

Goldwyn-Mayer Inc (Case C-39/97), Lloyd Schuhfabrik Meyer & Co GmbH v Klijsen 

Handel BV (Case C-342/97), Marca Mode CV v Adidas AG & Adidas Benelux BV 

(Case C-425/98), Matratzen Concord GmbH v Office for Harmonisation in the Internal 

Market (Trade Marks and Designs) (OHIM) (Case C-3/03), Medion AG v Thomson 

Multimedia Sales Germany & Austria GmbH (Case C-120/04), Shaker di L. Laudato & 

C. Sas v OHIM (Case C-334/05 P) and Bimbo SA v OHIM (Case C-519/12 P): 

 

a) the likelihood of confusion must be appreciated globally, taking account of all 

relevant factors; 

 

b) the matter must be judged through the eyes of the average consumer of the 

goods or services in question. The average consumer is deemed to be 

reasonably well informed and reasonably circumspect and observant, but 

someone who rarely has the chance to make direct comparisons between marks 

and must instead rely upon the imperfect picture of them they have kept in their 
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mind, and whose attention varies according to the category of goods or services 

in question; 

 

c) the average consumer normally perceives a mark as a whole and does not 

proceed to analyse its various details; 

 

d) the visual, aural and conceptual similarities of the marks must normally be 

assessed by reference to the overall impressions created by the marks bearing 

in mind their distinctive and dominant components, but it is only when all other 

components of a complex mark are negligible that it is permissible to make the 

comparison solely on the basis of the dominant elements; 

 

e) nevertheless, the overall impression conveyed to the public by a composite 

trade mark may be dominated by one or more of its components; 

 

f) however, it is also possible that in a particular case an element corresponding 

to an earlier trade mark may retain an independent distinctive role in a composite 

mark, without necessarily constituting a dominant element of that mark; 

 

g) a lesser degree of similarity between the goods or services may be offset by a 

greater degree of similarity between the marks and vice versa; 

 

h) there is a greater likelihood of confusion where the earlier mark has a highly 

distinctive character, either per se or because of the use that has been made of 

it; 

 

i) mere association, in the strict sense that the later mark brings the earlier mark 

to mind, is not sufficient; 

 

j) the reputation of a mark does not give grounds for presuming a likelihood of 

confusion simply because of a likelihood of association in the strict sense; and  
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k) if the association between the marks creates a risk that the public will wrongly 

believe that the respective goods or services come from the same or 

economically-linked undertakings, there is a likelihood of confusion. 

 

Comparison of Goods 

 

34.  It is well established by the case law that I must make my comparison of the goods 

and services on the basis of all relevant factors. These include the nature of the goods 

and services, their purpose, their users and method of use, the trade channels through 

which they reach the market, and whether they are in competition with each other or 

complementary: see Canon, paragraph 23, and British Sugar Plc v James Robertson 

& Sons Limited (TREAT Trade Mark) [1996] RPC 281 at [296]. Goods and services 

are complementary when 

 

“… there is a close connection between them, in the sense that one is 

indispensable or important for the use of the other in such a way that 

customers may think that the responsibility for those goods lies with the 

same undertaking.”13 

 

35.  The goods to be compared are shown in the table below: 

 

Earlier goods/services Contested goods 
Class 18 

Leather and imitations of leather; animal skins 

and hides; luggage and carrying bags; umbrellas 

and parasols; walking sticks; whips, harness and 

saddlery; collars, leashes and clothing for 

animals; Airline travel bags; all-purpose carrying 

bags; all-purpose leather straps; all-purpose 

sports bags; articles of luggage being bags; 

attaché cases; bags and holdalls for sports 

clothing; bags for sports; bags for sports clothing; 

barrel bags; beach bags; beach umbrellas; 

blinkers for horses; business card cases; 

Class 9 

Magnetic badges. 

 

Class 14 

Metal badges for wear [precious metal]. 

 

Class 18 

Bags; Luggage, bags, wallets and other carriers. 

 

Class 25 

Clothing; Footwear; Headgear. 

 

 
13 Boston Scientific Ltd v OHIM, Case T-325/06, paragraph 82. 
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Earlier goods/services Contested goods 
business card cases in the nature of wallets; 

business cases; cosmetic cases sold empty; 

covers for horse saddles; credit card cases 

[wallets]; daypacks; dog collars and leads; 

flexible bags for garments; garment bags for 

travel; golf umbrellas; gym bags; handbags; 

haversacks; hiking bags; horse rugs; jewelry 

bags of textile material [empty]; key cases; kit 

bags; leather bags and wallets; leather wallets; 

luggage; luggage tags; overnight bags; overnight 

suitcases; saddlery; school book bags; school 

backpacks; shopping bags; small backpacks; 

sports packs; suitcases; toilet bags; tool bags; 

travel baggage; umbrellas. 

 

Class 24 

Textiles and substitutes for textiles; household 

linen; curtains of textile or plastic. Adhesive 

labels of textile; bags specifically adapted for 

sleeping bags; banners of textile; banners of 

textile or plastic; bath linen; bathroom towels of 

textile; bed blankets; bed coverings; bed linen; 

bed quilts; bed throws; blankets for household 

pets; children’s bed sheets; children’s towels; 

cloths for removing make-up; coasters of textile; 

continental quilts; cotton fabrics; covers for 

cushions; curtain fabrics; curtains; drapes; duvet 

covers; eiderdown covers; fabrics for textile use; 

face towels of textile; flags of textile or plastic; 

glass cloths [towels]; golf towels; hand towels of 

cotton; hand towels of textile; picnic blankets; 

pillowcases; printed fabrics; printed textile labels; 

sheets [textile]; shower curtains; sleeping bags; 

tablecloths of textile; table linen of textile; textile 

material; towels of cotton; towels of textile; travel 

throws. 

 

Class 26 

Button badges; Embroidered badges; Buttons; 

Buttons for clothing; Novelty buttons [badges] for 

wear. 
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Earlier goods/services Contested goods 
Class 25 

Clothing; footwear; headgear; hooded 

sweatshirts; shirts; sweatshirts; t-shirts; vests; 

fancy dress costumes; costumes; underwear; 

socks; parts, accessories or fittings for the 

aforesaid.  

 

36.  The applicant notes that the opponent relies on goods in Class 24 of the Nice 

Classification, even though that class does not form part of the application. However, 

the fact that goods appear in different classes does not, in itself, make them dissimilar, 

as is clear from section 60A(1) of the Act: 

 

“For the purposes of this Act goods and services –  

 

(a) are not to be regarded as being similar to each other on the ground that 

they appear in the same class under the Nice Classification; 

(b) are not to be regarded as being dissimilar from each other on the ground 

that they appear in different classes under the Nice Classification.” 

 

37.  The following goods in the contested application are self-evidently identical to 

goods covered by the earlier mark: Luggage, Clothing, Footwear and Headgear. 

 

38.  The applicant’s Bags and … bags, wallets and other carriers are broader terms 

which encompass many of the opponent’s Class 18 goods, airline travel bags, all-

purpose carrying bags and leather wallets being three examples. Where goods in one 

specification fall within a broader category covered by the other mark, they may be 

considered identical: see Gérard Meric v OHIM, Case T-133/05, paragraph 29. I find 

that the respective goods are identical. 

 

39.  The opponents submit that the applicant’s Buttons and Buttons for clothing in 

Class 26 are, on the same principle, identical to its Parts, accessories or fittings for 

clothing in Class 25. It is settled case law that words used in the specification of marks 

should be given their ordinary and natural meaning: see YouView TV Ltd v Total Ltd 
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[2012] EWHC 3158 (Ch), paragraph 12. The courts have also held that the class 

number may be taken into account “where the words chosen may be vague or could 

refer to goods or services in numerous classes”: see Pathway IP Sarl (formerly Regus 

No. 2 Sarl) v Easygroup Ltd (formerly Easygroup IP Licensing Limited), [2018] EWHC 

3608 (Ch), paragraph 94. The opponents’ term could refer to goods in more than one 

class and so I turn to the Explanatory Note for Class 25 of the Nice Classification. This 

states that Class 25 does not include “haberdashery accessories and fastenings for 

clothing, footwear and headwear” and gives as examples ribbons, zippers and buckles, 

proper to Class 26. In my view, Buttons and Buttons for clothing would fall into this 

category of goods, as fastenings for clothing. In contrast, Class 25 includes “parts of 

clothing, footwear and headwear, for example, cuffs, pockets, ready-made linings, 

heels and heelpieces, cap peaks, hat frames (skeletons)”. Consequently, I am unable 

to find that the applicant’s Buttons and Buttons for clothing are encompassed by the 

opponents’ goods. 

 

40.  The purpose and physical nature of the opponents’ and the applicant’s goods are 

different, although there is some similarity in method of use as parts of clothing and 

buttons will both be attached to clothes, most probably by stitching. There is some 

overlap in users. The goods are not in competition and they are generally sold in 

different shops or different parts of a department store. Given the differences in their 

physical nature, I do not consider that Buttons are complementary to Clothing or Parts 

of clothing. The average consumer would not expect them to come from the same or 

connected undertakings. In my view, Buttons and Buttons for clothing are dissimilar to 

Parts of clothing. However, if I am wrong in this, any similarity will be low. 

 

41.  The remaining goods are all types of badges. The opponents submit that their 

purpose is embellishment, although they are fixed to clothing in different ways (by 

safety pins in the case of Novelty buttons [badges] and Metal badges, magnetism in 

the case of Magnetic badges, and stitching for Embroidered badges). They also submit 

that the users are the same as those of clothing and that they are complementary: 

 

“When in use, the badge or novelty button is intrinsically linked to the 

garment to which it is affixed – the garment is therefore essential to the 
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enjoyment of the product and therefore the goods are complementary as 

per Canon.”14 

 

42.  The applicant’s submissions focus on the uses that the applicant itself makes of 

the goods, their particular users and trade channels. I must, however, consider the 

terms as they appear in the specification and any fair use that may be made of the 

mark. A trade mark owner may legitimately choose to change the way they market any 

goods or services covered by that mark. 

 

43.  Badges are used for communicating a message. This could be support for a 

political cause, band or sports team, or other information about the wearer (for 

example, that it is their birthday). They may also be used for purely decorative reasons. 

For clothing, these purposes are secondary to that of protecting the wearer from the 

elements. I agree with the opponents that the users are the same. The physical nature 

is different, except in the case of the Embroidered badges, which, like Clothing, will be 

made from textiles. I do not consider the goods to be in competition nor 

complementary. While clothing may be indispensable to the use of badges, the 

average consumer would not, in my view, expect them to be the responsibility of the 

same undertaking. Overall, I consider that they are dissimilar to the opponent’s goods. 

 

Average Consumer and the Purchasing Process 

 

44.  In Hearst Holdings Inc & Anor v A.V.E.L.A. Inc & Ors [2014] EWHC 439 (Ch), 

Birss J described the average consumer in these terms: 

 

“The trade mark questions have to be approached from the point of view of 

the presumed expectations of the average consumer who is reasonably well 

informed and reasonably circumspect. The parties were agreed that the 

relevant person is a legal construct and that the test is to be applied 

objectively by the court from the point of view of that constructed person. 

 
14 Opponents’ written submissions in lieu of a hearing, paragraph 22. 
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The word ‘average’ denotes that the person is typical. The term ‘average’ 

does not denote some form of numerical mean, mode or median.”15 

 

45.  The average consumer of clothing and bags and wallets is a member of the 

general public. They will buy them from a specialist retailer or a general clothing or 

department store, either visiting a physical shop or ordering from the internet or a 

printed catalogue. This means that the mark will be seen and so the visual element 

will be the most significant: see New Look Limited v OHIM, Joined cases T-117/03 to 

T-119/03 and T-171/03, paragraph 50. 

 

46.  However, I do not discount the aural element, as the consumer may in some cases 

be assisted by a member of staff. The price varies, but in many cases these goods will 

be frequent purchases. The consumer will pay attention to the size, the materials, the 

style and colours to ensure they buy a garment that fits them and achieves the effect 

they desire or a bag or wallet that meets their needs. In my view, the average consumer 

of these goods will be paying an average level of attention. 

 

Comparison of Marks 

 

47.  It is clear from SABEL (particularly paragraph 23) that the average consumer 

normally perceives a mark as a whole and does not proceed to analyse its various 

details. The same case also explains that the visual, aural and conceptual similarities 

of the marks must be assessed by reference to the overall impressions created by the 

marks, bearing in mind their distinctive and dominant components. The CJEU stated 

in Bimbo that: 

 

“… it is necessary to ascertain in each individual case, the overall 

impression made on the target public by the sign for which the registration 

is sought, by means of, inter alia, an analysis of the components of a sign 

and of their relative weight in the perception of the target public, and then, 

 
15 Paragraph 60. 
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in the light of that overall impression and all factors relevant to the 

circumstances of the case, to assess the likelihood of confusion.”16 

 

48.  It would be wrong, therefore, artificially to dissect the marks, although it is 

necessary to take into account their distinctive and dominant components and to give 

due weight to any other features which are not negligible and therefore contribute to 

the overall impressions created by the marks. 

 

49.  The respective marks are shown below: 

 

Earlier mark Contested mark 
 

REBELLION 

 

Rebellion 

 

EXTINCTION REBELLION 

 

50.  Both marks are word marks in a standard font. The earlier mark series contains 

the mark presented in upper case and in title case. However, nothing turns on this, as 

in La Superquimica v European Union Intellectual Property Office (EUIPO), Case  

T-24/17, the General Court (GC) held that such plain word marks protected the word 

or words contained in the mark in whatever form, colour or font.17 I shall from now on 

refer to the earlier mark in the singular. 

 

51.  The earlier mark consists of a single word (REBELLION) and it is in this that the 

overall impression of the mark lies. 

 

52.  The contested mark is made up of two words, neither of which describes or alludes 

to the goods in the application. The opponent submits that the two words each have 

an independent distinctive role, while the applicant submits that: 

 

 
16 Paragraph 34. 
17 Paragraph 39. 
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“When considering the overall impression of the mark of the Application, 

while the words ‘EXTINCTION’ and ‘REBELLION’ are two nondescript 

words, when placed together the words invoke thoughts of the movement, 

being instantly recognisable in their association with XR.”18 

 

53.  Exhibits 10 to 13 of the opponents’ evidence show significant media coverage of 

XR’s protests in high-profile locations such as Oxford Circus, Downing Street and The 

Scottish Parliament. Widespread disruption was caused during the Easter holidays in 

April 2019, with over 1000 people arrested.19 Later that year, protests targeted London 

Underground, leading to angry exchanges with commuters and more media coverage, 

examples of which can be found in Exhibit 13. Against this background of media 

reporting, I consider that the average consumer would see the contested mark as a 

single term ubiquitously associated with the XR movement.  

 

Visual and aural comparison 

 

54.  The earlier mark in its entirety is included in the later mark. The opponents submit 

that this fact means the marks are visually and aurally similar, while the applicant 

submits that they differ.   

 

55.  I agree with the opponents that there is some visual and aural similarity between 

the marks. The contested mark is around twice as long and has a different word at the 

start. I consider that they are visually and aurally similar to a medium degree. 

 

Conceptual comparison 

 

56.  The opponents submit that the word “rebellion” is defined as “an act of armed 

resistance to an established government or leader”. However, it may also have a more 

general meaning of resistance to authority, as in the phrase “teenage rebellion”.  

 
18 Applicant’s written submissions in lieu of a hearing, paragraph 10. 
19 Exhibit 11, page 12. 
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57.  The contested mark will, as I have already found, bring to mind the XR movement, 

and its protests. There is some conceptual similarity in that both marks convey the 

meaning of resistance, but I find this to be at a fairly low level.  

 

Distinctiveness of the Earlier Mark 

 

58.  In Lloyd Schuhfabrik Meyer, the CJEU stated that:  

 

“22.  In determining the distinctive character of a mark and, accordingly, in 

assessing whether it is highly distinctive, the national court must make an 

overall assessment of the greater or lesser capacity of the mark to identify 

the goods or services for which it has been registered as coming from a 

particular undertaking, and thus to distinguish those goods or services from 

those of other undertakings (see, to that effect, judgment of 4 May 1999 in 

Joined Cases C-108/97 and C-109/97 Windsurfing Chiemsee v Huber and 

Alternberger [1999] ECR I-0000, paragraph 49). 

 

23.  In making that assessment, account should be taken, in particular, of 

the inherent characteristics of the mark, including the fact that it does or 

does not contain an element descriptive of the goods or services for which 

it has been registered, the market share held by the mark, how intensive, 

geographically widespread and long-standing use of the mark has been; the 

amount invested by the undertaking in promoting the mark, the proportion 

of the relevant section of the public which, because of the mark, identifies 

the goods or services as originating from a particular undertaking, and 

statements from chambers of commerce and industry or other trade and 

professional associations (see Windsurfing Chiemsee, paragraph 51).” 

 

59.  The opponents submit that the earlier mark is distinctive both inherently and 

through extensive use. However, the use that it has shown, and which I shall consider 

later in my decision, relates to Computer games, goods which are not relied upon 

under section 5(2)(b). Therefore, for the purposes of this ground, I have only the 

inherent position to consider. 
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60.  Registered trade marks possess varying degrees of inherent distinctive character 

from the very low, because they are suggestive of, or allude to, a characteristic of the 

goods or services, to those with high inherent distinctive character, such as invented 

words which have no allusive qualities.  

 

61.  The word “rebellion” is in common English usage and neither describes nor alludes 

to the opponents’ goods in Classes 18 and 25 that I found to be identical or similar to 

the contested goods. I find that it has an average degree of inherent distinctiveness.  

 

Conclusions on likelihood of confusion 

 

62.  There is no scientific formula to apply in determining whether there is a likelihood 

of confusion. It is a global assessment where a number of factors need to be borne in 

mind. The first is the interdependency principle, i.e. a lesser degree of similarity 

between the respective trade marks may be offset by a greater degree of similarity 

between the respective goods or vice versa. It is necessary for me to take account of 

the distinctive character of the opponents’ mark, the average consumer and the nature 

of the purchasing process for the goods at issue. In doing so, I must be aware that the 

average consumer rarely has the opportunity to make direct comparisons between 

trade marks and must instead rely upon the imperfect picture of them they have in their 

mind. 

 

63.  As section 5(2)(b) requires there to be at least some degree of similarity between 

the goods, this ground fails with respect to Magnetic badges in Class 9, Metal badges 

for wear [precious metal] in Class 14, and Button badges, Embroidered badges, 

Buttons, Buttons for clothing and Novelty buttons [badges] for wear in Class 26. 

 

64.  Earlier in my decision I found that: 

 

• The applicant’s Class 18 and Class 25 goods are identical to goods in the 

opponents’ specification; 

• The average consumer will pay a medium degree of attention when buying the 

Class 18 and Class 25 goods and the visual element is the most important; 
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• The marks are visually and aurally similar to a medium degree and conceptually 

similar to a low degree; and 

• The earlier mark has an average degree of distinctiveness. 

 

65.  The opponents submit that the word “REBELLION” has an independent distinctive 

role in the contested mark, per Medion, and that the effect of this role may result in the 

average consumer being confused as to the origin of the goods. However, I found 

earlier in my decision that the average consumer would see the contested mark as a 

unit.  However, even if I had agreed with the opponents’ submission, I recall that 

Arnold J (as he was then) in Whyte and Mackay Ltd v Origin Wine UK Ltd & Anor, 

[2015] EWHC 1271 (Ch), stressed that the fact that two marks share an identical 

component does not necessarily mean that there is a likelihood of confusion and that 

it remained necessary to carry out a global assessment taking into account all relevant 

factors.20 I found that the word “REBELLION” has an average degree of distinctiveness 

for the goods at issue, while the marks themselves are similar to a low degree. Even 

where the average consumer is paying a low level of attention, the fact that the marks 

share the word “REBELLION” would not, to my mind, be sufficient for me to find that 

there is a likelihood of confusion. 

 

66.  The opponents submit that it is not fundamental to their case that I find that the 

two words of the contested mark play independent distinctive roles: 

 

“… if the Applicant’s sign is not considered to consist of two separate 

components, the effect of ‘EXTINCTION’ is surely to qualify the type of 

rebellion or revolt. It can therefore be construed as a more specific type of 

rebellion to the unspecific protest which forms the entirety of the Opponent’s 

mark. Borrowing from the General Court’s logic in Gérard Meric as quoted 

above whereby the goods designated by the trade mark application are 

included in a more general category designated by the earlier mark they are 

identical, the same must be true when in relation to the marks. The specific 

nature of the revolt in the Application does not provide a different meaning 

 
20 Paragraphs 18-21. 
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to that in the Registration, and therefore the marks remain confusingly 

similar.”  

 

67.  What I understand the opponents to be referring to here is the meaning of the 

mark, which I must consider alongside visual and aural aspects in my comparison of 

the marks at issue. I did indeed find that both marks conveyed the meaning of 

resistance, but I also found that the average consumer would think that the contested 

mark denoted the XR movement. On this basis, I found that there was a fairly low level 

of conceptual similarity between the marks. I cannot see anything in trade mark law 

that requires me to find that a mark with a narrow meaning is conceptually identical to 

a mark with a meaning that encompasses that narrow concept. Consequently, I 

dismiss this line of argument. 

 

68.  The parties disagree on the extent and role of the reputation of the applicant on 

my assessment of the likelihood of confusion. The applicant submits that: 

 

“As a result of XR’s worldwide reputation under the ‘EXTINCTION 

REBELLION’ mark and the subsequent media attention the movement has 

generated since being formed, the mark has acquired an enhanced 

distinctiveness. As a result, the Applicant denies that there is a likelihood of 

confusion for the average consumer, including a likelihood of association.”21 

 

69.  The opponent, on the other hand, submits that the applicant does not have a 

reputation for the goods at issue. 

 

70.  It seems to me that the word “reputation” is being used in different ways here. In 

Retail Royalty Company v Harringtons Clothing Limited, BL O/593/20, Mr Philip Harris, 

sitting as the Appointed Person, said: 

 

“74.  The Opponent is trying to equate reputation in a trade mark sense with 

conceptual meaning. They are not the same thing. Reputation can mean 

different things, and in trade mark law the term is sometimes used loosely, 

 
21 Applicant’s written submissions, paragraph 25. 
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but in this context, it concerns the factual extent to which a sign is 

recognised by a significant part of the public as a trade mark. 

 

75.  In contrast conceptual meaning is, in simple terms, something akin to 

recognition in dictionaries (beyond a mere trade mark acknowledgement) or 

a level of immediately perceptible notoriety/independent meaning, outside 

the confines of a purely trade mark context, of which judicial notice can be 

taken. Whilst a trade mark’s reputation might evolve or be converted into a 

conceptual meaning (possibly to its detriment in terms of genericity), it 

needs to be properly proven. 

 

76.  It is true that there are cases where an extensive reputation has been 

parlayed into conceptual meaning (for example C-361/04 P PICASSO/ 

PICARO and C-449/18 MESSI) but these are the exception rather than the 

rule and depend on their own facts. Furthermore, the ‘reputation’ element in 

those cases related to the fame attached to the names of the individuals for 

their roles in society, rather than specifically to a trade mark function. In 

other words, it was a different sort of reputation.” 

 

71.  Both the applicant and the opponent have adduced as evidence a large number 

of articles from national and local news media covering the activities of the Extinction 

Rebellion movement. On the basis of this evidence, I found it likely that the contested 

mark would bring the movement to the mind of the average consumer. Taking this into 

account, together with the medium level of aural and visual similarity, I find that direct 

confusion is unlikely even where the goods are identical. It does not seem to me 

plausible that the average consumer would mistake one mark for the other. 

 

72.  I must now turn to indirect confusion, which Mr Iain Purvis QC, sitting as the 

Appointed Person, described in L.A. Sugar Limited v Back Beat Inc, BL O/375/10, in 

the following terms: 

 

“Although direct confusion and indirect confusion both involve mistakes on 

the part of the consumer, it is important to remember that these mistakes 

are very different in nature. Direct confusion involves no process of 
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reasoning – it is a simple matter of mistaking one mark for another. Indirect 

confusion, on the other hand, only arises where the consumer has actually 

recognised that the later mark is different from the earlier mark. It therefore 

requires a mental process of some kind on the part of the consumer when 

he or she sees the later mark, which may be conscious or subconscious 

but, analysed in formal terms, is something along the following lines: ‘The 

later mark is different from the earlier mark, but also has something in 

common with it. Taking account of the common element in the context of 

the later mark as a whole, I conclude that it is another brand of the owner of 

the earlier mark.’”22 

 

73.  In Duebros Limited v Heirler Cenovis GmbH, BL O/547/17, Mr James Mellor QC 

(as he then was), sitting as the Appointed Person, stressed that a finding of indirect 

confusion should not be made merely because the two marks share a common 

element.  

 

74.  The opponent submits that there is a likelihood of indirect confusion, based on the 

identity and similarity of the goods, the shared element “REBELLION”, the lack of use 

or reputation of the applicant in relation to the contested goods, and the distinctiveness 

of the opponent’s mark.  

 

75.  I found that the earlier mark had a no higher than average level of inherent 

distinctiveness and that this had not been enhanced through use for the goods relied 

upon. The word “EXTINCTION” does not represent an obvious brand extension. Even 

if it did, I found earlier in my decision that the average consumer would see 

“EXTINCTION REBELLION” as a unit that hangs together because of the widespread 

media attention that XR has attracted. The average consumer would not therefore 

perceive “REBELLION” to have significance independently of “EXTINCTION”. Bearing 

these factors in mind, even where the goods are identical, I am not persuaded that the 

average consumer is likely to believe that those goods come from the same or 

connected undertakings. Consequently, I find there is no likelihood of indirect 

confusion. 

 
22 Paragraph 16. 
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76.  The section 5(2) ground fails.  

 

Section 5(3) 
 

77.  Section 5(3) of the Act is as follows: 

 

“A trade mark which –  

 

(a) is identical with or similar to an earlier trade mark, 

 

[…] 

 

shall not be registered if, or to the extent that, the earlier trade mark has a 

reputation in the United Kingdom (or, in the case of a European Union trade 

mark or international trade mark (EU) in the European Union) and the use 

of the later mark without due cause would take unfair advantage of, or be 

detrimental to, the distinctive character or the repute of the earlier trade 

mark.” 

 

78.  The relevant case law can be found in the following judgments of the CJEU: 

General Motors Corp v Yplon SA (Case C-375/97), Intel Corporation Inc v CPM United 

Kingdom Ltd (Case C-252/07), Adidas Salomon AG v Fitnessworld Trading Ltd (Case 

C-408/01), L’Oréal SA & Ors v Bellure & Ors (Case C-487/07) and Interflora Inc & Anor 

v Marks and Spencer plc & Anor (Case C-323/09). The law appears to be as follows:  

 

a)  The reputation of a trade mark must be established in relation to the relevant 

section of the public as regards the goods or services for which the mark is 

registered; General Motors, paragraph 24. 

 

b)  The trade mark for which protection is sought must be known by a significant 

part of that relevant public; General Motors, paragraph 26. 
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c)  It is necessary for the public when confronted with the later mark to make a 

link with the earlier reputed mark, which is the case where the public calls the 

earlier mark to mind; Adidas Salomon, paragraph 29, and Intel, paragraph 63. 

 

d)  Whether such a link exists must be assessed globally taking account of all 

relevant factors, including the degree of similarity between the respective marks 

and between the goods and/or services, the extent of the overlap between the 

relevant consumers for those goods and/or services, and the strength of the 

earlier mark’s reputation and distinctiveness; Intel, paragraph 42. 

 

e)  Where a link is established, the owner of the earlier mark must also establish 

the existence of one or more of the types of injury set out in the section, or that 

there is a serious likelihood that such an injury will occur in the future; Intel, 

paragraph 68.  Whether this is the case must also be assessed globally, taking 

account of all relevant factors; Intel, paragraph 79. 

 

f)  Detriment to the distinctive character of the earlier mark occurs when the 

mark’s ability to identify the goods and/or services for which it is registered is 

weakened as a result of the use of the later mark, and requires evidence of a 

change in the economic behaviour of the average consumer of the goods and/or 

services for which the earlier mark is registered, or a serious risk that this will 

happen in the future; Intel, paragraphs 76 and 77. 

 

g)  The more unique the earlier mark appears, the greater the likelihood that the 

use of a later identical or similar mark will be detrimental to its distinctive 

character; Intel, paragraph 74. 

 

h)  Detriment to the reputation of the earlier mark is caused when goods or 

services for which the later mark is used may be perceived by the public in such 

a way that the power of attraction of the earlier mark is reduced, and occurs 

particularly where the goods or services offered under the later mark have a 

characteristic or quality which is liable to have a negative impact on the earlier 

mark; L’Oréal, paragraph 40. 
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i)  The advantage arising from the use by a third party of a sign similar to a mark 

with a reputation is an unfair advantage where it seeks to ride on the coat-tails of 

the senior mark in order to benefit from the power of attraction, the reputation and 

the prestige of that mark and to exploit, without paying any financial 

compensation, the marketing effort expended by the proprietor of the mark in 

order to create and maintain the mark’s image. This covers, in particular, cases 

where, by reason of a transfer of the image of the mark or of the characteristics 

which it projects to the goods identified by the identical or similar sign, there is 

clear exploitation on the coat-tails of the mark with a reputation; Interflora, 

paragraph 74, and the court’s answer to question 1 in L’Oréal.  

 

Reputation 

 

79.  In General Motors Corp v Yplon SA, Case C-375/97, the CJEU held that: 

 

“24.  The public amongst which the earlier trade mark must have acquired a 

reputation is that concerned by that trade mark, that is to say, depending on 

the product or services marketed, either the public at large or a more 

specialised public, for example traders in a specific sector. 

 

25.  It cannot be inferred from either the letter or the spirit of Article 5(2) of 

the Directive that the trade mark must be known by a given percentage of 

the public so defined. 

 

26.  The degree of knowledge required must be considered to be reached 

when the earlier mark is known by a significant part of the public concerned 

by the products or services covered by that trade mark. 

 

27.  In examining whether this condition is fulfilled, the national court must 

take into consideration all the relevant facts of the case, in particular the 

market share held by the trade mark, the intensity, geographical extent and 

duration of its use and the size of the investment made by the undertaking 

in promoting it. 
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28.  Territorially, the condition is fulfilled when, in the terms of Article 5(2) of 

the Directive, the trade mark has a reputation ‘in the Member State’. In the 

absence of any definition of the Community provision in this respect, a trade 

mark cannot be required to have a reputation ‘throughout’ the territory of the 

Member State. It is sufficient for it to exist in a substantial part of it.” 

 

80.  The opponents submit that: 

 

“By virtue of the sheer number of games it has produced since 1992, the 

number of downloads those games have had, and the awards bestowed on 

the Opponent and its companies, it has been shown by the Opponent that 

it has a reputation amongst a significant part of the relevant public.”23 

 

81.  The relevant public consists of people who play computer games. There is no 

evidence on the share of this market enjoyed by Rebellion. However, this is not 

necessarily fatal to the opponents’ case, as the GC found in Antarctica v OHIM, Case 

T-47/06: 

 

“The fact that the intervener has not produced any figures regarding the 

market share held by the trade mark NASDAQ in the Community, for the 

services in classes 35 and 36 for which it was registered is not in itself 

capable of calling that finding into question. First, the list of factors to be 

taken into consideration in order to ascertain the reputation of an earlier 

mark only serve as examples, as all the relevant evidence in the case must 

be taken into consideration and, second, the other detailed and verifiable 

evidence produced by the intervener is already sufficient in itself to 

conclusively prove the reputation of its mark NASDAQ within the meaning 

of Article 8(5) of Regulation No 40/94.”24 

 

82.  The evidence lists the games that have been produced by Rebellion, and shows 

that the mark has been in use since the early 1990s. There is, however, little 

 
23 Written submission in lieu of a hearing, paragraph 63. 
24 Paragraph 52. 
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information about the number of downloads or other sales in the United Kingdom, 

which, as the earlier mark is a UKTM, is the relevant territory in which the reputation 

must be shown. The opponents’ website states that there are 20 million players 

worldwide for the Sniper Elite games, but it is not stated how many of these are in the 

UK. There is some information about the position of the opponents’ games in the UK 

computer games charts – for instance, Sniper Elite 3 went straight to the top of the 

charts in 2014.25 

 

83.  The only financial information is in the table of income generated via the Steam 

platform.26 As I have already noted, I cannot see from this table, or Exhibit 7 from which 

the information is drawn, where the customers are located. 

 

84.  In paragraph 20 above, I noted the awards and nominations received by the 

opponents’ games. In Spirit Energy Limited v Spirit Solar Limited, BL O/034/20, 

Mr Phillip Johnson, sitting as the Appointed Person, noted that: 

 

“An award can be used as evidence that a brand has a reputation (see for 

instance, R 1265/2010-2 MATTONI (4 August 2011)). However, winning 

awards is relevant only to the extent that the public is aware of the fact.”27 

 

85.  I have no evidence of the level of public awareness of these awards and neither 

have the opponents provided any information on how they market and promote their 

games. 

 

86.  Taking the evidence as a whole, I am unable to find that the opponents’ earlier 

mark has a reputation for Computer games. In case I am wrong in this finding, I shall 

move on to consider whether the public would make a link between the marks. 

 

 
25 Exhibit 5. 
26 See paragraph 18 of this decision. 
27 Paragraph 35. 
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Link 

 

87.  In assessing whether the public will make the required mental link between the 

marks, I must take account of all relevant factors. The following were identified by the 

CJEU in Intel: 

 

• The degree of similarity between the conflicting marks; 

• The nature of the goods or services for which the conflicting marks are 

registered, or proposed to be registered, including the degree of closeness or 

dissimilarity between those goods or services, and the relevant section of the 

public; 

• The strength of the mark’s reputation; 

• The degree of the earlier mark’s distinctive character, whether inherent or 

acquired through use; and 

• Whether there is a likelihood of confusion. 

 

Similarity between the conflicting marks 

 

88.  I have already found that the marks are visually, aurally and conceptually similar 

to a medium degree. 

 

The goods 

 

89.  The opponents submit that the contested goods are “a logical brand extension” 

from its Computer games, as they say that it is not uncommon for merchandise to be 

made and sold to fans of particular franchises. Harry Potter, Star Wars and Marvel are 

quoted as examples, but these are not primarily computer games franchises. In their 

written submissions in lieu of a hearing, they state that clothing, posters and bags are 

sold on Rebellion’s website, but no evidence of the marketing of such goods was 

submitted at the appropriate point in the proceedings. It is not inconceivable that 

clothing and bags might be sold to tie in with a successful games franchise, but in the 

absence of evidence to that effect, it seems a stretch to describe the contested goods 

as “a logical brand extension”. 
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The strength of the mark’s reputation 

 

90.  My finding was that the opponents had not shown that the mark had a reputation 

for Computer games. Even if I am wrong, the evidence is patchy, with the only sales 

figures relating to Steam downloads, and could not support a finding of a particularly 

strong reputation. 

 

The degree of the earlier mark’s distinctive character 

 

91.  The word “REBELLION” does not describe Computer games. It may be allusive 

to the content of some individual games, but the term in question represents a wide 

category. Consequently, I find that the mark has an average degree of inherent 

distinctive character. Given my findings on reputation, I do not consider that this has 

been enhanced through use. 

 

Likelihood of confusion 

 

92.  The goods at issue under section 5(2)(b) were closer to the goods for which the 

opponents have claimed a reputation. Even then, I found that there was no likelihood 

of confusion. It follows that there will be no likelihood of confusion when the goods are 

Computer games. 

 

Conclusions on Link 

 

93.  It is the case that the level of similarity required for the public to make a link 

between the marks for the purposes of section 5(3) may be less than the level of 

similarity required to create a likelihood of confusion under section 5(2): see Intra-

Presse SAS v OHIM, Joined cases C-581/13 P and C-582/13 P. Even so, I consider 

that the public would not make a link between “REBELLION” used for Computer games 

and “EXTINCTION REBELLION” used for the goods in the application. The word 

“REBELLION” is, as I have already noted, in fairly common usage in English. Even 

had I found that the opponents had shown that the earlier mark had a reputation, I 

would find no link, and so the section 5(3) ground fails. 
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Section 3(6) 
 

94.  Section 3(6) of the Act is as follows: 

 

“A trade mark shall not be registered if or to the extent that the application 

is made in bad faith.” 

 

95.  While in everyday language the concept of “bad faith” involves a dishonest state 

of mind or intention, the concept of bad faith in trade mark law must be understood in 

the specific context of trade: see Sky plc & Ors v Skykick UK Limited & Anor, Case 

C- 371/18, paragraph 74. Trade marks serve to distinguish one undertaking’s goods 

or services from others which have a different origin. 

 

96.  It is important to note that an allegation of bad faith is a serious allegation that 

must be distinctly proved. It is not enough to prove facts that are as consistent with 

good faith as bad: see Red Bull GmbH v Sun Mark Limited and Sea Air & Land 

Forwarding Limited [2012] EWHC 1929 (Ch), paragraph 133. 

 

97.  The correct approach to the assessment of bad faith claims is to determine, first, 

in concrete terms, the objective that the applicant has been accused of pursuing; 

second, whether that was an objective for the purposes of which the contested 

application could not properly be filed; and third, whether the contested application 

was filed in pursuit of that objective: see Alexander Trade Mark, BL O/036/18. 

 

98.  The applicant’s intention is a subjective factor which must be determined 

objectively by the competent authority. An overall assessment is required, which must 

take account of all the factual circumstances relevant to the particular case: see 

Chocoladefabriken Lindt & Sprüngli v Franz Hauswirth Gmbh, Case C-529/07. 

 

99.  The matter must be judged at the relevant date, which is the date of the application 

for registration: see Lindt. It is necessary to ascertain what the applicant knew at the 

relevant date: see Red Bull GmbH. The relevant date here is 21 November 2019. 

Evidence about subsequent events may be relevant, if it cases light backwards on the 
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position at the relevant date: see Hotel Cipriani SRL & Ors v Cipriani (Grosvenor 

Street) Limited & Ors [2009] RPC 9 (approved by the Court of Appeal [2010] RPC 16). 

 

100.  The opponents submit that at the relevant date the applicant did not have any 

economic connection with XR and that it knew that no one other than the movement 

was entitled to use the sign “EXTINCTION REBELLION”. They recall that Mr 

Waterhouse states that he was authorised to make the application, but that Exhibit 

CW11, which contains the email correspondence, does, in their view, not show what 

Mr Waterhouse claims. Alternatively, the opponents claim that the applicant had no 

intention to use the mark when it made the application. I shall deal with these claims 

in order. 

 

101.  On 30 October 2019 in an email headed “Trademark application”, the applicant’s 

legal representatives write to one of the founders of Extinction Rebellion, Ms F, giving 

a redacted price for filing UK trade marks. The rest of the email is also redacted. The 

same day, Ms F emails back instructing the representative to go ahead. The email is 

copied to Mr Waterhouse’s fellow director, Mr R. It is true that there is no corroborating 

evidence of the initial permission that Mr Waterhouse states the applicant was given 

in July 2019 to apply for the trade mark and to exploit it commercially. Nevertheless, it 

shows that permission was given to make trade mark applications, that Mr R knew of 

this, and it seems to me that these facts are as consistent with a finding that the 

application was made in good faith as bad, bearing in mind the applicant’s involvement 

in developing the design and branding of XR. The opponents have not proved bad 

faith with this claim. 

 

102.  The opponents also claim that use of the contested mark would be contrary to 

public statements made by Extinction Rebellion. In paragraph 14 above, I reproduced 

a tweet dated 25 April 2019 which states that the movement does not produce 

merchandise. The opponents compare this statement to that of Mr Waterhouse that 

“The Applicant does intend to make or authorise the making of genuine use of the mark 

of the Application for all of the goods covered by its specification. Use is already made 

for most of these goods.”28 They submit that any use made by the applicant would be 

 
28 Paragraph 20. 
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as a “badge of allegiance” rather than a “badge of origin” and that, as discussed in 

Arsenal Football Club plc v Reed, Case C-206/01, such use would not accord with the 

essential function of a trade mark and this would not be use in the course of trade. It 

would follow that the applicant had no intention to use the mark as a trade mark. 

 

103.  They also submit that applications of broad specifications such as Clothing, 

headgear and footwear and Bags are unjustified and quotes the Opinion of Advocate 

General Tanchev in Skykick, delivered on 18 October 2019, that broad terms were 

“unjustified and contrary to the public interest” because they conferred a “monopoly of 

immense breadth”.  

 

104.  However, the CJEU was clear in Skykick that it is not necessary for the trade 

mark applicant to be using, or have plans to use, the mark in relation to all the goods 

and/or services covered by the specification. It follows that the bad faith of the trade 

mark applicant cannot, therefore, be presumed on the basis of the mere finding that, 

at the time of the filing of the application, the applicant had no economic activity 

corresponding to the goods and services referred to in the application. 

 

105.  What the CJEU held was that, where the trade mark application is filed without 

an intention to use it in relation to the specified goods and services, and there is no 

rationale for the application under trade mark law, it may constitute bad faith. Such bad 

faith may be established where there are objective, relevant and consistent indications 

showing that the applicant had the intention either of undermining, in a manner 

inconsistent with honest practices, the interests of third parties, or of obtaining, without 

even targeting a specific third party, an exclusive right for purposes other than those 

falling within the functions of a trade mark.  

 

106.  When Skykick returned to the High Court, Arnold LJ held that in deciding whether 

there was a rationale for registering the trade mark in relation to any particular term, it 

is necessary to bear in mind that trade mark proprietors have a legitimate interest in 

seeking protection in respect of goods or services in relation to which they may wish 

to use the trade mark in future (even if there were no plans to use the mark in relation 

to the goods and/or services at issue at the time of filing the application). A finding of 

bad faith may be made in cases where the exclusive right was sought as part of a 
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strategy of using widely cast trade mark registrations as legal weapons for use against 

others in opposition proceedings and/or for the purposes of blocking applications by 

third parties: see Sky v Skykick [2020] EWHC, 990 (Ch) and Copernicus-Trademarks 

v EUIPO, Case T-82/14. 

 

107.  The opponents have not, in my view, made the case that there was no rationale 

for the application under trade mark law. In my view, they have not demonstrated 

objective, relevant and consistent indications that the applicant was intending to 

undermine the interests of third parties or obtain an exclusive right for purposes other 

than those falling within the functions of a trade mark. It is entirely plausible that the 

movement might decide to make the contested goods available under the mark, and 

that the agency responsible for work on the movement’s design and branding might 

apply for the trade mark. The facts are consistent with good faith as well as bad faith 

and so the section 3(6) claim also fails. 

 

OUTCOME 

 

108.  The opposition has failed and application no. 3446046 will proceed to 

registration. 

 

COSTS 

 

109.  The applicant has been successful and is entitled to a contribution towards its 

costs in line with the scale set out in Tribunal Practice Notice (TPN) 2/2016. In the 

circumstances, I award the applicant the sum of £1600 as a contribution towards the 

cost of the proceedings. The sum is calculated as follows: 

 

Preparing a statement and considering the other side’s statement: £300 

Preparing evidence and considering the other side’s evidence: £1000 

Preparation of written submissions in lieu of a hearing: £300 

 

TOTAL: £1600 
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110.   I therefore order Christopher Kingsley and Jason Kingsley to pay This Ain’t Rock 

N’ Roll Limited the sum of £1600, which should be paid within twenty-one days of the 

expiry of the appeal period or, if there is an appeal, within twenty-one days of the 

conclusion of the appeal proceedings. 

 

 

Dated this 19th day of March 2021 
 
 
 
Clare Boucher 
For the Registrar, 
Comptroller-General 
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