






















INSPIRED", increased attention may well not affect that belief. Level of attention is 

not to be mechanically factored in. It has to be seen in the context of the argument as a 

whole as to why confusion between respective marks is more or less likely. Such a point 

may be of particular relevance in situations where more intensive scrutiny is likely to 

dispel confusion or, conversely, where less intensive scrutiny is likely to prevent real 

differences which would otherwise be revealed from coming to the attention of the 

average consumer. 

Distinctive character and enhanced distinctiveness 

36. As to the point on distinctive character, the hearing officer did not find that there was 

materially enhanced distinctiveness as a result of use. He did not find that the prior 

mark relied on was particularly distinctive and did not therefore rely on this. 

3 7. The appellant contends that the hearing officer should have found that there was no 

possibility of confusion in the present case because there had not been use of the mark 

by the opponent in relation to class 25 goods. 

38. However, that reflects a misunderstanding of the law. One point of trade mark 

registration is that it preserves the ability, at least for a period of years, for a proprietor 

to put an unused mark to use without that potential market being intruded upon by goods 

or services using a confusingly similar mark on goods for which the earlier mark is 

registered, regardless of whether that earlier mark has in fact been used. I do not 

therefore accept that the fact that there was no proven use by the opponent of the mark 

"BE INSPIRED" on class 25 goods "negates any purported prospective factor of 

confusion", as the appellant contends. For the same reason, as well as the fact the case 

was quite different, the findings in the earlier "Inspired by Sports" logo case do not 

assist the appellant on this issue. 

(iv) Factors to be taken into account 

39. The appellant next refers to the Polaroid factors (derived from the US case of Polaroid 

Corp. v. Polaroid Elecs Corp. 287 F .2d 492, 1961) and contends that the hearing officer 

did not apply them correctly. Although the factors applicable in making an evaluation 

under US Federal trade mark law may be somewhat similar to those relevant in 
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evaluations under the Trade Marks Act 1994, the hearing officer was obliged to and did 

apply the relevant guidance from the EU and UK case law. 

40. As to the specific criticisms of matters taken into account and not taken into account, 

the hearing officer rightly took into account: the fact that the mark relied on was not 

particularly distinctive; the similarities and differences between the marks; the 

similarity and, where appropriate, identity between the goods and services in question, 

the characteristics of the average consumer and the likely level of attention. 

41. The hearing officer was entitled to leave out of account: the absence of proof of use of 

the opponent's mark in particular for class 25 goods; the motive behind the appellant's 

design; the absence of actual confusion; the fact that the appellant's marks were 

primarily to be used in relation to gymnasium services and the opponent's marks had 

been used in relation to activity involving distribution of funding for sport. Equally, it 

was not relevant to the present case that the appellant's facility is a well- known facility 

within its local area and is an undertaking different in nature to that of the opponent. 

Although that would be relevant were a case to be brought alleging passing off, with 

which the hearing officer and I were not concerned, the fact that a consumer would be 

able to differentiate a local gymnasium for bodybuilding from a statutory distributor of 

lottery funds is not relevant to whether the particular statutory ground of opposition to 

registration of the mark in question under section 5(2)(b) is satisfied in this case. This 

requires primarily comparison of notional use on the part of the earlier right holder with 

notional use on the part of the applicant for registration rather than actual use on either 

side. 

Conclusion 

42. The hearing officer was, in my view, entitled to reach the conclusion he did on the 

material and arguments before him. He did not make an error of principle and the 

decision he reached cannot properly be described as wrong. This appeal must therefore 

be dismissed. 

Costs 

43. The hearing and the written submissions were brief and, in substance, they repeated 

points made in argument before the hearing officer, who awarded £700 to the oppor1ent 
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in costs specifically for preparing and attending the hearing below as well as some other 

costs. In my view these should be lower on appeal and I award the sum of £500 in 

respect of this appeal, including considering the grounds of appeal and preparing for 

the hearing. The total award of costs, including proceedings below, is therefore £2500. 

DANIEL ALEXANDER QC 

APPOINTED PERSON 

10 April 2019 

The appellant was not represented and relied on written submissions. 

Mr Leighton Cassidy, Field Fisher LLP, appeared for the Respondent. 
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