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Background and pleadings 
 

1. On 10 September 2019, Emojies Ltd (“the applicant”) applied to register the 

trade mark shown below under number 3427630 (“the contested mark”): 

 

                                        
 

2. The application was published for opposition purposes on 27 September 2019 

for a number of services in Class 43. However, following a partial success in 

another opposition, the specification of the contested mark is restricted to the 

following services:1 

 

Class 43 Children’s residential home services; information and advice in 

relation to the preparation of meals; cookery advice, consultancy 

services in the field of food and drink catering; consultancy 

services relating to baking techniques; consultancy services 

relating to food; consultancy services relating to food preparation; 

consulting services in the field of culinary arts.   
 

 

 

3. SSE IP, LLC (“the opponent”) filed a notice of opposition on 27 December 2019. 

The opposition, which is based upon sections 5(2)(b), 5(3) and 5(4)(a) of the 

Trade Marks Act 1994 (“the Act”), is directed against all of the services in the 

application.2 For its claim under sections 5(2)(b) and 5(3), the opponent relies 

upon the following United Kingdom (“UK”) and European Union (“EU”) trade 

mark registrations:3 

 
1 See O/064/21 
2 The opposition is now deemed to be directed against all the remaining services in Class 43. 
3 Although the UK has now left the EU, as these proceedings were commenced before 31 December 

2020, the UK’s departure from the EU does not impact upon the opponent’s ability to rely upon the EU 

trade mark.   
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Mark 1:  

 
UK registration no. 3258572 

Filing date: 22 September 2017 

Registration date: 29 December 2017 

Services: 
Class 43 Restaurant services; restaurants (self-service -); carry-out 

restaurants; provision of information relating to restaurants. 

 Mark 2: 

 
EU registration no. 010911956 

Filing date: 24 May 2012 

Date of entry in register: 25 April 2013 

Services relied upon: 
Class 30 Shakes, frozen custard, frozen confections, ice-cream, candy and 

bakery goods. 

Class 43 Hotel services; provision of conference facilities. 

 

  Mark 3: 

 
EU registration no. 011474137 

Filing date: 09 January 2013 

Date of entry in register: 23 December 2013 

Services relied upon: 
Class 30 Shakes, frozen custard, frozen confections, ice-cream, candy and 

bakery goods. 

Class 43 Hotel services; provision of conference facilities. 
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4. The opponent claims that there is a likelihood of confusion including a likelihood 

of association under section 5(2)(b). 

 

5. Under section 5(3), the claim is that use of the applicant’s mark would, without 

due cause, take unfair advantage of the reputation of the earlier marks by 

enjoying increased publicity and sales without the need to invest significantly in 

the promotion of its trade mark. The opponent further claims that the use of the 

applicant’s mark would be detrimental to its reputation because should the 

applicant’s services not match the quality provided by the opponent, the 

customers making a connection would believe that the quality of the opponent’s 

services has been reduced. 

 
6. For its section 5(4)(a) claim, the opponent claims to have been using the earlier 

mark (the burger logo mark) throughout the UK since at least July 2013 in 

relation to restaurant services; restaurants (self-service -); carry-out 

restaurants; provision of information relating to restaurants; Shakes, frozen 

custard, frozen confections, ice-cream, candy and bakery goods. The opponent 

claims that it owns goodwill connected to the sign and that it is entitled to 

prevent the use of the contested mark under the law of passing off. 

 

7. Given their dates of filing/alleged date of first use, the trade marks upon which 

the opponent relies qualify as earlier trade marks in accordance with section 6 

of the Act.  

 

8. The applicant filed a counterstatement denying the grounds of opposition and 

putting the opponent to proof of use of the services in Class 43 covered by its 

EU trade marks. 

 

9. The opponent is represented by Venner Shipley LLP and the applicant is 

represented by Blacks Solicitors LLP. Only the opponent filed evidence which I 

will consider to the extent it is necessary. Both parties filed written submissions. 

I make this decision after a careful reading of all the papers filed by the parties. 

 

My approach  
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10. As the opponent’s Marks 2 and 3 had completed their registration processes 

more than five years before the date of application of the contested mark, they 

are both subject to proof of use pursuant to section 6A of the Act. The applicant 

has requested that the opponent provide proof of use of its marks. 

 

11. The opponent’s restaurant services in Class 43 covered by its Mark 1 are 

closest in terms of similarity with the applicant’s services connected to food and 

drink.4 The Mark 1 is also presented in a colour similar to the applied-for mark.5  

That makes the assessment of proof of use and similarity based on Marks 2 

and 3 unnecessary because it will not put the opponent in any better position 

than its Mark 1. Therefore, my decision on Mark 1 will determine the outcome 

of the section 5(2)(b) claim. For ease of reference, I will refer to Mark 1 as “the 
burger logo mark” throughout the decision. 

 
 

Section 5(2)(b) 
 

12. Section 5(2)(b) of the Act is as follows:  

 

“5(2) A trade mark shall not be registered if because- 

 

(b) it is similar to an earlier trade mark and is to be registered for 

goods or services identical with or similar to those for which the 

earlier trade mark is protected, there exists a likelihood of 

confusion on the part of the public, which includes the likelihood 

of association with the earlier trade mark”.  

 
Case law 
 

 
4 The opponent’s specification under the Marks 2 and 3 covers hotel services; provision of conference 

facilities in Class 43. 
5 Other than the colour variations, there are no material difference between the earlier marks. 
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13. The following principles are gleaned from the judgments of the EU courts in 

Sabel BV v Puma AG, Case C-251/95, Canon Kabushiki Kaisha v Metro-

Goldwyn-Mayer Inc, Case C-39/97, Lloyd Schuhfabrik Meyer & Co GmbH v 

Klijsen Handel B.V, Case C-342/97, Marca Mode CV v Adidas AG & Adidas 

Benelux BV, Case C-425/98, Matratzen Concord GmbH v OHIM, Case C3/03, 

Medion AG v Thomson Multimedia Sales Germany & Austria GmbH, Case C-

120/04, Shaker di L.Laudato & C. Sas v OHIM, Case C-334/05P and Bimbo SA 

v OHIM, Case C-591/12P. 

 

The principles: 

 

(a) The likelihood of confusion must be appreciated globally, taking account 

of all relevant factors; 

 

(b) The matter must be judged through the eyes of the average consumer 

of the goods or services in question, who is deemed to be reasonably well 

informed and reasonably circumspect and observant, but who rarely has the 

chance to make direct comparisons between marks and must instead rely 

upon the imperfect picture of them he has kept in his mind, and whose 

attention varies according to the category of goods or services in question; 

 

(c) The average consumer normally perceives the mark as a whole and 

does not proceed to analyse its various details; 

 

(d) The visual, aural and conceptual similarities of the marks must normally 

be assessed by reference to the overall impressions created by the marks 

bearing in mind their distinctive and dominant components, but it is only 

when all other components of a complex mark are negligible that it is 

permissible to make the comparison solely on the basis of the dominant 

elements;  

  

(e) Nevertheless, the overall impression conveyed to the public by a 

composite trade mark may be dominated by one or more of its components; 
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(f) however, it is also possible that in a particular case an element 

corresponding to an earlier trade mark may retain an independent distinctive 

role in a composite mark, without necessarily constituting a dominant 

element of that mark;   

 

(g) a lesser degree of similarity between the goods or services may be offset 

by a greater degree of similarity between the marks, and vice versa;   

 

(h) there is a greater likelihood of confusion where the earlier mark has a 

highly distinctive character, either per se or because of the use that has 

been made of it;   

 

(i) mere association, in the strict sense that the later mark brings to mind the 

earlier mark, is not sufficient;   

 

(j) the reputation of a mark does not give grounds for presuming a likelihood 

of confusion simply because of a likelihood of association in the strict sense;   

 

(k) if the association between the marks creates a risk that the public will 

wrongly believe that the respective goods or services come from the same 

or economically-linked undertakings, there is a likelihood of confusion.   

 

Comparison of services  
 

14. When making the comparison, all relevant factors relating to the services in the 

specifications should be taken into account. In Canon, the Court of Justice of 

the European Union (“CJEU”) stated at paragraph 23 of its judgment:  

 

“In assessing the similarity of the goods or services concerned, as 

the French and United Kingdom Governments and the Commission 

have pointed out, all the relevant factors relating to those goods or 

services themselves should be taken into account. Those factors 

include, inter alia, their nature, their intended purpose and their 
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method of use and whether they are in competition with each other 

or are complementary”.  

 

15. Guidance on this issue has also come from Jacob J. (as he then was) in British 

Sugar Plc v James Robertson & Sons Ltd (the Treat case), [1996] R.P.C. 281, 

where he identified the factors for assessing similarity as:  

 

(a) The respective uses of the respective goods or services;  

 

(b) The respective users of the respective goods or services;  

 

(c) The physical nature of the goods or acts of service;  

 

(d) The respective trade channels through which the goods or services reach 

the market;  

 

(e) In the case of self-serve consumer items, where in practice they are 

respectively found or likely to be found in supermarkets and in particular 

whether they are, or are likely to be, found on the same or different shelves;  

 

(f) The extent to which the respective goods or services are competitive. This 

inquiry may take into account how those in trade classify goods, for instance 

whether market research companies, who of course act for industry, put the 

goods or services in the same or different sectors.  

 

16. In YouView TV Ltd v Total Ltd, [2012] EWHC 3158 (Ch), Floyd J. (as he then 

was) stated that:  

 

“[…] Trade mark registrations should not be allowed such a liberal 

interpretation that their limits become fuzzy and imprecise: see the 

observations of the CJEU in Case C-307/10 The Chartered Institute of 

Patent Attorneys (Trademarks) (IP TRANSLATOR) [2012] ETMR 42 at 

[47]-[49]. Nevertheless the principle should not be taken too far. Treat 

was decided the way it was because the ordinary and natural, or core, 
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meaning of 'dessert sauce' did not include jam, or because the ordinary 

and natural description of jam was not 'a dessert sauce'. Each involved 

a straining of the relevant language, which is incorrect. Where words or 

phrases in their ordinary and natural meaning are apt to cover the 

category of goods in question, there is equally no justification for 

straining the language unnaturally so as to produce a narrow meaning 

which does not cover the goods in question”.  

 

17. In Kurt Hesse v OHIM, Case C-50/15 P, the CJEU stated that complementarity 

is an autonomous criterion capable of being the sole basis for the existence of 

similarity between goods.  In Boston Scientific Ltd v Office for Harmonization in 

the Internal Market (Trade Marks and Designs) (OHIM), Case T-325/06, the 

General Court (“GC”) stated that ‘complementary’ means:  

   

“[...] there is a close connection between them, in the sense that one is 

indispensable or important for the use of the other in such a way that 

customers may think that the responsibility for those goods lies with the 

same undertaking”. 

 

The respective services are as follows: 

 
Opponent’s services Applicant’s services 

Class 43 

Restaurant services; restaurants 

(self-service -); carry-out 

restaurants; provision of 

information relating to 

restaurants. 

 

Class 43 

Children’s residential home services; 

information and advice in relation to the 

preparation of meals; cookery advice, 

consultancy services in the field of food 

and drink catering; consultancy services 

relating to baking techniques; 

consultancy services relating to food; 

consultancy services relating to food 

preparation; consulting services in the 

field of culinary arts. 



Page 10 of 26 
 

 

Children's residential home services 

 

18. Children's residential home services in the application provide temporary care 

to children when parents are unavailable for their care. The opponent’s services 

under Mark 1 are concerned with offering food and drink through restaurants to 

the customers. The nature and purpose of the services are clearly different. The 

applicant’s services are most likely to be used by parents and children. As users 

of the opponent’s services are the general public, the competing services may 

overlap in users to some degree. However, that factor alone does not lead to a 

conclusion on the similarity between the competing services. They do not share 

channels of trade and are clearly neither complementary in the sense described 

by the case law, nor do they compete. Considering these factors, I find these 

services are dissimilar.  

 

19. I also find that the applicant’s children’s residential home services are dissimilar 

to the services of provision of information relating to restaurants covered by the 

opponent’s Mark 1. This is because they differ in nature and purpose. The 

services are neither complementary nor do they compete.  

 
20. As some degree of similarity between the competing services is necessary to 

make a finding on likelihood of confusion, the opposition against children's 

residential home services fails.6 

 

Information and advice in relation to the preparation of meals; cookery advice; 

consultancy services relating to baking techniques; consultancy services relating to 

food; consultancy services relating to food preparation; consulting services in the field 

of culinary arts. 

 

21. These services under the contested mark are likely to be offered to the general 

public in the form of blog posts, for example, or to businesses to set up or 

improve the services of preparing and presenting food. The opponent’s services 

 
6 Waterford Wedgwood plc v OHIM – C-398/07 P 
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of provision of information relating to restaurants could cover restaurant 

reviews, recommendation sites, or providing information relating to restaurant’s 

menus or recipes or guidance on running of restaurants. There is, therefore, an 

overlap in the nature and purpose of the services as both services, broadly 

speaking, concern providing information/expertise on setting up or improving 

provision of food. The users and channels of trade are likely to overlap. 

However, the services are neither complementary nor do they compete. 

Considering these factors, I find that the competing services are similar to no 

more than a medium degree. I note that the opponent’s EU trade marks cover 

bakery goods. Whether or not the opponent had established genuine use of 

those EU marks, any similarity based on bakery goods would be very low (at 

most).   

 

Consultancy services in the field of food and drink catering 

 

22. Catering services may be booked to serve drinks, meals or snacks at weddings, 

corporate or private events, for example. The applicant’s consultancy services 

in the catering field are most likely to be offered to businesses in the form of 

expert advice, such as setting up a catering service or catering menu or 

improving existing catering facilities. I have already concluded that the 

opponent’s services of provision of information relating to restaurants are likely 

to cover information about menu or recipes or even cover guidance on running 

a restaurant business. As the applicant’s consultancy services, broadly 

speaking, are offered to businesses in the food industry, undertakings offering 

catering consultancy are also likely to provide information about improving 

restaurant menus. The nature of the services is, therefore, likely to overlap so 

are the channels of trade and users. Their purpose is different. The services 

are neither complementary in the sense described by the case law nor do they 

compete. Considering these factors, I find that the competing services are 

similar to no more than a medium degree. 

 

The average consumer and the nature of the purchasing act 
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23. It is necessary for me to determine who the average consumer is for the 

respective parties’ services that I have found to be similar to a medium degree 

(at most). I must then determine the manner in which these services are likely 

to be selected by the average consumer.  

 

24. In Hearst Holdings Inc, Fleischer Studios Inc v A.V.E.L.A. Inc, Poeticgem 

Limited, The Partnership (Trading) Limited, U Wear Limited, J Fox Limited, 

[2014] EWHC 439 (Ch), Birss J. described the average consumer in these 

terms: 

 

“60. The trade mark questions have to be approached from the point of 

view of the presumed expectations of the average consumer who is 

reasonably well informed and reasonably circumspect. The parties were 

agreed that the relevant person is a legal construct and that the test is 

to be applied objectively by the court from the point of view of that 

constructed person. The words “average” denotes that the person is 

typical. The term “average” does not denote some form of numerical 

mean, mode or median”.  

 

25. I consider that the average consumer of the applicant's services includes both 

professionals and the general public. Catering consulting services are more 

likely to be used by business users. In contrast, the remainder of the services 

covered by the application, such as information, advice and consultancy 

services concerning food preparation or baking techniques, are likely to be used 

by the general public and business users. Both groups of average consumers 

are likely to choose the service providers after perusal of the internet or from 

catalogues or brochures. Visual considerations are, therefore, likely to 

dominate the selection process for the services. There may also be aural 

considerations, for example, when the choice is informed by oral 

recommendations. The factors that are likely to be considered in choosing the 

service provider are likely to be the provider's prior experience or competency, 

customer reviews or online ratings. These factors suggest that the average 

consumer comprising of the general public is likely to pay a medium degree of 
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attention while the business user is likely to pay a fairly high degree of attention 

to the selection process. 
 

26. The average consumer of the opponent’s services of providing information on 

restaurants is likely to be a member of the general public and business users. 

While the general public is likely to use the services to find places to eat or 

check restaurant reviews or menus, the business users are more likely to use 

the services to find guidance on running restaurants.  Both groups of average 

consumers are likely to choose the service providers further to visual 

considerations. However, I do not discount an aural element to the selection 

process when services are selected further to word-of-mouth 

recommendations. The degree of care and attention paid is likely to vary; for 

example, the average consumer comprising of the general public is likely to pay 

a low degree of care when looking for information about a venue for an 

impromptu snack. In contrast, a medium to a fairly high degree of attention is 

likely to be paid when information is sought about a restaurant for an important 

family event. The business users are likely to pay a fairly high degree of 

attention as guidance on running a restaurant is likely to be important. 
 

Distinctiveness of the earlier mark 
 

27. The distinctive character of the earlier mark must be considered. The more 

distinctive it is, either inherently or through use, the greater the likelihood of 

confusion (Sabel BV v Puma AG). In Lloyd Schuhfabrik Meyer & Co.  GmbH v 

Klijsen Handel BV, Case C-342/97 the CJEU stated that: 

 

“22. In determining the distinctive character of a mark and, accordingly, 

in assessing whether it is highly distinctive, the national court must make 

an overall assessment of the greater or lesser capacity of the mark to 

identify the goods or services for which it has been registered as coming 

from a particular undertaking, and thus to distinguish those goods or 

services from those of other undertakings (see, to that effect, judgment 

of 4 May 1999 in Joined Cases C-108/97 and C-109/97 Windsurfing 

Chiemsee v Huber and Attenberger [1999] ECR I-0000, paragraph 49).   
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23. In making that assessment, account should be taken, in particular, 

of the inherent characteristics of the mark, including the fact that it does 

or does not contain an element descriptive of the goods or services for 

which it has been registered; the market share held by the mark; how 

intensive, geographically widespread and long-standing use of the mark 

has been; the amount invested by the undertaking in promoting the 

mark; the proportion of the relevant section of the public which, because 

of the mark, identifies the goods or services as originating from a 

particular undertaking; and statements from chambers of commerce and 

industry or other trade and professional associations (see Windsurfing 

Chiemsee, paragraph 51).” 

 

28. The opponent’s mark comprises of a stylised burger device in green. In relation 

to the opponent’s restaurant services, a burger logo is strongly allusive or 

suggestive of food. I find that the opponent’s mark for restaurant services, 

generally, is inherently distinctive to a low degree. I also find that the inherent 

distinctiveness of the opponent’s mark when used in relation to restaurant 

services specialising in burgers is very low. The opponent has claimed an 

enhanced distinctiveness of the mark. Enhanced distinctiveness is a measure 

of how strongly the earlier mark indicates to consumers that services marketed 

under the mark originate from the opponent. In the case before me, the earlier 

mark is a stylised representation of a burger.  

 
29. Throughout the evidence, there are numerous indications that the opponent 

runs a restaurant that specialises in the sale of burgers. A Press release on the 

opening of the company’s first restaurant in London reports - “Shake Shack 

continues its march towards world burger domination…”.7 Another press 

release dated 2018 on the opening of the  restaurant is titled “Bringin’ burgers 

to the city!”.8 On the image of the opponent’s restaurant in Victoria Station, 

London, the burger logo mark appears just above the word “burger”.9 Media 

 
7 Exhibit 1, page 8 
8 Supra, page 16. 
9 Supra, page 7. 
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reports consistently refer to Shake Shack, the opponent’s parent company, as 

a “burger chain”.10 On the opponent’s website, Shake Shack is described as a 

“roadside” burger stand.11 As mentioned, the inherent distinctiveness of the 

burger logo mark in relation to restaurants specialising in burgers is very low. 

Therefore, the opponent faces a very high evidential hurdle to prove enhanced 

distinctiveness of its burger logo mark. The evidence of the use of the burger 

logo mark is somewhat underwhelming as most of the evidence show use of 

the sign “Shake Shack”. The opponent claims that the mark has received media 

coverage. However, the press releases filed in evidence consistently refer to 

the sign “Shake Shack” and I note that there is little or no reference to the burger 

logo mark in most of the media reports.12 Where there is evidence of use of the 

logo mark, it appears, in almost every instance, along with words “Shake 

Shack”. Where the logo appears independently of the words Sake Shack, those 

use are limited to use on clothing apparently worn by staff within the restaurant 

premises.13 According to the opponent, its turnover figures represents the 

revenue generated from the use of the “Shake Shack brands” which comprises 

of the sign “Shake Shack” and the burger logo mark.14 Without a breakdown, it 

is not possible for me to ascertain what proportion of the turnover or marketing 

figures are attributable to the burger logo mark. There is no indication of market 

share held by the burger logo mark either. Taking the evidence in the round, I 

am not satisfied that a proportion of the relevant public is likely to associate the 

burger logo mark as coming from the opponent who, as the evidence indicates, 

focuses mainly on sale of burgers. I find that the distinctiveness of the mark has 

not been enhanced through use.  

 

Comparison of marks 
 

30. It is clear from Sabel BV v Puma AG (particularly paragraph 23) that the 

average consumer normally perceives a trade mark as a whole and does not 

proceed to analyse its various details. The same case also explains that the 

 
10 Exhibit 4. 
11 Exhibit 6. 
12 Exhibits 3, 4 and 6. 
13 Exhibit 1. 
14 Witness statement para 24 and 28. 



Page 16 of 26 
 

visual, aural and conceptual similarities of the marks must be assessed by 

reference to the overall impressions created by the marks, bearing in mind their 

distinctive and dominant components. The CJEU stated at paragraph 34 of its 

judgment in Case C-591/12P, Bimbo SA v OHIM, that: 

 

“.....it is necessary to ascertain, in each individual case, the overall 

impression made on the target public by the sign for which registration is 

sought, by means of, inter alia, an analysis of the components of a sign and 

of their relative weight in the perception of the target public, and then, in the 

light of that overall impression and all factors relevant to the circumstances 

of the case, to assess the likelihood of confusion.” 

 

31. It would be wrong, therefore, artificially to dissect the trade marks, although it 

is necessary to take into account the distinctive and dominant components of 

the marks and to give due weight to any other features which are not negligible 

and therefore contribute to the overall impressions created by the marks. 

 

32. The trade marks to be compared are as follows: 

 
Opponent’s trade mark Applicant’s trade mark 

 

 
 

 

 

 

33. The overall impression of the opponent’s burger logo mark is that it is a 

simplified representation of a single burger in a bun, rendered in green.  There 

is nothing else to contribute to its distinctiveness (which for the services under 

Mark 1 is low). 
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34. The applicant’s mark consists of the word “EMOJIES” in green upper-case 

letters. Above the word appears a stylised representation of a burger in a bun 

the same shade of green as the word. The word “EMOJIES” possesses a at 

least a medium degree of distinctive character in relation to the applicant’s 

services. The device is allusive that the applicant’s services are related to food 

and drink and possesses only a weak distinctive character. Due to its size and 

positioning, the device does contribute to the overall impression of the mark, 

but given the low distinctive character of the device, I find that the word 

“EMOJIES” plays the greater role in the overall impression of the contested 

trade mark.   

 

35. Visually, both marks contain a burger logo. However, there are some 

differences in the presentation of the burger in the respective marks. For 

example, in the applicant’s mark, the sauce/cheese from the fillings appear to 

have drained on to the bun. In the opponent’s mark, the patty and 

leaf/cheese/bacon placed between the buns are separated from each other and 

presented more neatly and reductively. Both marks are presented in green. 

More significantly, the applicant’s mark also contains an additional word 

“EMOJIES”. Weighing up the similarities and differences, and my assessment 

of the overall impression of the marks, I find that the marks are visually similar 

to not more than a medium degree.  

 

36. Turning to aural comparison, the earlier mark has no aural significance, 

whereas the contested mark will be spoken as E – MO – JIES.  The marks are 

therefore not similar from an aural perspective.  

 
37. In a conceptual comparison, the marks coincide in the concept of a burger. The 

applicant’s mark contains an additional concept derived from the word element 

“emoji” meaning “a small digital image or icon used to express an idea, emotion, 

etc. in electronic communications”. Considering these factors and the 

distinctive and dominant aspects of the marks, I find that the marks are 

conceptually similar to a degree that is between low and medium. 

 

Likelihood of confusion 
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38. A likelihood of confusion is made on a global assessment of all factors relevant 

to the circumstances of the case (Sabel at [22]). It is necessary for me to factor 

in the distinctive character of the earlier trade mark, as the more distinctive this 

trade mark is the greater the likelihood of confusion (Sabel at [24]). I must also 

have regard to the interdependency principle i.e. a lesser degree of similarity 

between the respective trade marks may be offset by a greater degree of 

similarity between the respective services and vice versa (Canon at [17]). I must 

also keep in mind the average consumer of the services, the nature of the 

selection process and that the average consumer rarely has an opportunity to 

make direct comparisons between trade marks and must instead rely upon the 

imperfect picture of them he has retained in his mind (Lloyd Schuhfabrik at [26]).  

 

39. Confusion can be direct (which occurs when the average consumer mistakes 

one mark for the other) or indirect (where the average consumer realises the 

marks are not the same but puts the similarity that exists between the 

marks/services down to the responsible undertaking being the same or related). 

 

40. The difference between direct and indirect confusion was explained in L.A. 

Sugar Limited v By Back Beat Inc, Case BL O/375/10, by Iain Purvis Q.C., 

sitting as the Appointed Person, where he explained that:  
 

“16. Although direct confusion and indirect confusion both involve 

mistakes on the part of the consumer, it is important to remember that 

these mistakes are very different in nature. Direct confusion involves no 

process of reasoning – it is a simple matter of mistaking one mark for 

another. Indirect confusion, on the other hand, only arises where the 

consumer has actually recognized that the later mark is different from 

the earlier mark. It therefore requires a mental process of some kind on 

the part of the consumer when he or she sees the later mark, which may 

be conscious or subconscious but, analysed in formal terms, is 

something along the following lines: “The later mark is different from the 

earlier mark, but also has something in common with it. Taking account 
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of the common element in the context of the later mark as a whole, I 

conclude that it is another brand of the owner of the earlier mark”.  

 
41. In Duebros Limited v Heirler Cenovis GmbH, BL O/547/17, James Mellor Q.C., 

sitting as the Appointed Person, stressed that a finding of indirect confusion 

should not be made merely because the two marks share a common element. 

In this connection, he pointed out that it is not sufficient that a mark merely calls 

another mark to mind. This is mere association not indirect confusion.  

 

42. Earlier in this decision, I concluded: 

 

• That the contested services are similar to a medium degree (at most); 

• That the services will be selected primarily by visual means, with a fairly 

high degree of attention paid by business users of both applicant’s and 

opponent’s services. The average consumer comprising of general 

public is likely to pay a medium degree of attention to the selection of the 

applicant’s services while the same consumers are likely to pay a low to 

a fairly high degree of attention when selecting the opponent’s services; 

• That the marks are visually similar to a medium degree, aurally dissimilar 

and conceptually similar to a degree that is between low and medium; 

• That the opponent’s mark is inherently distinctive to no more than a low 

degree. 

  

43. Applying these conclusions, I find that the presence of the word “EMOJIES” in 

the applicant’s mark as a dominant and distinctive element is enough to dispel 

any likelihood of direct confusion.  

 

44. Turning to indirect confusion, I bear in mind that the distinctive character of the 

similar elements in the competing marks is key in determining a likelihood of 

confusion.15 The respective marks contain a stylised burger device that 

possesses only a low degree of distinctive character in relation to services 

 
15 Kurt Geiger v A-List Corporate Limited, BL O-075-13 
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connected to food and drink. The average consumer is likely to remember the 

two elements which make up the applicant’s mark, and in particular, the more 

distinctive element “EMOJIES”. The average consumer of the applicant’s 

services, when encountered with the opponent’s services, is unlikely to think 

that the opponent who uses a burger logo as the only element of its trade mark, 

to offer services connected to food are economically connected to the applicant 

- the word “EMOJIES” is likely to aid the consumer to differentiate between the 

marks.  The combined effect of the distance between the respective services, 

the low degree of distinctive character of the burger logo and the visual, aural 

and conceptual differences introduced by the word “EMOJIES” on the average 

consumer is likely to outweigh any similarities that arise from the burger logo in 

the respective marks.  I find that there is no likelihood of confusion, either direct 

or indirect. 

 

45. The opposition under section 5(2)(b) fails. 

 

The section 5(3) grounds of opposition 
 

46. Section 5(3) states:  

 

“(3) A trade mark which-  

 

(a) is identical with or similar to an earlier trade mark, shall not be 

registered if, or to the extent that, the earlier trade mark has a 

reputation in the United Kingdom (or, in the case of a European 

Union trade mark or international trade mark (EC), in the 

European Union) and the use of the later mark without due cause 

would take unfair advantage of, or be detrimental to, the 

distinctive character or the repute of the earlier trade mark.  

 

47. Section 5(3A) states:  
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“(3A) Subsection (3) applies irrespective of whether the goods and 

services for which the trade mark is to be registered are identical with, 

similar to or not similar to those for which the earlier trade mark is 

protected.” 

 

48. The relevant case law can be found in the following judgments of the CJEU: 

Case C-375/97, General Motors, Case 252/07, Intel, Case C-408/01, Adidas 

Salomon, Case C-487/07, L’Oreal v Bellure, Case C-323/09, Marks and 

Spencer v Interflora and Case C383/12P, Environmental Manufacturing LLP v 

OHIM.  

 

49. The law appears to be as follows: 

 

a) The reputation of a trade mark must be established in relation to the 

relevant section of the public as regards the goods or services for which 

the mark is registered; General Motors, paragraph 24. 

 

b) The trade mark for which protection is sought must be known by a 

significant part of that relevant public; General Motors, paragraph 26.  

  

(c) It is necessary for the public when confronted with the later mark to make 

a link with the earlier reputed mark, which is the case where the public calls 

the earlier mark to mind; Adidas Saloman, paragraph 29 and Intel, 

paragraph 63.  

 

d) Whether such a link exists must be assessed globally taking account of 

all relevant factors, including the degree of similarity between the respective 

marks and between the goods/services, the extent of the overlap between 

the relevant consumers for those goods/services, and the strength of the 

earlier mark’s reputation and distinctiveness; Intel, paragraph 42.  

 

e) Where a link is established, the owner of the earlier mark must also 

establish the existence of one or more of the types of injury set out in the 

section, or there is a serious likelihood that such an injury will occur in the 
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future; Intel, paragraph 68; whether this is the case must also be assessed 

globally, taking account of all relevant factors; Intel, paragraph 79.  

  

f) Detriment to the distinctive character of the earlier mark occurs when the 

mark’s ability to identify the goods/services for which it is registered is 

weakened as a result of the use of the later mark, and requires evidence of 

a change in the economic behaviour of the average consumer of the 

goods/services for which the earlier mark is registered, or a serious risk that 

this will happen in future; Intel, paragraphs 76 and 77.  

 

(g) The more unique the earlier mark appears, the greater the likelihood that 

the use of a later identical or similar mark will be detrimental to its distinctive 

character; Intel, paragraph 74.  

 

(h) Detriment to the reputation of the earlier mark is caused when goods or 

services for which the later mark is used may be perceived by the public in 

such a way that the power of attraction of the earlier mark is reduced, and 

occurs particularly where the goods or services offered under the later mark 

have a characteristic or quality which is liable to have a negative impact of 

the earlier mark; L’Oreal v Bellure NV, paragraph 40.   

 

(i) The advantage arising from the use by a third party of a sign similar to a 

mark with a reputation is an unfair advantage where it seeks to ride on the 

coat-tails of the senior mark in order to benefit from the power of attraction, 

the reputation and the prestige of that mark and to exploit, without paying 

any financial compensation, the marketing effort expended by the proprietor 

of the mark in order to create and maintain the mark's image. This covers, 

in particular, cases where, by reason of a transfer of the image of the mark 

or of the characteristics which it projects to the goods identified by the 

identical or similar sign, there is clear exploitation on the coat-tails of the 

mark with a reputation (Marks and Spencer v Interflora, paragraph 74 and 

the court’s answer to question 1 in L’Oreal v Bellure).   
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51. The opponent has claimed reputation of the burger logo mark in relation to 

restaurant services; restaurants (self-service -); carry-out restaurants; provision 

of information relating to restaurants. During my assessment of enhanced 

distinctive character of the mark, I concluded that the evidence shows use of 

the mark in relation to restaurant services specialising in burgers. Therefore, 

my assessment of the claim based on section 5(3) will be focused only on those 

services. 

52. The applicant in the counterstatement concedes that the opponent’s earlier 

marks have a reputation in the UK/EU. For the sake of convenience, I will focus 

on the reputation of the burger logo mark registered in the UK.  As the reputation 

of the opponent’s earlier trade mark is not disputed by the applicant, I am 

prepared to proceed on the basis that the burger logo mark has some 

reputation. However, to succeed under a claim based on section 5(3), I must 

assess whether the relevant public confronted with the later mark will make a 

link with the earlier reputed mark. This is a multifactorial exercise taking account 

of various factors including the strength of the earlier mark’s reputation. 

53. Even if the burger logo mark has a reputation (which I have accepted only 

based on the applicant’s admission), it does not appear from the evidence that 

it is particularly strong. This is because, as mentioned earlier in the decision, 

most of the opponent’s evidence shows only the use of the sign “Shake Shack”. 

Where there is evidence of use of the burger logo mark, in almost every 

instance, it accompanies the words “Shake Shack”. The full extent of the use 

of the mark is also not clear from the evidence as the turnover and marketing 

figures relate to both the sign “Shake Shack” and the burger logo mark.  

54. The other factors I must consider in assessing whether the relevant public will 

make a link include the degree of similarity between the respective marks and 

between the services, the extent of the overlap between the relevant 

consumers for those services, and degree of distinctiveness of the earlier mark. 

Bearing in mind the average consumers of both categories of services, I do not 

consider that there is likely to be a significant overlap between the relevant 

consumers. I also note that the opponent’s mark has a very low degree of 

inherent distinctive character in relation to restaurants focused on sale on 
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burgers. I have already concluded that the similarity between the marks arise 

from the presence of a similar device element that possesses only a low degree 

of distinctive character and that the competing services are similar to medium 

degree (at most). 

55. Considering all these factors, I find that the relevant public will make no link 

between the marks. It follows that the section 5(3) grounds based on the burger 

logo mark fails. The opponent has no stronger case based on its Marks 2 and 

3 registered in the EU. Therefore, all the section 5(3) grounds fail.   

 

Section 5(4)(a) 
 
 

56. Section 5(4)(a) of the Act reads as follows:  
  
  

“5(4) A trade mark shall not be registered if, or to the extent that, its use 

in the United Kingdom is liable to be prevented – 

 

a) by virtue of any rule of law (in particular, the law of passing off) 

protecting an unregistered trade mark or other sign used in the 

course of trade, or  

     

b) …  

A person thus entitled to prevent the use of a trade mark is referred to in 

this Act as the proprietor of “an earlier right” in relation to the trade mark”.  

  

57. In Discount Outlet v Feel Good UK, [2017] EWHC 1400 IPEC, Her Honour 

Judge Melissa Clarke, sitting as a deputy Judge of the High Court, conveniently 

summarised the essential requirements of the law of passing off as follows:  

 

“55. The elements necessary to reach a finding of passing off are the 

‘classical trinity' of that tort as described by Lord Oliver in the Jif Lemon 

case (Reckitt & Colman Product v Borden [1990] 1 WLR 491 HL, [1990] 

RPC 341, HL), namely goodwill or reputation; misrepresentation leading 

to deception or a likelihood of deception; and damage resulting from the 
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misrepresentation. The burden is on the Claimants to satisfy me of all 

three limbs.  

 

58. Reputation constitutes a knowledge threshold and, therefore, reputation of the 

earlier mark in the UK is helpful in establishing goodwill. The applicant has 

accepted that the opponent’s marks enjoy reputation in the UK. Accordingly, I 

am prepared to accept that the opponent has goodwill in the mark. Even if I 

accept that the opponent, at the relevant date, enjoyed goodwill under their 

burger logo mark in the UK, as evidence suggests, this would be only in relation 

to restaurant services specialised in burgers.  

 

59. In relation to the assessment of misrepresentation, which is the second limb of 

the passing off claim, I am not convinced that there is a misrepresentation as 

to the trade origin of the services offered. In arriving at that conclusion, I take 

account of the moderate reputation or strength of goodwill (if any) attaching to 

the opponent’s sign. I also bear in mind my findings on confusion under the 

section 5(2)(b) ground based on the low distinctive character of the opponent’s 

mark, the distance between the respective fields are activity, the similarity 

between the marks arising from a component that is distinctive to a low 

degree.16 Considering these factors, I find that the consumers are unlikely to 

regard the applicants’ services as sourced from the opponent. This ground also 

fails. 

 
 Conclusion 

 

60. The opposition is unsuccessful. The application will proceed to registration in 

relation to: 

 

Class 43: Children’s residential home services; information and advice in 

relation to the preparation of meals; cookery advice, consultancy services in the 

 
16 I recognise that there is a difference between the test for misrepresentation and the test for likelihood 

of confusion. However, both tests are intended to be normative measures to exclude those who are 

unusually careful or careless (as per Jacob L.J. in Reed Executive Plc v Reed Business Information Ltd 

[2004] RPC 40) and therefore, there are parallels between the two. 
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field of food and drink catering; consultancy services relating to baking 

techniques; consultancy services relating to food; consultancy services relating 

to food preparation; consulting services in the field of culinary arts.  

 

Costs  

 

31. The applicant has been successful and is entitled to costs. I award costs to 

the applicant on the following basis: 
 

Preparing the counterstatement and 

considering the notice of opposition:   £200  

  

Considering the other side’s evidence:  £500 

 

Preparing written submissions:   £300 

 

Total:        £1000 

 

32. I order SSE IP, LLC to pay Emojies LTD the sum of £1000. This sum is to be 

paid within twenty-one days of the expiry of the appeal period or within twenty-

one days of the final determination of this case if any appeal against this 

decision is unsuccessful. 
 

 

Dated this 8th of April 2021 
 
 
 
Karol Thomas 
For the Registrar 
The Comptroller-General 
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