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Background and Pleadings 

1. On 22 October 2020, mighty freedom limited (‘the Applicant’) filed an application 

to register the trade mark shown on the cover page of this Decision, number 

3547028. The application was published for opposition purposes in the Trade 

Marks Journal on 11 December 2020. Registration is sought in respect of: 

 

Class 15 Musical Accessories 

 

2. On 11 March 2021, the application was opposed by Rachel Robinson (‘the 

Opponent’) based on section 5(2)(b) of the Trade Marks Act 1994 (“the Act”). The 

Opponent relies on the following earlier trade mark registration for its section 

5(2)(b) ground: 

 

UK00003243308 

 

Mighty Beast 

Filing date: 12 July 2017; Date registration completed: 9 March 2018. 

Relying on its registered goods in class 15: 

 Musical instruments, musical 

accessories 

 

3. The Opponent claims that there is a likelihood of confusion under section 5(2)(b). 

 

4. The Applicant filed a defence and counterstatement, denying the grounds. 

 
5. Neither party has filed written submissions. 

 
6. Each party represents itself. 
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7. Rule 6 of the Trade Marks (Fast Track Opposition) (Amendment) Rules 2013, S.I. 

2013 2235, disapplies paragraphs 1-3 of Rule 20 of the Trade Marks Rules 2008, 

but provides that Rule 20(4) shall continue to apply. Rule 20(4) states that:  

 

“(4) The registrar may, at any time, give leave to either party to file evidence 

upon such terms as the registrar thinks fit.” 

 

8. The net effect of these changes is to require parties to seek leave in order to file 

evidence in fast track oppositions. No leave was sought in respect of these 

proceedings.  

 

9. Rule 62(5) (as amended) states that arguments in fast track proceedings shall be 

heard orally only if (i) the Office requests it or (ii) either party to the proceedings 

requests it and the registrar considers that oral proceedings are necessary to 

deal with the case justly and at proportionate cost; otherwise, written arguments 

will be taken. A hearing was neither requested nor considered necessary.  

 

10. The only material from the parties available to me is that contained within the 

Opponent’s Notice of Opposition and Grounds and the Applicant’s Defence and 

Counterstatement. 

 

Preliminary issues 

11. Section 6A of the Act provides that where the registration date of the earlier mark 

is more than 5 years prior to the application date of the applied-for mark, the 

opponent may be required to prove use of the earlier mark. In the instant case, 

Section 6A is not engaged because the registration date of the earlier mark, i.e. 9 

March 2018, is less than 5 years prior to the application date of the applied-for 

mark, i.e. 22 October 2020. Consequently, the Opponent is entitled to rely upon 

its mark in respect of all of the goods upon which it relies. 

 

12. The Opponent has made the following comments at the fourth and sixth 

paragraphs of their notice of opposition: 
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13. How the parties have used, are currently using, or intend to use their respective 

marks is not a relevant factor in the assessment of whether there is a likelihood of 

confusion. I must only consider the ‘notional’ use of the marks in relation to the 

goods and services in their respective specifications. 

 

14. The concept of ‘notional use’ was addressed in Compass Publishing BV v 

Compass Logistics [2004] R.P.C. 41 per Laddie J.: 

 

“22. It is frequently said by trade mark lawyers that when the proprietor’s mark 

and the defendant’s sign have been used in the market-place but no 

confusion has been caused, then there cannot exist a likelihood of confusion 

under Art.9.1(b) or the equivalent provision in the Trade Marks Act 1994 (“the 

1994 Act”), that is to say s.10(2). So, no confusion in the market-place means 

no infringement of the registered trade mark. This is, however, no more than a 

rule of thumb. It must be borne in mind that the provisions in the legislation 

relating to infringement are not simply reflective of what is happening in the 

market. It is possible to register a mark which is not being used. Infringement 

in such a case must involve considering notional use of the registered mark. 

In such a case there can be no confusion in practice, yet it is possible for 

there to be a finding of infringement. Similarly, even when the proprietor of a 

registered mark uses it, he may well not use it throughout the whole width of 

the registration or he may use it on a scale which is very small compared with 

the sector of trade in which the mark is registered and the alleged infringer’s 

use may be very limited also. In the former situation, the court must consider 

notional use extended to the full width of the classification of goods or 

services. In the latter it must consider notional use on a scale where direct 
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competition between the proprietor and the alleged infringer could take place.” 

 

15. The Court of Justice of the European Union (“CJEU”)1 has stated the following2: 

 

“Once a mark has been registered its proprietor has the right to use it as he 

sees fit so that, for the purposes of assessing whether the application for 

registration falls within the ground for refusal laid down in that provision, it is 

necessary to ascertain whether there is a likelihood of confusion with the 

opponent’s earlier mark in all the circumstances in which the mark applied for 

might be used if it were to be registered. 

 

16. In my assessment, I must therefore consider all of the possible circumstances in 

which the mark applied for might be used if it were registered. Any actual 

differences between the parties’ goods are irrelevant unless they are apparent 

from the applied-for and registered marks. 

 

17. The Applicant has made the following comment in its Counterstatement: 

 

“There are a great many examples of existing trademarks that share a 

common word with others of the same class. Going through the journal has 

only confirmed my opinion on this.” 

 

The fact that previous marks containing the element ‘MIGHTY’ have been 

allowed on to the Register does not necessarily weaken the Opposition against 

the Applicant’s mark.3 The presence, or otherwise, of such marks on the Register 

 
1 Although the UK has left the EU, section 6(3)(a) of the European (Withdrawal) Act 2018 requires tribunals to 
apply EU-derived national law in accordance with EU law as it stood at the end of the transition period. The 
provisions of the Trade Marks Act relied on in these proceedings are derived from an EU Directive. This is why 
this decision continues to make reference to the trade mark case-law of EU courts. 
 
2 O2 Holdings Limited, O2 (UK) Limited v Hutchison 3G UK Limited, Case C-533/06. 
3 In Zero Industry Srl v OHIM, Case T-400/06, the General Court stated that: 
 

“73. As regards the results of the research submitted by the applicant, according to which 93 
Community trade marks are made up of or include the word ‘zero’, it should be pointed out that the 
Opposition Division found, in that regard, that ‘… there are no indications as to how many of such 
trade marks are effectively used in the market’. The applicant did not dispute that finding before the 
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has no bearing on the instant proceedings. My assessment is concerned only 

with the particular marks referred to in this opposition.  
 

18. The following decision has been made after careful consideration of the papers 

before me. 

 

Decision 

Section 5(2)(b) of the Act and related case law 

19. Section 5(2)(b) of the Act states: 

 

“5(2) A trade mark shall not be registered if because – 

 

(a) … 

 

(b) It is similar to an earlier trade mark and is to be registered for goods 

or services identical with or similar to those for which the earlier 

trade mark is protected,  

 

There exists a likelihood of confusion on the part of the public, which includes 

the likelihood of association with the earlier trade mark.” 

 

20. The following principles are derived from the decisions of the CJEU4 in: 

Sabel BV v Puma AG, Case C-251/95; Canon Kabushiki Kaisha v Metro-

Goldwyn-Mayer Inc, Case C-39/97; Lloyd Schuhfabrik Meyer & Co GmbH v 

Klijsen Handel B.V. Case C-342/97; Marca Mode CV v Adidas AG & Adidas 

 
Board of Appeal but none the less reverted to the issue of that evidence in its application lodged at 
the Court. It must be found that the mere fact that a number of trade marks relating to the goods at 
issue contain the word ‘zero’ is not enough to establish that the distinctive character of that element 
has been weakened because of its frequent use in the field concerned (see, by analogy, Case T-135/04 
GfK v OHIM – BUS(Online Bus) [2005] ECR II-4865, paragraph 68, and Case T-29/04 Castellblanch v 
OHIM – Champagne Roederer (CRISTAL CASTELLBLANCH) [2005] ECR II-5309, paragraph 71).” 
 

4 Although the UK has left the EU, section 6(3)(a) of the European (Withdrawal) Act 2018 requires tribunals to 
apply EU-derived national law in accordance with EU law as it stood at the end of the transition period. The 
provisions of the Trade Marks Act relied on in these proceedings are derived from an EU Directive. This is why 
this decision continues to make reference to the trade mark case-law of EU courts. 
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Benelux BV, Case C-425/98; Matratzen Concord GmbH v OHIM, Case C-3/03; 

Medion AG v. Thomson Multimedia Sales Germany & Austria GmbH, Case 

C120/04; Shake di L. Laudato & C. Sas v OHIM, Case C-334/05P; and Bimbo SA 

v OHIM, Case C-591/12P 

 

 

The principles: 

 

(a) The likelihood of confusion must be appreciated globally, taking 

account of all relevant factors;  

 

(b) the matter must be judged through the eyes of the average 

consumer of the goods or services in question, who is deemed to be 

reasonably well informed and reasonably circumspect and observant, 

but who rarely has the chance to make direct comparisons between 

marks and must instead rely upon the imperfect picture of them he has 

kept in his mind, and whose attention varies according to the category 

of goods or services in question; 

 

(c) the average consumer normally perceives a mark as a whole and 

does not proceed to analyse its various details; 

  

(d) the visual, aural and conceptual similarities of the marks must 

normally be assessed by reference to the overall impressions created 

by the marks bearing in mind their distinctive and dominant 

components, but it is only when all other components of a complex 

mark are negligible that it is permissible to make the comparison solely 

on the basis of the dominant elements; 

 

(e) nevertheless, the overall impression conveyed to the public by a 

composite trade mark may be dominated by one or more of its 

components; 
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(f) however, it is also possible that in a particular case an element 

corresponding to an earlier trade mark may retain an independent 

distinctive role in a composite mark, without necessarily constituting a 

dominant element of that mark;  

 

(g) a lesser degree of similarity between the goods or services may be 

offset by a great degree of similarity between the marks, and vice 

versa; 

 

(h) there is a greater likelihood of confusion where the earlier mark has 

a highly distinctive character, either per se or because of the use that 

has been made of it; 

 

(i) mere association, in the strict sense that the later mark brings the 

earlier mark to mind, is not sufficient; 

 

(j) the reputation of a mark does not give grounds for presuming a 

likelihood of confusion simply because of a likelihood of association in 

the strict sense; 

 

(k) if the association between the marks creates a risk that the public 

might believe that the respective goods or services come from the 

same or economically-linked undertakings, there is a likelihood of 

confusion. 

 

Comparison of goods 

21. The goods and services to be compared are as follows: 

 

Opponent’s mark: 

 

Applied-for mark: 

Class 15 Musical instruments, musical 

accessories 
Class 15 Musical Accessories 
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22. Both specifications include the term musical accessories. The respective goods 

are, therefore, self-evidently identical. 

 

Average consumer and the purchasing act 
23. The average consumer is deemed to be reasonably well-informed and 

reasonably observant and circumspect. For the purpose of assessing the 

likelihood of confusion, it must be borne in mind that the average consumer's 

level of attention is likely to vary according to the category of goods or services in 

question: Lloyd Schuhfabrik Meyer, Case C-342/97. 

 

24. In Hearst Holdings Inc5 Birss J. described the average consumer thus: 

 

“60. The trade mark questions have to be approached from the point of view 

of the presumed expectations of the average consumer who is reasonably 

well informed and reasonably circumspect. The parties were agreed that the 

relevant person is a legal construct and that the test is to be applied 

objectively by the court from the point of view of that constructed person. The 

word “average” denotes that the person is typical. The term “average” does 

not denote some form of numerical mean, mode or median.” 

 

25. The term musical accessories will include: strings for stringed instruments, music 

stands, reeds for woodwind instruments and drumsticks, to name but a few.  I 

consider that the average consumer of the goods in question will, in most cases, 

be someone who plays a musical instrument, whether professionally or by way of 

a hobby. I recognise that a number of consumers will be professional purchasers, 

for example, schools and other educational institutions. The goods will be 

purchased from physical shops or websites specialising in musical instruments 

and accessories. In my view, where the purchase takes place in a physical shop, 

the purchasing act will, in most cases, be primarily aural. I consider that whereas 

 
5 Hearst Holdings Inc Fleischer Studios Inc v A.V.E.L.A. Inc, Poeticgem Limited, The Partnership (Trading) 
Limited, U Wear Limited, J Fox Limited, [2014] EWHC 439 (Ch). 
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musical instruments themselves will likely be displayed prominently on the shop 

floor, musical accessories will more often be requested from a member of retail 

staff (though some may be on display behind the counter).  

 

26. In my view, many purchases will not conclude until the purchaser has discussed 

their needs with, or sought advice from, a member of retail staff. I recognise, 

however, that there will be a visual aspect to the purchasing process to the extent 

that a particular item is requested and the purchaser shown the packaged goods 

(e.g. a packet of guitar strings or an oboe reed) before completing the 

transaction. On the other hand, where the item being purchased is something like 

a standard music stand, for example, then I consider that the purchasing act may 

be less considered and cautious. In the case on online purchases, I acknowledge 

that there is unlikely to an aural aspect to the purchasing process; the purchase 

will be visual to the extent that the item will be added to the ‘shopping basket’ 

after viewing the product listing. The average consumer will consider factors 

including, amongst others: the compatibility of the accessory with their 

instrument; whether the goods are ‘concert standard’ or suitable only for amateur 

level performance; the sound quality that is achievable; the durability of the 

accessory in question. In my view, the average consumer will therefore display a 

level of attention in the average to above-average range when purchasing the 

goods.  

 

Comparison of the marks 

 

 

 

 

Mighty Beast 

 

 

 
Opponent’s (earlier) mark Applicant’s (contested) mark 
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27. It is clear from Sabel BV v Puma AG (particularly paragraph 23) that the average 

consumer normally perceives a mark as a whole and does not proceed to 

analyse its various details. The same case also explains that the visual, aural and 

conceptual similarities of the marks must be assessed by reference to the overall 

impressions created by the marks, bearing in mind their distinctive and dominant 

components. The CJEU stated at paragraph 34 of its judgment in Case C-

591/12P, Bimbo SA v OHIM, that: 

 

“...it is necessary to ascertain, in each individual case, the overall 

impression made on the target public by the sign for which registration 

is sought, by means of, inter alia, an analysis of the components of a 

sign and of their relative weight in the perception of the target public, 

and then, in the light of that overall impression and all factors relevant 

to the circumstances of the case, to assess the likelihood of confusion.” 

 

28. It would be wrong, therefore, to artificially dissect the trade marks, although it is 

necessary to take into account the distinctive and dominant components of the 

marks, and to give due weight to any other features which are not negligible and, 

therefore, contribute to the overall impressions created by the marks. 

 

29. The Opponent’s word-only mark comprises two elements, ‘Mighty’ and ‘Beast’, 

rendered in a plain font of uniform size, the first letter of each word being in upper 

case. The overall impression resides in the mark in its entirety. 

 
30. The Applicant’s mark comprises a word element and a device set against a blue 

background. The device and word elements are positioned side by side with the 

device on the left and the word element on the right. Together, the device and 

word element occupy a central position in the mark. The device comprises a 

stylised image, coloured white, of the top part of the neck of an electric guitar, 

where the machine heads6 are affixed, contained within a circle. The word 

‘MIGHTY’, also coloured white, is positioned adjacent to the device, and in 

 
6 The tuning gears or pegs to which the strings are attached.  
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between horizontal ‘tram lines’, all letters in upper case in a plain and uniform 

font. To my mind, the overall impression resides in the mark in its entirety; 

‘MIGHTY’ will be the dominant element by virtue of it being more distinctive than 

the guitar-themed device and will, therefore, have greater weight in the overall 

impression. 

 
31. Visual comparison 

 
Both marks include the word element ‘MIGHTY’. Points of difference are: that the 

word ‘Beast’ follows ‘Mighty’ in the Opponent’s mark; the presence of the 

encircled guitar-themed device, and ‘tram lines’ around the ‘MIGHTY’ element, in 

the Applicant’s mark; and the fact that the elements of the Applicant’s mark are 

set against a blue background. Consequently, I find that the level of visual 

similarity between the respective marks is low. 

 

32. Aural comparison 

 

I consider that the Opponent’s mark will be articulated as ‘MY-TEE-BEAST’, with 

the emphasis on the third syllable; whereas the Applicant’s mark will be 

articulated as ‘MY-TEE’, with the emphasis on the first syllable. The difference in 

length of the respective marks will be discerned aurally. Consequently, I find that 

the level of aural similarity between the marks is no more than medium.  

 

33. Conceptual comparison 

 

‘Mighty’ and ‘beast’ are words in the English language with which the average 

English-speaking consumer will be familiar. The dictionary defines ‘mighty’ as an 

adjective meaning ‘very large, powerful or important’7. ‘Beast’ is defined as ‘an 

animal, especially a large or wild one’ or ‘an unpleasant, annoying or cruel 

person’8. 

 

 
7 https://dictionary.cambridge.org/dictionary/english/mighty, accessed 22 April 2021 at 12:02. 
8 https://dictionary.cambridge.org/dictionary/english/beast, accessed 22 April 2021 at 12:03. 

https://dictionary.cambridge.org/dictionary/english/mighty
https://dictionary.cambridge.org/dictionary/english/beast
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34. In my view, ‘Mighty Beast’, as a mark for musical accessories, conveys the idea 

of robust and durable products which enable their users, i.e. musicians, 

professional and amateur alike, to create powerful sounds.  

 

35. I now turn to the Applicant’s mark. ‘Mighty’ will be understood as having the 

meaning noted above at [33]. I consider that ‘Mighty’, as a mark for musical 

accessories, will invoke the same ideas of robustness, durability and powerful 

sound outlined above at [34]. Points of conceptual difference are: the presence of 

the guitar device in the Applicant’s mark, but absent in the Opponent’s mark; and 

the presence of ‘Beast’ in the Opponent’s mark, but absent in the Applicant’s 

mark. Consequently, I find that the respective marks are conceptually similar to at 

least a medium degree. 

 
Distinctive character of the earlier mark 

 

36. Lloyd Schuhfabrik Meyer & Co. GmbH v Klijsen Handel BV, Case C-342/97 the 

CJEU stated that: 

 

“22. In determining the distinctive character of a mark and, accordingly, 

in assessing whether it is highly distinctive, the national court must 

make an overall assessment of the greater or lesser capacity of the 

mark to identify the goods or services for which it has been registered 

as coming from a particular undertaking, and thus to distinguish those 

goods or services from those of other undertakings (see, to that effect, 

judgment of 4 May 1999 in Joined Cases C-108/97 and C-109/97 

WindsurfingChiemsee v Huber and Attenberger [1999] ECR I-0000, 

paragraph 49).  

 

23. In making that assessment, account should be taken, in particular, 

of the inherent characteristics of the mark, including the fact that it does 

or does not contain an element descriptive of the goods or services for 

which it has been registered; the market share held by the mark; how 

intensive, geographically widespread and long-standing use of the mark  

has been; the amount invested by the undertaking in promoting 
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the mark; the proportion of the relevant section of the public which, 

because of the mark, identifies the goods or services as originating 

from a particular undertaking; and statements from chambers of 

commerce and industry or other trade and professional associations 

(see Windsurfing Chiemsee, paragraph 51).” 

 

37. I consider the ‘Mighty’ element of the Opponent’s mark to be somewhat allusive 

to, or descriptive of, the goods by suggesting that the products are robust, 

durable and capable of enabling users to achieve a powerful sound. In my view, 

the word ‘beast’ neither alludes to, nor describes the goods and is, therefore, the 

more distinctive element. I find that the mark, as a whole, is inherently distinctive 

to an average degree.  

 

38. The CJEU held in Sabel9 that: 

 
“24. The more distinctive the earlier mark, the greater will be the likelihood of 

confusion.” 

 

39. This principle was given an important qualification by Mr Iain Purvis Q.C, as the 

Appointed Person, in the decision of Kurt Geiger v A-List Corporate Limited10: 

 

“39. It is always important to bear in mind what it is about the earlier mark 

which gives it distinctive character. In particular, if distinctiveness is provided 

by an aspect of the mark which has no counterpart in the mark alleged to be 

confusingly similar, then the distinctiveness will not increase the likelihood of 

confusion at all. If anything, it will reduce it.”  
 

40. The above principle is apposite in the instant case because the only element 

common to the respective marks is the element whose role within the earlier 

mark is somewhat less distinctive than the element ‘Beast’ in that mark.  

 
9 Sabel BV v Puma AG (C-251/95), [1998] E. T. M. R. 1 (1997) at [24]. 
10 BL O-075-13. 
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Likelihood of confusion 

41. Confusion can be direct or indirect. Mr Ian Purvis Q. C., as the Appointed Person, 

explained the difference in the decision of L.A. Sugar Limited v By Back Beat 

Inc11. Direct confusion occurs when one mark is mistaken for another. In Lloyd 

Schuhfabrik12, the CJEU recognised that the average consumer rarely 

encounters the two marks side by side but must rely on the imperfect picture of 

them that he has in his mind. Direct confusion can therefore occur by imperfect 

recollection when the average consumer sees the later mark before him but 

mistakenly matches it to the imperfect image of the earlier mark in his ‘mind’s 

eye’. Indirect confusion occurs when the average consumer recognises that the 

later mark is indeed different from the earlier mark, but, concludes that the later 

mark is economically linked to the earlier mark by way of being a ‘sub brand’, for 

instance.    

 

42. Before arriving at my decision, I must make a global assessment taking into 

account all of the relevant factors, including the principles a) – k) set out above at 

[20].  

 
43. When considering all relevant factors ‘in the round’, I must bear in mind that a 

greater degree of similarity between goods may be offset by a lesser degree of 

similarity between the marks, and vice versa. 

 

44. I have determined that: 

 
• The respective goods are identical; 

 

• The marks are visually similar to a low degree; 

 
• The marks are aurally similar to no more than a medium degree; 

 

 
11 Case BL O/375/10 at [16]. 
12 Lloyd Schuhfabrik Meyer and Co GmbH v Klijsen Handel BV (C-34297) at [26]. 
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• The marks are conceptually similar to at least a medium degree. 

 
• The earlier mark is inherently distinctive to at least an average degree. 

 
45. In my view, even though the respective goods are identical, the visual and aural 

differences between the marks are sufficient to rule out any likelihood of direct 

confusion.  

 

46. However, the following observations lead me to conclude that there is a likelihood 

of indirect confusion: 

 
• The respective goods are identical. 

 

• The respective marks are conceptually similar to at least a medium 

degree. 

 

• The ‘Mighty’ element of the Opponent’s mark is wholly incorporated into 

the Applicant’s mark.  

 
• I have borne in mind Whyte and Mackay13 in which it was held that where 

an average consumer perceives that a composite mark consists of two or 

more elements, one of which has a distinctive significance independent of 

the mark as a whole, confusion may occur as a result of the 

similarity/identity of that element to the earlier mark. Although I have found 

the ‘Mighty’ element of the earlier mark to be less distinctive than the 

‘Beast element, ‘Mighty’ nevertheless has an average degree of inherent 

distinctiveness and has retained its independent distinctive role in the 

Applicant’s mark. Consequently, a significant proportion of average 

consumers may conclude that ‘Mighty Beast’ is a line of products related 

to the brand ‘Mighty’, for example.  

 

 
13 Whyte and Mackay Ltd v Origin Wine UK Ltd and Another [2015] EWHC 1271. 
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• In my view, the culmination of these factors will result in the average 

consumer discerning the visual differences between the respective marks 

but concluding that the marks relate to economically-linked undertakings.  

 

Final Remarks 

47. The Opposition has succeeded and the application is refused. 

 

COSTS 

48. The Opponent has been successful and is entitled to a contribution towards its 

costs. Awards of costs in fast track opposition proceedings are governed by 

Tribunal Practice Notice 2/2015. As the opponent is unrepresented, the tribunal 

invited it to indicate whether it intended to make a request for an award of costs 

and, if so, to complete a pro-forma indicating a breakdown of its actual costs, 

including providing accurate estimates of the number of hours spent on a range of 

given activities relating to the prosecution of the opposition.  It was made clear to 

the opponent that if the pro-forma was not completed “no costs, other than official 

fees arising from the action and paid by the successful party…will be awarded”.  

Since the opponent did not respond to that invitation within the timescale allowed 

(nor has any response been received from the opponent prior to the date of the 

issuing of this decision), I award only the statutory fee of £100.  

 

49. I therefore order mighty freedom limited to pay to Rachel Robinson the sum of 

£100. This sum is to be paid within twenty-one days of the expiry of the appeal 

period or within twenty-one days of the final determination of this case if any 

appeal against this decision is unsuccessful. 

Dated this 28th day of April 2021 
 
 
Mx N. R. Morris 
For the Registrar, 
the Comptroller-General 


