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TRADE MARKS ACT 1994 

IN THE MATTER OF INTERNATIONAL REGISTRATION NO. 1310679 IN THE 
NAME OF C3, INC 

AND IN THE MATTER OF AN APPLICATION FOR INVALIDATION THERETO 
UNDER NO 501756 BY SOLUTIONS CRÉATIVES DE COLLABORATION DE 
COMPOSANTES C3 INC 

_______________________ 
 

DECISION 
______________________ 

 
Introduction 
 
1. This is an appeal against the decision of Ms Heather Harrison, acting on behalf of the 

Registrar, dated 5 January 2018 (O-010-18).  In her decision the Hearing Officer: 
 
(1) Refused to admit a late filed form TM8 pursuant to either Rule 41(6) or Rule 

77(5) of the Trade Marks Rules 2008 (“the Rules”); 
 
(2) Invalidated International Registration No 1310679 in full; and  
 
(3) Ordered that C3, Inc (“the holder”) to pay to Solutions créatives de 

collaboration de composantes C3 Inc (“the applicant”) the sum of £600 as a 
contribution towards its costs of the proceedings. 

 
Background 
 
2. The holder is the registered proprietor of International Registration No 1310679 (“the 

trade mark”).  The trade mark has an international registration date of 6 July 2016 
and protection in the UK was conferred on 28 March 2017 for a range of goods and 
services in classes 9, 35 and 42. 
 

3. On 11 August 2917, the applicant filed an application to invalidate the protection of 
the trade mark in the UK.  At section 6 of the form TM26((I) the applicant indicated 
that it had notified the holder on 3 July 2017 that it intended to make an application 
for invalidation.  The application for invalidity was based upon Section 5(2)(b) of the 
Trade Marks Act 1994 (“the 1994 Act”) and was directed against all of the goods and 
services for which the trade mark was protected. 
 

4. On 22 August 2017, the UKIPO wrote to the parties and served the form TM26(I) 
directly on the holder.  The letter to the holder contained the following paragraphs 
(emphasis in the original): 
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Please find enclosed a copy of a TM26(I), application for 
invalidity, filed against your international registration. 
 
If you wish to continue with your international registration, you 
must in accordance with rule 41(6) of the Trade Marks Rules 
complete form TM8 and counterstatement (please see 
Glossary), and return it within two months from the date of 
this letter. 
 
The TM8 and counterstatement must be received on or 
before 23 October 2017. 
 
In accordance with rule 41(6) if the TM8 and counter-
statement are not filed within this period, (a period which 
cannot be extended), the registration of the mark shall, 
unless the registrar otherwise directs, be declared invalid in 
whole or part. 
 
The holder of the International Registration must provide us 
with an address for correspondence in the United Kingdom, 
another EEA state of the Channel Islands on TM33 within 
this period.  If one is not provided within this time, the 
international registration will be treated as invalid in whole.  
This is in accordance with Article 13(1A)(b) of the Trade 
Marks (International Registration) Order 1996 (as amended). 

 
5. Subsequently, on or about 6 September 2017, a Form TM33 was filed at the UKIPO 

by the holder appointing agents with an address in London. 
 

6. In a letter dated 19 October 2017, which was written by the holder’s representatives 
but signed by both parties’ representatives, the parties requested that a stay of the 
proceedings be granted for two months in order to allow settlement negotiations 
between the parties.  The file shows that the letter was received at the UKIPO, by fax 
from the applicant’s representatives, at 7:22pm on 20 October 2017 (which was a 
Friday).  
 

7. On 25 October 2017 the UKIPO responded to the request for the stay, in so far as is 
relevant, as follows: 
 

I refer to your letter dated 19 October 2017 in which your 
requested a stay in proceedings. 
 
A stay in proceedings can only be considered once a form TM8 
has been filed and, in these proceedings, as no such form has 
been filed, the Registry is unable to grant your request. 
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As the deadline for the filing of the Form TM8 has now passed, 
you are requested to file the said form, along with reasons for 
the late filing (which must be accompanied by a Witness 
Statement) on or before 15 November 2017. 
 
If you disagree with the preliminary view you must provide 
full written reasons and request a hearing on, or before, 15 
November 2017.  This must be accompanied by a Witness 
Statement setting out the reasons as to why the TM8 and 
counterstatement are being filed outside the prescribed period. 
 

8. On 27 October 2017 the holder filed a TM8 and Counterstatement, along with the 
witness statement of Claire Lehr, special counsel with the holder’s professional 
representatives. Ms Lehr states that she has conduct of the matter. She also gave 
evidence inter alia which indicated that the parties ‘are working towards a settlement 
as indicated in a joint request to the UKIPO dated 19 October 2017 to stay the 
Cancellation’. 
 

9. In a letter dated 13 November 2017 from the UKIPO it was indicated that it was ‘the 
Registrar’s preliminary view that the reasons provided are not sufficient for the 
Registrar to exercise its discretion and admit the late filed defence in the 
proceedings’.  The letter went to state as follows:   
 

… only in cases where there are “extenuating circumstances”, 
or “compelling reasons”, is the Registrar able to exercise his 
discretion and admit a late-filed Form TM8. Furthermore, the 
late filing in this instance was not because of an irregularity, 
omission or other error on the part of the Registrar. 

 
10. Subsequently the holder asked to be heard and a hearing took place, by telephone, on 

20 December 2017.  At that hearing the holder was represented by Sam Carter of 
counsel, instructed by Cooley (UK) LLP and the applicant by Philip Stephenson for 
Bailey Walsh & Co. LLP. Both parties filed skeleton arguments. 
 

The Hearing Officer’s Decision 
 

11. As noted in paragraph [14] of the Decision the time period allowed to an application 
to file a form pursuant to Rule 41(6) of the Rules is an ‘inextensible period’, governed 
by Schedule 1 of the Rules.  That is to say that the deadline of 23 October 2017 for 
the filing of the Form TM8 and the Counterstatement was not a ‘flexible time limit’  as 
used and defined in Rule 77 but a time limited prescribed by a rule listed in Schedule1 
of the Rules.  It was therefore governed by the restriction contained in Rule 77(5). 
 

12. There is no appeal against the Hearing Officer’s finding that Rule 77(5) of the Rules 
is inapplicable to the present case and as such the deadline of 23 October 2017 was 
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final and binding upon the holder.  That finding by the Hearing Officer is clearly 
correct. 
 

13. Notwithstanding this, the registrar has a discretion to admit a late-filed TM8 if he 
considers it appropriate to do so.  That discretion is contained in Rule 41(6) which 
states as follows (emphasis added): 
 

The proprietor shall, within two months of the date on which a 
copy of Form TM26(I) and the statement was sent by the 
registrar, file a Form TM8, which shall include a counter-
statement, otherwise the registrar may treat the proprietor as not 
opposing the application and registration of the mark shall, 
unless the registrar otherwise directs, be declared invalid. 
 

14. In the circumstances for the purposes of the present appeal I refer only to those parts 
of the Hearing Officer’s Decision that relate to the decision by the Hearing Officer not 
to exercise the discretion available to her under Rule 41(6) of the Rules to extend time 
for the filing of the TM8 by the holder.   
 

15. The Hearing Officer proceeded to set out the approach that she was required to take to 
the exercise of the discretion and the relevant position on the facts at paragraphs [18] 
to [23] of her Decision as follows: 
 

18. In approaching the discretion provided by the use of the 
words “unless the registrar otherwise directs” in rule 41(6), I 
take into account the decisions in Kickz and Mercury, which, 
although relating to opposition proceedings, are equally 
applicable to invalidation cases. The following factors from 
Music Choice, approved in Mercury, are of particular 
relevance: 
 
(i) The circumstances relating to the missing of the deadline 
including reasons why it was missed and the extent to which it 
was missed 
 
19. The tribunal’s letter of 22 August 2017 made it clear that 
the deadline for the form TM8 could not be extended and it 
clearly spelled out the consequences of a failure to file the TM8 
on time. No reason is given other than the mistaken belief of 
the holder’s representatives that they did not need to file a form 
TM8. There is no basis for that misunderstanding, which runs 
contrary to the explicit statement in the tribunal’s letter of 22 
August: it is simply said that the representatives believed the 
stay request would be sufficient. The deadline was missed by 
four days. 
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(ii) The nature of the applicant’s allegations in its statement of 
grounds 
 
20. It is not appropriate for me to comment on the particulars of 
the invalidity but it does not seem to me that the application is 
wholly without merit. 
 
(iii) The consequences of treating the proprietor as opposing or 
not opposing the application 
 
21. The consequences for the holder are serious, as it will lose 
its registration. The consequences of failing to file a TM8 were 
made clear to the holder in the tribunal’s letter of 22 August. 
 
(iv) Any prejudice caused to the applicant by the delay 
 
22. No prejudice to the applicant has been identified, nor can I 
see any material prejudice caused by the short delay. 
 
(v) Any other relevant considerations, such as the existence of 
related proceedings between the same parties. 
 
23. The settlement negotiations to which the parties have 
referred apparently extend to other trade marks, though Mr 
Carter did not appear to be aware of this and so did not give 
any details. There do not appear to be other proceedings 
between these parties at the UK IPO. I bear in mind, however, 
that the applicant has voiced no particular objection to the TM8 
being admitted. 

 
16. The Hearing Officer then went on to conclude at paragraphs [24] and [25] of her 

Decision as follows (emphasis as in the original): 
 

24. I accept that the holder’s representatives acted promptly to 
file the form TM8 and witness statement, and I have no reason 
to suspect that the failure to meet the deadline was anything 
other than a mistake on the part of the holder’s representatives. 
Nevertheless, it was a mistake which could easily have been 
avoided with greater diligence, whether by contacting the 
tribunal in advance to confirm whether a stay request was 
indeed an acceptable alternative to the TM8 or by filing a form 
TM8 alongside the stay request. I acknowledge that, while it 
was its representatives who fell into error, it is the holder who 
will suffer the consequences (which are serious, as it will lose it 
registration). That [sic] not a decisive point, however, as that is 
always the case where a TM8 is filed late by a representative 
and the registrar makes decision against the mark owner. The 
fact that there are ongoing negotiations between the parties is 
another factor I must consider but, the holder having provided 
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no information in this regard, it is difficult to assess their 
relevance. Taking all of the above into account, I can see no 
compelling reason or extenuating circumstance which would 
justify the use of the registrar’s discretion. 
 
25. In summary, having considered the competing written 
and oral submissions in light of the relevant case law, my 
decision is not to exercise the discretion available under 
rule 41(6) in the holder’s favour. Any claim that rule 77(5) 
applies is dismissed. Subject to appeal, the registration will 
be invalidated in full. 

The Appeal 

17. On 2 February 2018 an appeal against the Hearing Officer’s decision was filed on 
behalf of the holder pursuant to Section 76 of the 1994 Act.   
 

18. Quite correctly, in my view, there was no suggestion in the Grounds of Appeal or at 
the hearing before me that the Hearing Officer had not set out the correct principles to 
be applied in reaching her Decision.   
 

19. In substance the basis of the appeal is that ‘whilst the delay in the filing of its TM8 and 
counterstatement may not of itself be considered an “extenuating circumstance”, 
when all the factors in Music Choice are considered, there are sufficient reasons to 
justify the exercise of discretion under Rule 41(6)’.  In particular, the holder submits 
that the appeal should be allowed on the grounds that the Hearing Officer erred in not 
giving any or any sufficient weight to the following:  
 
(1) the holder’s belief that a stay would be granted (both parties having 

consented), and the swift filing once it became apparent it would not; 
 
(2) her own finding at paragraph [21] of the Decision that there would be serious 

consequences for the holder in the event that the discretion to extend time was 
not exercised; and 

 
(3) her own findings at paragraphs [22] and [23] of the Decision that the applicant 

did not raise any particular objection to the late admission of the TM8 and 
Counterstatement. 

 
20. It is further submitted on behalf of the holder that the Hearing Officer failed to adhere 

to the same overriding objective as the Court as set out in the Civil Procedure Rules 
when reaching her Decision. 
 

21. No Respondent’s Notice was filed on behalf of the applicant.  That is to say the 
applicant adopted the position that the Hearing Officer’s Decision was correct for the 
reasons that she gave. 
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22. After notification of the listing for the hearing of the appeal pursuant to Section 76 of 

the 1994 Act the applicant indicated that it would not attend the hearing but filed 
written submissions in lieu of attendance.  In so far as those written submissions seek 
to put forward new material and/or different reasons for the Hearing Officer’s 
Decision to be upheld, in the absence of a Respondent’s Notice, I have disregarded 
them in my determination of this appeal.   
 

23. The holder, as below, was represented by Sam Carter of counsel, instructed by Cooley 
(UK) LLP.  Written submissions were filed on behalf of the holder in advance of the 
hearing. 
 

Standard of review 
 

24. An appeal against decisions taken by the Registrar is by way of review.  Neither 
surprise at a Hearing Officer’s conclusion, nor a belief that she has reached the wrong 
decision suffice to justify interference in this sort of appeal.  Before that is warranted, 
it is necessary for me to be satisfied that there was a distinct and material error of 
principle in the decision in question or that the Hearing Officer was wrong.  See Reef 
Trade Mark [2003] RPC 5; BUD Trade Mark [2003] RPC 25; and more recently the 
decision of Geoffrey Hobbs QC sitting as the Appointed Person in ALTI Trade Mark 
(O-169-16) at paragraphs [19] to [20]; the decision of Daniel Alexander Q.C. sitting 
as the Appointed Person in Talk for Learning Trade Mark (O-017-17) referred to by 
Arnold J. in Apple Inc. v. Arcadia Trading Ltd [2017] EWHC 440 (Ch); and the 
judgment of Daniel Alexander QC sitting as a Deputy Judge in the High Court in 
Abanka D.D. v. Abanca Corporación Bancaria S.A. [2017] EWHC 2428 (Ch). 
 

25. Moreover, given that the decision in issue involves the exercise of a discretion there is 
a high standard to reach to overturn the Hearing Officer’s decision: see for example 
the decision of Thomas Mitcheson QC (sitting as the Appointed Person) in Marquee 
Trade Mark(O-255-18). 
 

26. It is necessary to bear these principles in mind on this appeal. 
 

Decision 

 
27. In approaching the exercise of her discretion in the present case the Hearing Officer 

had in mind the guidance provided by the decision of Geoffrey Hobbs QC in KIX 
Trade Mark (O-035-11) and the decision of Amanda Michaels (sitting at the 
Appointed Person) in Mercury Trade Mark (O-050-12).  The Hearing Officer went on 
to state that she considered the Music Choice factors as set out in Mercury Trade 
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Mark (above) to be of particular relevance.  As noted above this was accepted to be 
the correct approach by the holder. 
 

28. The first criticism of the Hearing Officer that is made on behalf of the holder is that 
the Hearing Officer did not deal with each of the Music Choice factors in her 
Decision.  I do not accept that submission.  In paragraphs [18] to [23] of the Decision 
the Hearing Officer very clearly identified each of the factors by way of a heading and 
then under each heading addressed the factor by reference to the facts of the present 
case.  Indeed it is notable that the holder itself relies in particular on the findings in 
paragraphs [21] to [23] of the Decision.   
 

29. That the Hearing Officer did not then go on to reiterate each and every one of those 
findings in paragraph [24] does not, it seems to me, indicate that she did not have all 
her earlier findings in mind when reaching the conclusion she did.  In fact the wording 
of paragraph [23] and the last sentence of paragraph [24] would suggest to the 
contrary.   
 

30. It was further submitted in the written arguments on behalf of the holder on this 
appeal that the Hearing Officer erred in that she had failed to specifically consider 
whether any of the matters addressed by the holder constituted ‘extenuating 
circumstances’ or ‘compelling reasons’.   
 

31. It is clear, as accepted by the holder, that the Hearing Officer understood the legal 
principles that were to be applied to the question of whether her discretion should or 
should not be exercised.  The terms ‘extenuating circumstances’ or ‘compelling 
reasons’ have been used in the case law referred to by the Hearing Officer to describe 
the circumstances in which the exercise of the discretion by the Registrar may be 
justified.  The Music Choice factors are guidance as to the factors that may be taken 
into account by the decision taker in the context of the exercise of his or her discretion 
in situations such as the present.   
 

32. The structure of the Hearing Officer’s decision makes it clear that she approached the 
question of whether or not she should exercise her discretion by reference to the 
Music Choice factors.  It was on the basis of her findings on those factors and the 
reasons set out in paragraph [24] of the Decision that the Hearing Officer concluded 
as she did at the end of paragraph [24] ‘Taking all the above into account, I see no 
compelling reasons or extenuating circumstance which would justify the use of the 
registrar’s discretion’.  Against that background I do not think that it is a valid 
criticism of the approach of the Hearing Officer that she did not specifically address 
in respect of each of the reasons relied upon by the holder whether such reason 
constituted either a ‘compelling reason’ or ‘extenuating circumstance’.   
 

33. The holder’s next Ground of Appeal is that the Hearing Officer did not give any or 
any sufficient weight to certain of the findings that she made when making her 
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decision.  There is no suggestion that the findings of fact that the Hearing Officer 
made were incorrect or inaccurate.    
 

34. In this connection I note that the evidence of Ms Lehr filed on behalf of the holder in 
support of the request for the Registrar to exercise his discretion under Rule 41(6) was 
very brief.  In essence, as noted in paragraph 8 above, it only stated that the parties 
were engaged in settlement discussions and had made a joint application for a stay.  
As noted by Amanda Michaels (sitting at the Appointed Person) in Mercury Trade 
Mark (O-050-12) at [32] ‘It is all the more incumbent on someone seeking an 
extension under Rule [41(6)] to give full and detailed reasons for the request, to show 
what he has done, etc and to set out in proper detail any “extenuating circumstances” 
relied upon.’.  I agree with that statement of the position. 
 

35. The first point relied upon by the holder is that the Hearing Officer did not put 
sufficient weight on the fact that the holder believed that a stay of the proceedings 
would be granted and that therefore the TM8 and Counterstatement would not have to 
be served by the deadline.  I do not accept this.   
 

36. In my view it is plain from the facts set out above that the holder has been the author 
of its own misfortune.  The holder was aware from 3 July 2017 that the applicant 
intended to file an application to invalidate the mark.  Moreover it is not disputed that 
the holder was correctly served with the relevant form TM26(I) under cover of letter 
from the UK IPO dated 22 August 2017 which notified the holder that that there was a 
deadline of 23 October 2017 for the service of the TM8 and Counterstatement.   
 

37. Moreover the holder was aware from the contents of the letter from the Registrar 22 
August 2017 that ‘In accordance with rule 41(6) if the TM8 and counter-statement 
are not filed within this period, (a period which cannot be extended), the registration 
of the mark shall, unless the registrar otherwise directs, be declared invalid in whole 
or part’.   
 

38. Despite being fully aware of the deadline the holder took the decision, at a very late 
stage, to seek agreement with the applicant for an application to be made by consent 
for a stay of the proceedings.  The application for a stay made by the holder with the 
agreement of the applicant was not filed with the UKIPO until 7:22pm on 20 October 
2017 (which was a Friday) the relevant deadline being Monday 23 October 2017.  
 

39. It seems to me that the Hearing Officer was entitled to make the findings that she did 
with regard to the weight to be given to the holder’s belief that a stay would be 
granted.   
 

40. Firstly as explained in paragraph [19] of her Decision no explanation is given as to 
why the representatives believed that an application for a stay would be sufficient to 
remove the obligation to meet the deadline for the filing of the TM8 and 
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Counterstatement contrary to the explicit statement in the letter from the UKIPO 
dated 22 August 2017. Ms Lehr’s witness statement is entirely silent on the point. 
 

41. Secondly, as stated in paragraph [24] of her Decision the holder did not at any stage 
prior to the expiry of the deadline make any enquiries of the UKIPO as to whether an 
application for a stay was indeed an acceptable alternative to the filing of the TM8 
and Counterstatement by the deadline.   
 

42. In addition, there is no suggestion that the holder could not have complied with the 
deadline had it chosen to do so; and as noted by the Hearing Officer in paragraph [19] 
of her Decision the consequences of not complying with the deadline were made clear 
to the holder in the letter from the UKIPO dated 22 August 2017.   
 

43. Finally, it has been suggested on this appeal that the fact that the applicant appears to 
have been working on the same basis as the holder as regards to the effect of the 
application for a stay (i.e. that the TM8 and counterstatement did not need to be filed 
by the deadline) should have been taken into account by the Hearing Officer.  
However there is no material to suggest one way or the other as to whether the 
applicant did or did not have this belief.  The skeleton of argument filed on behalf of 
the applicant for the purposes of the hearing before the Hearing Officer is entirely 
neutral on the point.   In any event the deadline was not one with which the applicant 
was concerned.  Therefore absent any evidence it seems to me that the point is of no 
positive assistance to the holder. 
 

44. The second point relied upon by the holder is that the Hearing Officer did not put 
sufficient weight on the serious consequences that the holder would suffer if she did 
not exercise her discretion in favour of the holder.  No evidence was filed on behalf of 
the holder on this issue.  It is clear from paragraphs [21] and [24] of the Decision that 
the Hearing Officer fully accepted that the consequences were serious for the holder 
and that this was a factor that she needed to consider in exercising her discretion.   
Against this background it seems to me that the Hearing Officer was entitled to take 
the view as she did in paragraph [24] of her Decision that this could not be a decisive 
factor given that consequences will always follow where a TM8 is filed late.  In my 
view the Hearing Officer correctly took the view that prejudice to the holder was one 
of a number of factors that must be weighed in the balance. 
 

45. The third point that is relied upon is that the Hearing Officer failed to give any or any 
sufficient weight to her findings that the applicant did not raise any particular 
objection to the late admission of the TM8 and Counterstatement.  It is true that this is 
not a factor that is explicitly referred to in paragraph [24] of the Decision.  However it 
is clearly a factor that the Hearing Officer had in mind when making her assessment.  
She explicitly says so in paragraph [23] of her Decision.  It seems to me that, in so far 
as it could be said that the Hearing Officer should have specifically addressed the 
absence of objections in paragraph [24] of her Decision, this is not a material error 
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particularly given her explicit statement in paragraph [23] that she had the factor in 
mind; and in circumstances where the Hearing Officer expressly refers to the ongoing 
negotiations between the parties in paragraph [24] of the Decision.   
 

46. In the end it seems to me that the Hearing Officer adopted the correct approach and 
was entitled to make the multifactorial assessment in the way that she did.  In the 
circumstances it was open to her to go on to conclude for the reasons that she gave 
that the holder had not establish any compelling reason or extenuating circumstance 
which would justify the exercise of her discretion under Rule 41(6). 
 

47. With regard to the Ground of Appeal that the Hearing Officer failed to adhere to the 
same overriding objective set out in the Civil Procedure Rules as the Court I can deal 
with this shortly.   
 

48. Firstly, as was correctly accepted on behalf of the holder at the hearing of the present 
appeal, there was no suggestion that the Hearing Officer had not identified the correct 
principles which needed to be applied to the decision that was before her.  In those 
circumstances, it seems to me that the overriding objective as defined in the Civil 
Procedure Rules cannot be relevant in so far as it would require the Hearing Officer to 
approach the decision she had to make differently.   
 

49. Secondly, as was also correctly accepted on behalf of the holder at the hearing of the 
appeal before me, unlike the Court the Hearing Officer was not bound to adhere to the 
Civil Procedure Rules in any event.   
 

50. Given that I have found that it was open to the Hearing Officer to conclude as she did 
this Ground of Appeal does not in my view take the holder any further. 

Conclusion 

51. For the reasons set out above it does not seem to me that there is any error of principle 
or material error in the Hearing Officer’s decision.  It was in my view open to the 
Hearing Officer to make the decision that she did.  In the result the appeal fails. 
 

52. Neither side has asked for a special order as to costs.  I direct that the holder to pay to 
the applicant the sum of £300 as a contribution to its costs of the unsuccessful appeal.  
That sum is to be paid within 14 days of this decision.  It is payable in addition to the 
sum of £600 awarded by the Hearing Officer in respect of the proceedings at first 
instance. 

 

Emma Himsworth QC 

27 June 2018 


