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Background 
 
1. On 13 August 2013, Harwood Capital LLP (“the applicant”) sought to register the 
trade mark shown on the front page of this decision in respect of the following 
services: 
 
Class 36 
Advice relating to investments; financial affairs services; financial investment 
advisory services; securities services relating to capital restructuring; capital fund 
management 
 
2. Following publication of the application in Trade Marks Journal 2013/045 on 8 
November 2013, Notice of Opposition was filed by Harwood Hutton Limited (“the 
opponent”). The opposition is based on a single ground brought under the provisions 
of section 5(2)(b) of the Trade Marks Act 1994 (“the Act”). The opponent claims there 
is a likelihood of confusion between the mark applied for and its own mark and relies 
on the following registration: 
 
Mark Dates Specification 
2593130 
 
HARWOOD HUTTON 

Filing date:  
31 August 2011 
 
Date of entry in register:  
6 January 2012 

Services in Classes 35, 36, 42 and 45 

 
3. The applicant filed a counterstatement in which it denies there is a likelihood of 
confusion. 
 
4. Both parties filed evidence which I will refer to as appropriate in this decision. The 
matter came before me for a hearing on 10 November 2014 at which the applicant 
was represented by Christopher Hall of Bircham Dyson Bell LLP its professional 
advisers. The opponent was represented by Graham Stephens of FCLS Group 
Limited. 
 
Decision 
 
5. The opposition is founded on an objection under section 5(2)(b) of the Act which 
states: 
 
“5(2) A trade mark shall not be registered if because- 
 

(a) .... 
 

(b) it is similar to an earlier trade mark and is to be registered for goods or 
services identical with or similar to those for which the earlier trade mark is 
protected, or 

 
there exists a likelihood of confusion on the part of the public, which includes 
the likelihood of association with the earlier trade mark.” 
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6. The following principles are gleaned from the decisions of the EU courts in Sabel 
BV v Puma AG, Case C-251/95, Canon Kabushiki Kaisha v Metro-Goldwyn-Mayer 
Inc, Case C-39/97, Lloyd Schuhfabrik Meyer & Co GmbH v Klijsen Handel B.V. Case 
C-342/97, Marca Mode CV v Adidas AG & Adidas Benelux BV, Case C-425/98, 
Matratzen Concord GmbH v OHIM, Case C-3/03, Medion AG v. Thomson 
Multimedia Sales Germany & Austria GmbH, Case C-120/04, Shaker di L. Laudato & 
C. Sas v OHIM, Case C-334/05P and Bimbo SA v OHIM, Case C-591/12P. 
 
The principles  
 

“(a) the likelihood of confusion must be appreciated globally, taking account of 
all relevant factors; 

 
(b) the matter must be judged through the eyes of the average consumer of 
the goods or services in question, who is deemed to be reasonably well 
informed and reasonably circumspect and observant, but who rarely has the 
chance to make direct comparisons between marks and must instead rely 
upon the imperfect picture of them he has kept in his mind, and whose 
attention varies according to the category of goods or services in question; 

 
(c) the average consumer normally perceives a mark as a whole and does not 

 proceed to analyse its various details; 
 

(d) the visual, aural and conceptual similarities of the marks must normally be 
assessed by reference to the overall impressions created by the marks 
bearing in mind their distinctive and dominant components, but it is only when 
all other components of a complex mark are negligible that it is permissible to 
make the comparison solely on the basis of the dominant elements; 
 
(e) nevertheless, the overall impression conveyed to the public by a 
composite trade mark may, in certain circumstances, be dominated by one or 
more of its components; 

 
(f) however, it is also possible that, in a particular case, an element 
corresponding to an earlier trade mark may retain an independent distinctive 
role in a composite mark, without necessarily constituting a dominant element 
of that mark;  

 
(g) a lesser degree of similarity between the goods or services may be offset 
by a great degree of similarity between the marks, and vice versa; 

 
(h) there is a greater likelihood of confusion where the earlier mark has a 
highly  distinctive character, either per se or because of the use that has been 
made of it; 

 
(i) mere association, in the strict sense that the later mark brings the earlier 
mark to mind, is not sufficient; 
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(j) the reputation of a mark does not give grounds for presuming a likelihood 
of confusion simply because of a likelihood of association in the strict sense; 

 
(k) if the association between the marks causes the public to wrongly believe 
that the respective goods or services come from the same or economically-
linked undertakings, there is a likelihood of confusion.” 

 
7. I take note that the mark relied on by the opponent is an earlier mark within the 
meaning of the Act but is not subject to the requirement that proof of its use be 
shown as it had not been registered for five years at the date the application was 
published. The opponent is therefore entitled to rely on it for all the services for which 
it is registered. That said, and as agreed at the hearing, I intend to limit my 
consideration to those services for which it is registered in class 36 as if it cannot 
succeed in relation to these services, it will be in no better position in relation to the 
other services for which it is registered. 
 
Comparison of services 
 
8. For ease of reference, the services to be compared are as follows: 
 
Opponent’s services Applicant’s services 
Insurance, financial services, 
provision of financial information, 
raising of capital, corporate 
finance services 

Advice relating to investments; financial affairs 
services; financial investment advisory services; 
securities services relating to capital 
restructuring; capital fund management 

 
9. For the opponent, Mr Stephens submits: 
 

“Both the Applicants and Opponents businesses operate in similar and 
sometimes identical fields. This has possible implications with marketing, 
promotional strategies and the nature of purchasing. Economically both are 
linked.” 

 
Despite this last sentence, I do not understand the parties to be in any way 
connected. In its counterstatement and evidence, the applicant also makes a number 
of submissions regarding the intended users of its services, however, as I indicated 
at the hearing, I have to take into account the specification of services as registered 
and applied for and on a notional basis rather than what the parties may do or may 
intend to do. Neither of the respective specifications is subject to any limitation.  
 
10. In considering the respective services, I take into account the comments of the 
General Court in Gérard Meric v Office for Harmonisation in the Internal Market 
(Trade Marks and Designs) (OHIM) Case T-133/05, where it said:  
 

“...goods can be considered as identical when the goods designated by the 
earlier mark are included in a more general category, designated by the trade 
mark application...” 

 
By analogy, the same is true in respect of services. Each of the services as applied 
for is a financial service and is therefore included within the term financial services 
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as appears within the opponent’s specification. That being the case, the respective 
services are identical in line with Meric. 
 
The average consumer and the nature of the purchasing process 
 
11. In its counterstatement, the applicant submits: 
 

“2.2 ...The services are highly specialised, relating to investment, capital 
restructuring and fund management. The average consumer of these services 
is a wealthy investor in the process of considering how to best invest in order 
to increase his or her wealth even further. Investors of this kind tend to have 
achieved their wealth through wise and prudent financial decision, and are by 
their very nature extremely careful financially. Further, the sorts of investment 
decisions in relation to which the Applicant’s services would be sought are 
decisions taken deliberately and after great consideration. The average 
consumer of the services will therefore be extremely vigilant, exercise the 
highest degree of care and attentiveness, and will be particularly concerned 
as to the reputation and quality of the service provider.” 

 
12. In a witness statement filed by Graham Stephens, the opponent submits: 
 

“1.1 In Section 2.2 of the Applicant’s counterstatement it is suggested that the 
services provided by the Applicant are for niche financial investment advice 
and goes on to say that the average consumer of the service will be extremely 
vigilant and exercise the highest degree of care and will be particularly 
concerned as to the reputation and quality of the service provider. 

 
1.2 The Opponents clients are equally vigilant and exercise the same degree 
of care in relation to the reputation and quality of the service provider.” 

 
13. Again, whilst reference is made in these submissions to the parties’ own or 
intended clients, I have to take into account the average consumer for the services. 
As I have already indicated, the respective services are identical. It follows that the 
average consumer of those services will be the same. As I indicated at the hearing, 
financial services is a wide ranging term. It will include a variety of services ranging 
from a relatively uncomplicated and lower value one provided to an individual, to 
those provided to global businesses involving significant sums or assets. Whether 
purchased by a member of the public or by a business, these are services which are 
likely to be purchased with a higher than average degree of care (both parties use 
the word “vigilant”), given the likely importance the choice being made will have on 
the consumers’ financial health and the knock on effect this would have on the ability 
of that average consumer to go about his business (whether commercial or 
domestic). 
 
14. In my view, both the visual and aural aspects of the respective marks are 
important in the purchasing process. The marks may be encountered visually by way 
of e.g. shop-fronts, websites, brochures or advertisements in the press but also 
aurally by way of telephone calls and face to face meetings.  
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Comparison of marks 
 
15. It is clear from Sabel BV v. Puma AG (particularly paragraph 23) that the 
average consumer normally perceives a mark as a whole and does not proceed to 
analyse its various details. The same case also explains that the visual, aural and 
conceptual similarities of the marks must be assessed by reference to the overall 
impressions created by them, bearing in mind their distinctive and dominant 
components. The Court of Justice of the European Union stated at paragraph 34 of 
its judgment in Case C-591/12P, Bimbo SA v OHIM, that: 
 

“.....it is necessary to ascertain, in each individual case, the overall impression 
made on the target public by the sign for which registration is sought, by 
means of, inter alia, an analysis of the components of a sign and of their 
relative weight in the perception of the target public, and then, in the light of 
that overall impression and all factors relevant to the circumstances of the 
case, to assess the likelihood of confusion.” 

  
16. It would be wrong, therefore, to artificially dissect the trade marks, although, it is 
necessary to take into account their distinctive and dominant components and to 
give due weight to any other features which are not negligible and therefore 
contribute to the overall impressions created by them. 
 
17. For ease of reference, the marks to be compared are: 
 

Earlier mark Application 
HARWOOD HUTTON HARWOOD 

 
18. The applicant’s mark consists of the single word HARWOOD. This word is a 
surname and is the first word of the earlier mark. The second word of the earlier 
mark, HUTTON, is also a surname.  
 
19. The applicant submits: 
 

“HARWOOD is a single word which forms half of HARWOOD HUTTON. 
Visually the marks are no more than 50% similar. 

 
In the same way, the aural similarity is no more than 50%. That is further 
reduced by the aural effect of the distinctive alliterative double ‘h’ and ‘tt’ 
sounds in the earlier mark, which are absent from the later mark. 

 
The marks contain the names Harwood and Hutton –both relatively common 
English names. The marks are conceptually similar to the extent that they 
evoke the idea of names, however the name Hutton is absent from the 
Applicant’s mark, and in the context of the relevant services for which both 
marks are registered (sic), the marks follow a standard industry naming 
convention that tends to reduce the conceptual similarity. 
 
Overall, there is a low degree of similarity of marks.” 
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20. In its skeleton argument, the opponent submits: 
  

“The applicants proposed mark represents 50% of [the opponent’s] mark. We 
would cite section 5(2)(b). Phonetically, apart from “Hutton”, the word is 
obviously identical.” 

 
21. Whilst there cannot be any artificial dissection of the trade marks, it is necessary 
to take into account any distinctive and dominant components they may have. As a 
single word, no part of which is highlighted in any way, the applicant’s mark has no 
dominant components and its distinctiveness rests in its whole. The opponent’s mark 
consists of two words. Whilst Mr Hall accepted that the beginnings of marks tend to 
have more visual and aural impact than the ends, (as per El Corte Inglés, SA v 
OHIM, Cases T-183/02 and T-184/02), this was, he submitted, no more than a 
general rule and the marks at issue had to be considered, as Mr Stephens himself 
submitted, in their entireties. In my view, given that both words which make up the 
earlier mark are relatively common surnames, neither is significantly more dominant 
than the other. 
 
22. There is clearly a degree of both visual and aural similarity between the 
respective marks due to the presence in both of the word HARWOOD as its first or 
only element. There are also clear differences given the presence in the earlier mark 
of the word HUTTON.  I consider the visual and aural similarity is of a moderate 
degree. Conceptually, there is a degree of similarity in that both marks consist of 
surnames, however, there are also differences as the application brings to mind a 
business founded or run by a single person named Harwood whereas the earlier 
mark brings to mind a business founded or run by a partnership of Messrs Harwood 
and Hutton. I consider there to be a relatively low degree of conceptual similarity. 
 
The distinctiveness of the earlier mark  
 
23. In Lloyd Schuhfabrik Meyer & Co. GmbH v Klijsen Handel BV, Case C-342/97 
the CJEU stated: 
 

“22. In determining the distinctive character of a mark and, accordingly, in 
assessing whether it is highly distinctive, the national court must make an 
overall assessment of the greater or lesser capacity of the mark to identify the 
goods or services for which it has been registered as coming from a particular 
undertaking, and thus to distinguish those goods or services from those of 
other undertakings (see, to that effect, judgment of 4 May 1999 in Joined 
Cases C-108/97 and C-109/97 WindsurfingChiemsee v Huber and 
Attenberger [1999] ECR I-0000, paragraph 49).  
 
23. In making that assessment, account should be taken, in particular, of the 
inherent characteristics of the mark, including the fact that it does or does not 
contain an element descriptive of the goods or services for which it has been 
registered; the market share held by the mark; how intensive, geographically 
widespread and long-standing use of the mark has been; the amount invested 
by the undertaking in promoting the mark; the proportion of the relevant 
section of the public which, because of the mark, identifies the goods or 
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services as originating from a particular undertaking; and statements from 
chambers of commerce and industry or other trade and professional 
associations (see Windsurfing Chiemsee, paragraph 51).” 

 
24. Referring to the britishsurnames.co.uk website, the applicant filed evidence to 
support its contention that both HARWOOD and HUTTON are ordinary, English and 
relatively common surnames. This is not disputed by the opponent. As per the 
comments of the CJEU in Nichols [2005] RPC 12, the assessment of the existence 
or otherwise of the distinctive character of a trade mark made up of a surname, even 
a common one, has to be carried out taking into account the particular 
circumstances of the case, specifically the services in respect of which it is 
registered and the perception of the relevant consumer.  There is no dispute that the 
use of surnames is common in the financial sector and the average consumer will be 
well aware of this but nevertheless, I find that the earlier mark has an average 
degree of inherent distinctive character. 
 
25. At the hearing, Mr Stephens submitted that the opponent’s mark has a reputation 
which “consists of the whole of their registered mark and not just part of it” but also 
made various references to the opponent’s use of a number of other trade marks. He 
submitted that this use “filters in to the reputation it has” in the earlier mark relied 
upon. These ‘other marks’ are not specified nor is any use of them evidenced but in 
any case the only mark I have to consider is the earlier mark relied on by the 
opponent as set out above. The opponent has filed no evidence showing what use 
may have been made of this earlier mark. That being the case, there is no evidence 
to support the claimed reputation and I am unable to find that the distinctiveness of 
the earlier mark relied upon has been enhanced through its use.  
 
Likelihood of confusion 
 
26. In O2 Holdings Limited, O2 (UK) Limited v Hutchison 3G UK Limited, Case C-
533/06, the CJEU stated, at paragraph 66 of its judgment, that when assessing the 
likelihood of confusion under section 5(2) it is necessary to consider all the 
circumstances in which the mark applied for might be used if it were registered. I 
must also bear in mind the concept of imperfect recollection though in the context of 
the higher than average degree of care likely to be taken over the purchase, the 
relevance of this is somewhat lessened. 
 
27. At the hearing, Mr Stephens submitted that the word HARWOOD was “used as a 
prefix within the [earlier] mark as a whole” and that the mark “would be abbreviated 
in use to the first of two surnames within a two surname mark”. Submitting that this 
was common practice in trade, he referred to names used by companies such as 
Harvey Nichols which is sometimes abbreviated to Harvey Nic(k)s (which does not 
appear to me to be use of the first of the two names as an abbreviated form) and 
Marks & Spencer which is sometimes abbreviated to Marks’. Whilst I have no doubt 
that some companies are known by an abbreviated form of their formal name, as Mr 
Hall submitted, the companies referred to both have huge reputations in very 
different areas of trade to the one at issue here. There is no evidence that this 
situation occurs in the financial field. In any event, I have to consider the likelihood of 
confusion of the two marks before me: i.e. the marks as registered and for which 
registration is applied.  
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28. In his witness statement, Mr Stephens states “The opponents registered 
mark...has to be viewed in its entirety” whilst in the skeleton argument, he included 
the following:   

“[The opponent’s] earlier mark has an independent distinctive role within it, 
(what it is has not been explained), the origin of the services covered is 
attributed by the public to the owner of that mark.” 

Following some questioning at the hearing, Mr Stephens made further, equally 
oracular, submissions and referred me briefly to the decision in Medion.  The 
situation here is the reverse of the situation in that case in that the composite mark 
here is the earlier mark. Regardless, as stated by Professor Ruth Annand sitting as 
the appointed person in R2 Pets Trade Mark Application BL O-476-04, neither 
Medion nor the accumulated guidance subsequently expressed in Bimbo SA v OHIM 
C-591/12P “purport to deviate from the law governing the global assessment of 
likelihood of confusion”.  
 
29. Mr Hall referred to the applicant’s evidence which takes the form of a witness 
statement of Bonita Guntrip, its company secretary and compliance officer. She 
states: 
 

“In the financial services industry, companies tend to be named after the 
surnames of their founding members or partners. Hence, relatively common 
names tend to be quite common as names of business in the financial sector. 
 
Often a founding member or partner will leave a firm to start up on his or her 
own, or to form a new firm with new partners. Since the new firm follows the 
convention and is often named after the surnames of the new partners, it is 
usual to find the same surname featuring in the names of different firms.” 

 
30. The opponent has not challenged this evidence. Indeed, I note, in passing, that 
in his evidence Mr Stephen states that the opponent has a Mr Harwood and a Mr 
Hutton as its directors. 
 
31. Ms Guntrip gives a number of examples of active traders in the financial field 
including ‘Hargreaves Lansdown’, ‘Lansdowne Partners’ and ‘Hargreaves Hale’ and  
‘Beaumont Cornish Limited’, ‘Beaumont Robinson Limited’ and ‘Bailey Beaumont 
Financial Solutions Limited’. Referring to the first of the above mentioned examples, 
Mr Hall submitted that Hargreaves Lansdown is the “biggest player in the market and 
has a huge reputation” but the evidence shows that even this company has to “deal 
with competitors who are similarly named.” He also submitted the average consumer 
was well able to distinguish between similarly named companies, that small 
differences were sufficient to enable that distinction to be made and that trading 
names in this sector are only distinctive in their entire form because whilst the 
different companies may have had e.g. a common founder, they have become 
separate, unconnected legal entities. Again, the opponent has not challenged this 
evidence.  
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32. Earlier in this decision I found: 
 

 The respective services are identical; 
 The respective marks have a moderate degree of visual and aural similarity  

and a relatively low degree of conceptual similarity; 
 The services are such as are likely to be a purchase made with a higher than 

average degree of care; 
 The earlier mark has an average degree of inherent distinctive character 

which has not been shown to have been enhanced through its use. 
 
33. Taking all matters into account, I am not persuaded that there is a likelihood of 
either direct or indirect confusion between the respective marks. Consumers in 
general are well-used to differentiating between surnames. That is even more so the 
case, as here, where surnames are commonly used in the particular trade. Whilst 
there is a degree of similarity between the respective marks, the higher than average 
degree of care taken when choosing financial services is such that marks are likely 
to be recalled with enough precision so as to enable the average consumer to 
differentiate between them, particularly as one is made up of one surname and the 
other of two. The respective marks are not close enough for there to be a likelihood 
of confusion. The opposition brought under section 5(2)(b) of the Act fails in its 
entirety. 
 
Summary 
 
34. The opposition fails. 
 
Costs  
 
35. The applicant having succeeded is entitled to an award of costs in its favour. I 
take note that the opposition was brought under a single ground, that the evidence 
filed by both parties was minimal and consisted mainly of submission and that a 
hearing took place. Taking all matters into account, I make the award on the 
following basis: 
 
Preparing a statement and considering the other side’s statement:  £200 
 
Filing and considering evidence:       £300 
 
Preparation for and attendance at hearing:     £500 
 
Total:           £1000 
 
36. I order Harwood Hutton Limited to pay Harwood Capital Limited the sum of 
£1000 as a contribution towards its costs. This sum is to be paid within seven days  
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of the expiry of the appeal period or within seven days of the final determination of 
this case if any appeal against this decision is unsuccessful. 
 
Dated this 18th day of November 2014 
 
 
 
 
 
Ann Corbett 
For the Registrar 
The Comptroller-General 
 
 


